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PREFACE 


The  Engineering  Design  Handbook  of  the  Army  Materiel  Command  is  a  co¬ 
ordinated  series  of  handbooks  containing  basic  information  and  fundamental 
data  useful  in  the  design  and  development  of  Army  materiel  and  systems. 

The  substance  of  this  handbook  has  been  carefully  selected  and  compiled  from 
that  body  of  statutory  patent  law,  common  law.  Patent  Office  practices  and  pro¬ 
cedures,  and  defense  regulations  and  policies  pertinent  to  the  questions  that  most 
frequently  arise  in  the  administration  of  inventions,  patents,  copyrights,  and 
proprietary  technical  data.  The  handbook  is  not  intended  to  serve  as  or  super¬ 
sede  regulations  in  any  way,  but  has  been  compiled  primarily  from  the  view¬ 
point  of  the  Government  engineer,  scientist  or  other  employee,  contract  admin¬ 
istrator,  or  contractor,  with  the  express  purpose  of  providing  him  with  a  ready 
reference  that  will  assist  in  the  initiation  of  prompt  and  effective  action  upon 
that  phase  or  segment  of  the  particular  problem  as  to  invention,  patent,  copy¬ 
right,  or  proprietary  technical  data  with  which  he  is  dealing.  Of  particular 
importance  to  scientific  and  technical  personnel  is  the  information  concerning 
the  proper  preparation  of  engineering  notebooks  and  other  research  records 
which  may  ultimately  establish  priority  of  invention. 

The  original  edition  of  this  handbook,  published  by  the  Army  Ordnance 
Corps,  was  compiled  by  Howard  I.  Forman,  former  Patent  Attorney  at  Frank- 
fold  Arsenal.  The  first  revision  was  the  result  of  contributions  and  valuable 
suggestions  by  Patent  Attorneys  of  the  Ordnance  Corps,  now  assigned  to  the 
Army  Materiel  Command.  These  contributions  and  suggestions  were  compiled 
and  edited  by  W.  E.  Thibodeau  and  S.  J.  Rotondi.  Further  revision  and  changes 
have  been  made  in  the  present  edition  to  make  it  applicable  for  use  by  personnel 
of  the  Army  Materiel  Command.  The  original  and  revised  editions  were  pre¬ 
pared  under  direction  of  the  Engineering  Handbook  Office,  Duke  University, 
under  contract  to  the  Army  Research  Office  —  Durham. 

A  number  of  specimen  forms  have  been  included  as  Appendixes  for  the  con¬ 
venience  of  the  user.  Many  of  these  forms  are  subject  to  replacement  by  AMC 
forms,  which  will  govern  in  applicable  cases  when  published. 

Agencies  of  the  Department  of  Defense,  having  need  for  Handbooks,  may 
submit  requisitions  or  official  requests  directly  to  Equipment  Manual  Field 
Office  (7),  Letterkenny  Army  Depot,  Chambersburg.  Pennsylvania.  Contractors 
should  submit  such  requisitions  or  requests  to  their  contracting  officers. 

Comments  and  suggestions  on  this  handbook  are  welcome  and  should  be 
addressed  to  Army  Research  Office  —  Durham,  Box  CM,  Duke  Station,  Durham, 
North  Carolina  27706. 
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CHAPTER  1 


GENERAL  INFORMATION 


I.  THE  UNITED  STATES  PATENT  SYSTEM 

1.  The  Patent  Grant. 

The  basis  for  the  United  States  patent  system  is 
to  be  found  in  Article  I,  Section  8  of  the  Consti¬ 
tution.  which  authorizes  the  Congress  to  secure  to 
authors  and  inventors,  for  a  limited  period,  the 
exclusive  rights  to  their  respective  writings  and 
discoveries.  The  stated  purpose  of  this  provision 
is  to  promote  the  progress  of  science  and  useful 
arts.  To  implement  this  constitutional  provision 
and  purpose,  laws  have  been  passed  establishing  the 
United  States'  Patent  Office  and  the  Office  of  Com¬ 
missioner  of  Patents,"  and  providing  for  the  grant¬ 
ing  to  patentees  or  their  assignees  the  right  to  ex¬ 
clude  others  from  making,  using,  or  selling  pat¬ 
ented  inventions  for  a  period  of  seventeen  years.* 
The  terms  of  this  grant  are  set  forth  in  a  formal 
document,  bearing  the  seal  of  the  Patent  Office, 
and  known  as  the  Eetters  patent.  Over  the  years, 
this  expression  has  been  shortened  to  merely  patent, 
The  patent  grant  may  he  viewed  as  a  contract  be¬ 
tween  the  Government  and  the  inventor.  Incident 
to  this  contract,  the  inventor  is  given  for  a  limited 
time  exclusive  control  of  intellectual  property 
which  he  has  created,  and  the  right  to  enforce  this 
control  by  court  action  against  infringers;  in  re¬ 
turn  for  this  grant  he  gives  to  the  public  at  large 
a  full  disclosure  of  his  invention,  and  the  right  to 
use  the  same  without  charge,  forever  after  the  ex¬ 
piration  of  the  limited  period. 

2.  The  Patent  Document. 

The  letters  patent,  as  a  document,  consists  of  at 
least  three  basic  parts  :  the  grant,  the  specification. 

*  The  United  States  Patent  Office  is  an  office  in  the  De¬ 
partment  of  Commerce.  It  is  administered  by  the  Com¬ 
missioner  of  Patents,  who  is  appointed  by  the  President 
and  operates  under  the  direction  of  the  Secretary  of  Com¬ 
merce. 

1  35  u .  S.  C  154. 


and  the  claims.  When  the  invention  is  of  such  a  na¬ 
ture  that  it  can  be  illustrated  pictorially,  drawings 
are  required,  adding  a  fourth  part.  The  specifica¬ 
tion,  and  drawings,  if  any,  must  be  sufficiently  de¬ 
tailed  and  comprehensive  that  persons  skilled  in 
the  particular  art  involved  will  be  enabled  to  prac¬ 
tice  the  invention  disclosed.  The  claims  are  num¬ 
bered  consecutively  and  are  located  at  the  end  of 
the  patent  document,  each  claim  constituting  a  legal 
description  of  a  particular  embodiment  of  the  in¬ 
vention  and  a  measure  of  its  scope.  If  one  con¬ 
siders  a  patent  to  be  a  form  of  property,  then  the 
claims  in  a  patent  are  like  deeds  which  recite  the 
particular  boundaries  of  that  property  which  is 
owned  by  the  patentee  and  from  which  he  is  author¬ 
ized  to  exclude  all  trespassers.  Every  patent  must 
have  at  least  one  claim  which  has  been  allowed  by 
the  Patent  Office  after  examination  of  the  patent 
application;  failure  to  obtain  allowance  of  at  least 
one  claim  will  prelude  issuance  of  a  patent.  The 
grant,  which  was  discussed  in  the  preceding  para¬ 
graph,  is  set  forth  on  the  front  cover  of  the  patent 
document,  followed  by  the  signature  of  the  Commis¬ 
sioner  of  Patents  and  the  seal  of  the  Patent  Office. 
The  invention  is  designated  in  the  grant  only  by 
its  title,  reference  being  made  to  the  specification, 
which  in  this  sense  includes  the  claims  and  the 
drawings,  if  any. 

3.  Importance  of  Patent  Rights  to  the  Govern¬ 
ment. 

The  Government  has  acquired  full  right  and 
title  to  many  thousands  of  patents,  and  licenses 
under  many  more  thousands.  In  almost  every  in¬ 
stance  the  Government  has  licensed  patents  which  it 
owns  to  all  comers  free  of  charge.  As  long  as  the 
Government's  policy  is  not  to  exclude  others  from 
using  its  patent  property,  it  is  logical  to  inquire  as 
to  the  value  of  patents  to  the  Government.  The 


answer  will  be  found  in  the  fact  that  since  World 
World  I  the  Government  has  been  subjected  to 
hundreds  of  administrative  claims  and  to  numer¬ 
ous  suits  in  the  Court  of  Claims  for  patent  in¬ 
fringement  totalling  well  over  five  billion  dollars. 
In  a  number  of  instances  it  developed  that  the  in¬ 
ventions  involved  in  the  suits  were  made  by  Gov¬ 
ernment  employees  or  contractors,  but  for  some 
reason  patent  protection  for  the  Government  had 
not  been  obtained.  It  is  apparent,  therefore,  that 
the  acquiring  of  rights  in  patents,  as  a  protective 
device,  is  exceedingly  important  to  the  Govern¬ 
ment.  To  insure  the  acquisition  of  these  rights  and 
at  the  same  time  to  encourage  and  assist  its  em¬ 
ployees  and  contractors  to  obtain  patents  for  their 
inventions,  the  Government  has  established  policies 
and  procedures  to  be  followed  by  its  various  agen¬ 
cies. 

11.  DEPARTMENT  OF  THE  ARMY  PATENT 
POLICIES  AND  PROCEDURES 

4.  Coordination  of  Patent  Activities. 

The  Judge  Advocate  General  is  charged  with 
the  coordination  of  all  Army  patent  activities.  The 
Patents  Division  of  his  office  coordinates  the  activi¬ 
ties  through  the  issuance  of  Army-wide  directives 
and  by  opinions  in  specific  cases,  which,  of  course, 
are  consistent  with  the  regulations  and  other  direc¬ 
tives  of  the  Department  of  Defense.  His  office  alio 
maintains  liaison  in  patent  matters  with  other  Gov¬ 
ernment  activities  and  departments.2 

5.  Rights  in  Inventions  and  Patents. 

a.  Rights  in  inventions  made  by  officers,  war¬ 
rant  officers,  enlisted  personnel,  and  civilian  em¬ 
ployees  under  the  jurisdiction  of  the  Army  are 
governed  by  Executive  Order  10096  (Appendix 
VIII).  Executive  Order  10930  (Appendix  IX) 
and  administrative  orders  issued  pursuant  thereto 
as  discussed  in  Chapter  3  determine  these  rights. 

b.  Rights  in  inventions  made  by  contractors  are 
governed  by  the  terms  of  the  contract.  This  is 
further  discussed  in  paragraphs  40  and  55. 

6.  Communications  Regarding  Inventions 
and  Improvements. 

a.  Disclosures  of  inventions,  including  sugges¬ 
tions,  ideas,  or  plans  for  improvements  (made  by 

2  Army  Regulations  (hereafter  abbreviated  as  AR) 
825-5,  15  Mareh  1955. 


officers,  warrant  officers,  enlisted  personnel,  and 
civilian  employees  under  the  jurisdiction  of  the 
Army)  may  be  made  directly  to  the  head  of  the 
Army  agency  or  component  to  which  the  invention 
or  improvement  may  relate.3 

b.  Unsolicited  invention  proposals  by  persons 
not  under  the  Army’s  jurisdiction,  received  by 
components  of  the  Army,  will  be  processed  in  ac¬ 
cordance  with  AR  825-20,  as  amended.4 

7.  Avoidance  and  Settlement  of  Infringement 
Claims. 

Every  effort  consistent  with  the  requirements  of 
national  defense  should  be  made  to  avoid  infringe¬ 
ment  of  privately  owned  rights  in  United  States 
letters  patent  by  or  for  the  Army.  In  cases  where 
it  is  in  the  interest  of  the  Government  to  avoid  in¬ 
fringement  by  obtaining  necessary  rights  under 
patents  or  applications  for  patents  which  are 
pertinent  to  contemplated  procurement  activi¬ 
ties,  and  the  desired  rights  can  be  obtained 
at  not  more  than  their  fair  value,  proposals 
to  obtain  these  rights  should  be  processed  as 
set  forth  in  Section  IX,  Part  15,  of  Army  Procure¬ 
ment  Procedure.  However,  in  any  case  where  such 
infringement  is  determined  to  have  occurred,  the 
Army’s  policy  is  (a)  to  settle  claims  for  compen¬ 
sation  for  past  infringement  of  such  rights  and 
(b)  to  obtain  necessary  rights  with  respect  to  such 
inventions  in  the  event  of  contemplated  further 
Army  use  thereof,  where  it  is  in  the  Government’s 
interest  to  do  so  and  when  such  rights  can  be  ob¬ 
tained  at  not  more  than  fair  value.® 

8.  Communications  Regarding  Infringement 
Claims. 

All  communications  received  by  any  Army 
agency  or  component  alleging  that  a  patented  or 
unpatented  invention  or  design  is  being  made  or 
used  by  or  for  the  Army  in  violation  of  some  pri¬ 
vately  owned  right  will  be  transmitted  directly  to 
the  procuring  activity  which  has  ordered  the  al¬ 
leged  manufacture  or  use.  The  procuring  activity 
will  then  cause  the  claim  to  be  processed  in  ac¬ 
cordance  with  Section  IX  of  Army  Procurement 
Procedure  and  the  Army  Materiel  Command  Pro¬ 
curement  Instruction  Section  9-105.50  et  seq.fl 

3  AR  825-20,  with  Changes. 

4  Id. 

5  Army  Procurement  Procedure  (hereafter  abbreviated 
as  APP)  9-105.50 

o  AMCP1  9-105.50— 9-105.50. 
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111.  ARMY  MATERIEL  COMMAND  IMPLE¬ 
MENTATION  OF  ARMY  PATENT 
PROGRAM 

9.  Organization. 

The  Office  of  the  General  Counsel,  Army  Ma¬ 
teriel  Command,  is  responsible  for  taking  appropri¬ 
ate  action  to  determine  and  protect  the  Govern¬ 
ment’s  rights  and  interests  in  all  matters  pertaining 
to  inventions,  patents,  and  related  subjects  involv¬ 
ing  the  Army  Materiel  Command.  This  responsibil¬ 
ity  is  discharged  by  the  Patent  Law  Division  of  the 
General  Counsel’s  Office,  which  establishes  and  pro¬ 
mulgates  Army  Materiel  Command  policy  in  such 
matters,  handles  problems  concerning  intellectual 
property  (for  example,  patents,  trademarks,  copy¬ 
rights  and  technical  data)  for  those  installations 
which  have  no  patent  counsel,  and  coordinates  the 
activities  of  patent  staffs  throughout  the  Army 
Materiel  Command. 

10.  Operation. 

A  number  of  field  activities  of  the  Army  Ma¬ 
teriel  Command  are  staffed  with  patent  counsel 
who  can  furnish  advice  as  to  the  patent  policies 
and  procedures.  They  should  be  contacted  first, 
when  such  advice  is  needed  by  officers,  enlisted  per¬ 
sonnel,  and  employees  of  such  installations,  as  well 
as  by  contractors.  Where  counsel  is  not  available, 
advice  should  be  sought  directly  from  the  Patent 


Law  Division,  Office  of  the  General  Counsel  (At¬ 
tention:  AMCGC-L).  The  patent  staffs  are  re¬ 
sponsible,  at  the  field  activities  where  they  are 
located,  for  instituting  suitable  programs  to  en¬ 
courage  the  making  and  submission  of  invention 
disclosures,  appraising  them  for  patentability  and 
military  utility,  and  protecting  them  as  will  be 
described  hereafter,  particularly  in  Chapter  2. 
In  addition,  the  patent  staffs  process  determina¬ 
tions  of  the  respective  rights  of  the  Government 
and  its  employees  in  inventions  (Chapter  3),  and 
coordinate  with  technical  personnel  to  defend 
against  patent  infringement  claims  (Chapter  4). 
This  coordination  between  technical  and  patent 
personnel  also  functions  to  the  end  that  invention 
reports  by  contractors  are  followed  up  and  duly 
evaluated. 

Field  activities  presently  serviced  by  patent 
personnel  are:  Army  Missile  Command  at  Red¬ 
stone  Arsenal.  Ala.  ;  Army  Tank- Automotive  Cen¬ 
ter  at  Detroit,  Mich.  ;  Army  Weapons  Command  at 
Rock  Island.  Ill. ;  Army  Munitions  Command  at 
Dover,  N.  J.;Army  Electronics  Command  at  Ft. 
Monmouth.  N.  J. ;  Army  Transportation  Research 
Command  at  Ft.  Eustis,  Va.;  Army  Harry  Dia¬ 
mond  Laboratories  at  Washington.  D.  C.;  Spring- 
field  Armory  at  Springfield,  Mass.;  Army  Re¬ 
search  and  Engineering  Command  at  Natick,  Mass.  ; 
and  Army  Engineering  Research  and  Develop¬ 
ment  Laboratories  at  Ft.  Belvoir,  Va. 
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CHAPTER  2 


PROTECTION  OF  INVENTIONS 


I.  OBTAINING  A  PATENT  THROUGH 
THE  ARMY  MATERIEL  COMMAND 

11.  Summary  and  References. 

NOTE  :  The  following  condensation  of  material 
in  Chapter  2  is  for  general  guidance  and  reference 
purposes  only.  Paragraph  references  are  made  to 
the  sources  of  additional  information.  Careful  read¬ 
ing  of  the  entire  Chapter  is  recommended. 

A.  To  obtain  a  patent: 

(1)  Applicant  must  be  the  inventor  or  discov¬ 
erer.  [12] 

(2)  Invention  or  discovery  must  be  new  and 
useful.  [12] 

(3)  Inventor  may  be  required  to  show 

a.  Proof  of  invention  [12] 

b.  Proof  of  priority  (date  of  conception) 

[12] 

c.  Diligence  in  reducing  to  practice  [12] 

d.  Novelty  or  utility  of  invention  or  dis¬ 
covery  [14] 

B.  A  patent  may  be  issued  to  cover  a  new  and  useful 

(1)  Process  [12,  13] 

(2)  Machine  [12,  13] 

(3)  Manufacture  (Product)  [12,  13] 

(4)  Composition  of  Matter  [12,  13] 

(5)  Improvement  of  above  [12,  13] 

(6)  Ornamental  Design  [72,  Chapter  6] 

(7)  Plant  [73,  Chapter  6] 

C.  A  patent  cannot  be  issued  if: 

(1)  Invention  has  been  patented,  publicly  used, 
or  described  in  a  printed  publication  more 
than  one  year  before  application  for  patent 
is  made.  [12] 

(2)  Invention  has  been  abandoned.  [12] 

(3)  Priority  of  invention  by  another  is  proved. 

[12] 


(4)  There  is  lack  of  novelty  or  utility  of  in¬ 
vention.  [14] 

D.  In  preparing  specification  of  patent  the  inventor 

(or  his  agent)  should  be  able  to  clearly  describe 

the  following: 

(1)  Nature  of  problem  which  the  invention 
solves.  [15] 

(2)  Status  of  prior  art.  [15] 

(3)  Advantages  or  results.  [15] 

(4)  How  advantages  or  results  are  obtained. 
[15] 

(5)  The  specific  ranges  or  working  limits  if 
those  factors  are  critical  to  the  successful 
operation  of  the  invention.  [15] 

(6)  Preferred  embodiment  or  manner  of  prac¬ 
ticing  invention,  by  drawings  and/or  de¬ 
scription.  [15] 

(7)  Permissible  variations  from  preferred  meth¬ 
od.  [15] 

E.  The  inventor  should  furnish: 

(1)  If  a  joint  invention,  extent  and  contribu¬ 
tion  by  each  inventor.  [15] 

(2)  Recorda  of  conception  and  reduction  to 
practice.  [16,  17] 

F.  To  protect  the  invention ,  the  inventor  should: 

( 1 )  Keep  complete,  accurate  and  up-to-date  rec¬ 
ords  throughout  the  development.  [18] 

(2)  Make  entries  in  an  officially  authorized 
bound  notebook,  including  all  calculations 
and  preliminary  and  final  sketches.  [18] 

(3)  Date  each  page,  sign  and  have  witnessed. 

[18] 

(4)  Prepare,  as  soon  as  an  invention  has  been 
made,  a  Military  Invention  Record  (see 
Specimen  Appendixes  II  and  111),  with  a 
a  full  disclosure  of  the  invention.  [20] 
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(5)  Present  Record  to  assigned  authority,  (Pat¬ 
ent  unit  of  installation  or  other  proper  au¬ 
thority)  through  channels,  for  determina¬ 
tion  of  merit  and  value  of  invention  to 
Government.  [21] 

(6)  Sign  formal  patent  application  papers. 

[26,  27] 

G.  The  Patent  Law  Division,  Office  of  the  General 
Counsel,  (AMCGC-L)  or  the  Patent  Unit  in  the 
field  installation,  through  AMCGC-L,  will  proc¬ 
ess  applications  with  the  Patent  Office.  [28  to 
36] 

11.  PATENTABILITY  OF  INVENTIONS 

12.  Conditions  of  Patentability. 

The  Patent  Act  of  1952  provides: 

Whoever  invents  or  discovers  any  new  and  use¬ 
ful  process,  machine,  manufacture,  or  composition 
of  matter,  or  any  new  and  useful  improvement 
thereof,  may  obtain  a  patent  therefor,  subject  to 
the  conditions  and  requirements  of  this  title.7 

A  person  shall  be  entitled  to  a  patent  unless  — 

(a)  the  invention  was  known  or  used  by  others 
in  this  country,  or  patented  or  described  in  a 
printed  publication  in  this  or  a  foreign  country, 
before  the  invention  thereof  by  the  applicant  for 
patent,  or 

(b)  the  invention  was  patented  or  described  in 
a  printed  publication  in  this  or  a  foreign  country 
or  in  public  use  or  on  sale  in  this  country,  more 
than  one  year  prior  to  the  date  of  the  application 
for  patent  in  the  United  States,  or 

(e)  he  has  abandoned  the  invention,  or 

(d)  the  invention  was  first  patented  or  caused 
to  be  patented  by  the  applicant  or  his  legal  repre¬ 
sentatives  or  assigns  in  a  foreign  country  prior  to 
the  date  of  the  application  for  patent  in  this  coun¬ 
try  on  an  application  filed  more  than  twelve  months 
before  the  filing  of  the  application  in  the  United 
States,  or 

(e)  the  invention  was  described  in  a  patent 
granted  on  an  application  for  patent  by  another 
filed  in  the  United  States  before  the  invention  there¬ 
of  by  the  applicant  for  patent,  or 

(f )  he  did  not  himself  invent  the  subject  matter 
sought  to  be  patented,  or 

(g)  before  the  applicant's  invention  thereof  the 
invention  was  made  in  this  country  by  another  who 
had  not  abandoned,  suppressed,  or  canceled  it.  In 
determining  priority  of  invention  there  shall  be 
considered  not  only  the  respective  dates  of  concep¬ 
tion  and  reduction  to  practice  of  the  invention,  but 
also  the  reasonable  diligence  of  one  who  was  first  to 

7  Act  of  July  19,  1952  (66  Stat  797;  35  U.  S.  C.  101). 


conceive  and  last  to  reduce  to  practice,  from  a  time 
prior  to  conception  by  the  other.8 

13.  Patentable  Subject  Matter. 

As  indicated  in  the  preceding  paragraph,  the 
statutes  provide  certain  classes  of  patentable  sub¬ 
ject  matter  which  may,  for  convenience  of  refer¬ 
ence,  be  grouped  as  follows  :9 

(a)  Process 

(b)  Machine 

(e)  Manufacture  or  composition  of  matter 

By  process  is  meant  any  method  which  employs 
physical  or  chemical  action  to  produce  a  useful  re¬ 
sult.  By  machine  is  meant  a  mechanical  apparatus 
which  can,  by  virtue  of  movable  parts  which  it 
poses,  produce  predetermined  physical  effects  when 
placed  into  operation.  By  manufacture  is  meant 
things  which  are  man-made  whether  by  hand  or  by 
machine,  as  distinguished  from  things  of  natural 
growth.  By  composition  of  matter  is  meant  a  prod¬ 
uct  resulting  from  the  physical  inter-mixture  or 
chemical  reaction  of  two  or  more  ingredients  in 
which  the  properties  of  the  product  are  different 
from  those  of  the  component  parts.  A  patentably 
novel  article  of  manufacture  or  composition  of 
matter  may  be  produced  by  a  process  and/or  ma¬ 
chine  which  also  may  have  all  the  requirements  for 
patentability.  Thus,  three  distinct,  patentable  in¬ 
ventions  may  be  involved.  One  test  to  determine 
whether  more  than  one  invention  is  involved  in  such 
situations  is  to  consider  whether  the  process  can 
be  used  for  making  other  manufactures  or  composi¬ 
tions  of  matter  and  whether  the  machine  may  be 
employed  in  other  processes.  If  separate  patentable 
subject  matter  exists,  it  should  be  covered  in  sep¬ 
arate  applications. 

The  Patent  Act  recited  in  paragraph  12  indi¬ 
cates  that  new  and  useful  improvements  to  a  proc¬ 
ess,  machine,  manufacture,  or  composition  of  mat¬ 
ter  may  be  patented.  It  should  be  understood  that 
the  improvement,  to  be  patentable,  must  stand  the 
same  test  of  invention  (discussed  below)  as  did  the 
thing  which  it  improved. 

8  Ibid.,  35  U.  S.  C.  102. 

9  Patents  may  also  be  granted  for  inventions  of  new 
ornamental  designs  and  for  invention  or  discovery  of  cer¬ 
tain  types  of  plants.  The  conditions  for  patentability  of 
such  inventions  or  discoveries  are  covered  by  other  sections 
of  the  Patent  Act  of  1952  which  will  be  but  briefly  dis¬ 
cussed  in  this  handbook  (in  paragraphs  72  and  73)  because 
of  their  minimum  applicability  to  problems  affecting  the 
Department  of  the  Army. 
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14.  Nonpaten  table  Subject  Matter. 

In  paragraph  12  it  was  stated  that  a  person  shall 
be  entitled  to  a  patent  except  under  certain  condi¬ 
tions,  listed  as  items  (a)  to  (g)  inclusive.  But 
even  though  these  prohibitive  conditions  do  not 
exist,  a  patent  may  not  be  obtained 

...  if  the  differences  between  the  subject 
matter  sought  to  be  patented  and  the  prior 
art  are  such  that  the  subject  matter  as  a 
whole  would  have  been  obvious  at  the  time 
the  invention  was  made  to  a  person  having 
ordinary  skill  in  the  art  to  which  said  sub¬ 
ject  matter  pertains.  Patentability  shall  not 
be  negatived  by  the  manner  in  which  the  in¬ 
vention  was  made.“’ 

Numerous  court  decisions  attest  to  the  fact  that 
it  is  difficult  to  judge  whether  an  alleged  invention 
“would  have  been  obvious”  to  one  having  ordinary 
skill  in  the  art.  Many  claims  to  patentabie  inven¬ 
tions  have  been  denied  by  the  courts  because  the 
subject  matter  was  deemed  to  meet  this  test  of  ob¬ 
viousness  and  therefore  not  to  rise  to  the  “dignity” 
of  patentable  invention.  Such  rejection  by  the 
courts  has  taken  many  forms  and  has  been  ex¬ 
pressed  in  many  ways.  Following  is  a  list  of  ‘‘nega¬ 
tive  rules”  based  on  such  judicial  expressions, 
which  give  some  indication  of  novel  contributions 
or  improvements  that  do  not  amount  to  invention: 

a.  Exercise  of  ordinary  mechanical  or  electrical 
engineering  skill  —  for  example,  putting  wheels  on  a 
machine  to  make  it  portable  or  electrifying  the 
treadle  of  a  sewing  machine  to  make  its  operation 
“automatic.  ” 

b.  Substitution  of  superior  material,  which  is 
not  in  itself  new,  for  a  previously  employed  inferior 
material  —  for  example,  a  noncorrosive  for  a  cor¬ 
rosive  substance. 

c.  Mere  enlargement  or  diminution — for  ex¬ 
ample,  making  a  boat  to  full  scale  from  a  working 
model  or  vice  versa. 

d.  Mere  change  in  form  produced  by  mechanical 
division  —  for  example,  making  powdered  sugar 
from  briquettes  or  ground  coffee  from  beans, 

e.  Mere  changes  in  form,  proportions,  degree, 
or  arrangement,  especially  when  no  new  principle 
or  functions  are  involved.  (An  exception  to  this 
rule  is  the  case  where  the  difference  in  degree  is 
considered  very  exceptional,  especially  when  it  in¬ 
volves  a  long-sougbt-for  result  or  makes  possible 
commercial  success  after  a  long  history  of  failures.) 

10  Act  of  July  19,  1952,  Ibid.,  35  TJ.  8.  C.  103. 


f.  Unification  or  multiplication  of  parts  involv¬ 
ing  no  more  than  the  exercise  of  ordinary  mechan¬ 
ical  skill  —  for  example,  the  casting  in  one  piece  of  an 
article  which  was  formerly  cast  in  two  pieces  and 
put  together. 

g.  Conversion  from  a  manual  or  hand  opera¬ 
tion  to  a  mechanical  operation  if  there  has  been  no 
substantial  change  in  the  mechanics  or  method  of 
making  the  product  —  for  example,  hooking  up  an 
electric  motor  to  turn  such  things  as  a  grinding 
wheel  which  formerly  was  turned  by  hand. 

h.  Addition  of  means  to  make  movable  a  device 
which  otherwise  is  immovable  —  for  example,  put¬ 
ting  rollers  under  an  otherwise  stationary  object  or 
adding  roller  coasters  to  a  chair. 

i.  Omission  of  parts  and  their  attendant  func¬ 
tions  (as  the  omission  of  the  “cowcatcher”  on  a 
railroad  engine  or  the  omission  of  a  feed  roller  in  a 
press),  unless  the  omission  causes  a  new  mode  of 
operation  of  the  parts  retained.  (Exceptions  to 
this  rule  have  been  made  where  such  omission  has 
led  to  an  unexpected  vastly  superior  result.) 

j.  Duplication  of  parts,  unless  it  causes  a  new 
mode  of  operation  or  produces  a  new  unitary  result 
—  for  example,  putting  a  glass  pane  in  the  side  of  a 
fare  box  opposite  the  driver  so  that  the  passengers 
can  see  into  the  box,  when  the  other  sides  already 
have  such  a  glass  window. 

k.  Substituting  a  part  for  an  equivalent  part  of 
a  machine,  process,  manufacture,  or  composition  of 
matter,  unless  the  substituted  part  not  only  per¬ 
forms  the  function  of  the  part  for  which  it  was 
substituted  but  also  performs  another  function  by 
anothe  mode  of  operation.  (Exceptions  to  this 
rule  have  been  made  in  some  cases,  as  where  the 
substitution  was  deemed  to  involve  a  new  mode  of 
construction  or  to  develop  new  uses  and  properties 
of  the  article  formed.) 

l.  Change  in  proportions  of  a  device  or  a  ma¬ 
chine  or  manufacture,  although  it  may  be  inventive 
to  change  the  proportions  of  the  ingredients  of  a 
chemical  combination  or  other  composition  of 
matter. 

m.  Application  of  an  old  process  or  machine  to 
an  analogous  subject,  with  no  change  in  the  manner 
of  application  and  no  new  result  substantially 
distinct  in  its  nature,  even  if  the  new  form  or  re¬ 
sult  has  not  before  been  contemplated  —  for  ex¬ 
ample,  the  use  for  locomotives  of  trucks  having  a 
pivotable  action  about  a  king-bolt  in  a  manner  sim- 
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ilar  to  trucks  employed  on  freight  and  passenger 
cars. 

n.  Mere  aggregation  of  elements  or  a  mere  ag¬ 
gregation  of  separate  results,  as  distinguished  from 
a  true  combination  wherein  the  parts  cooperate  to 
furnish  a  new,  useful,  and  unitary  result.” 

15.  Determining  Existence  of  Patentable 
Invention. 

The  inventor  can  aid  patent  personnei  consider¬ 
ably  if  he  will  keep  the  following  questions  in  mind 
while  making  a  literature  survey  or  performing 
actual  research  or  development,  and  be  prepared 
to  furnish  answers  to  the  questions  when  he  makes 
his  invention  disclosure  : 

a.  What  was  the  nature  and  origin  of  the  prob¬ 
lem  which  von  sought  to  solve  and  which  led  to 
your  invention  ? 

b.  W7hat  was  the  status  of  the  closest  prior  art 
before  your  contribution  (citing  works  and  results 
of  others,  including  patents,  other  publications,  or 
afiy  pertinent  matters  of  record,  if  any  are  known 
to  you)  ? 

e.  What  advantages  or  new  results,  such  as  in¬ 
creased  efficiency  and/or  economy,  better  perform¬ 
ance,  etc.,  does  the  invention  possess  over  other  de¬ 
velopments  along  the  same  line,  and  why  are  the 
accomplishments  better  than  those  obtainable  from 
the  prior  art? 

d.  To  what  features  of  the  invention  (structural 
details  or  process  steps)  are  each  of  the  improve¬ 
ments  attributable? 

e.  Are  any  of  the  factors  responsible  Cor  the  im¬ 
provements,  such  as  dimensions,  quantities,  time, 
etc.,  of  a  critical  nature  so  that  a  change  in  any 
one  of  them  would  lead  to  an  entirely  different  re¬ 
sult?  If  so,  what  are  the  upper  ani?  lower  limits 
expressed  both  numerically  and  functionally? 

f.  What  is  the  preferred  embodiment  or  way 
of  practicing  your  invention?  (Give  sketches, 
photographs,  and  precise  details  of  construction  and 
operation,  if  possible.) 

g.  Can  the  preferred  embodiment  or  mode  of 
operation  be  varied  without  departing  from  the 
spirit  and  scope  of  your  invention?  If  so,  explain 
how  and  state  whether  the  variations  are  based  on 
theoretical  or  actual  experimental  considerations. 
(In  chemical  cases,  actual  tests  are  i  sually  neces- 

11  C.  D.  Tuska,  Patents  Notes  for  Engineers,  6th  Ed., 
Princeton,  N.  J.,  1955,  Chapter  II.  (Used  by  permission.) 


sary  to  support  the  claims,  particularly  if  the  scope 
of  the  claims  is  broad.) 

h.  Are  you  a  sole  inventor,  or  did  others  con¬ 
tribute  to  one  or  more  of  the  novel  features  of  the 
invention?  In  the  latter  case,  who  were  the  other 
contributors,  and  what  was  the  extent  of  their  con¬ 
tributions  ? 

i.  Has  the  invention  been  recorded  in  labora¬ 
tory  or  engineering  notebooks,  memoranda,  or  prog¬ 
ress  reports,  or  described  in  a  printed  publication, 
or  put  into  actual  use  outside  of  the  place  where 

the  original  research  or  development  work  was 
done  ?  If  so,  or  if  such  action  is  contemplated, 
identify  each  instance,  giving  date  and  location  if 

possible  (furnishing  copies  of  any  such  material, 
if  available). 

One  of  the  most  difficult  jobs  that  will  confront 
patent  counsel  is  to  determine  the  exact  points  of 
inventive  novelty.  The  inventor  can  help  materially 
if  he  can  say  with  certainty  which  details  of  the 
invention  cause  this  or  that  new  result,  thereby 
aiding  the  attorney  to  separate  the  essential  from 
the  noninventive  supplemental  features.  At  the  time 
that  the  inventor  first  discloses  his  invention,  his 
knowledge  of  the  prior  art  generally  is  greater 
than  his  patent  counsel’s,  and  by  fully  describing 
the  prior  art  he  can  often  enable  counsel  to  advise 
him  immediately  as  to  the  proposal ’s  patentability 
and  perhaps  eliminate  the  need  of  a  preliminary 
patent  novelty  search  in  the  Patent  Office.  In  gen¬ 
eral,  it  is  far  better  for  the  inventor  to  give  patent 
counsel  what  may  later  seem  to  be  too  much  data 
than  to  err  on  the  side  of  giving  too  little.  Many 
features  or  aspects  of  an  invention  may  not  seem 
important  to  the  inventor  but  for  patent  purposes 
may  prove  to  be  very  significant. 

111.  REQUIREMENTS  PRIOR  TO  PATENT 
APPLICATION  FILING 

16.  Conception  of  Invention. 

Every  invention,  to  be  patentable,  must  be  the 
product  of  two  acts  —  conception  and  reduction  to 
practice.  The  former  is  the  mental  part  of  the  in¬ 
ventive  act  and  must  involve  original  thought. 
This  conception  or  thought  must  be  complete  as  to 
the  result  to  be  accomplished  and  the  ways  €or  ac¬ 
complishing  it,  although  it  is  not  necessary  to  un¬ 
derstand  how  or  why  the  result  is  achieved.  The 
mere  statement  of  a  problem,  or  the  suggestion  that 
a  certain  result  would  be  desirable,  is  not  in  itself 
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an  inventive  concept  unless  it  also  includes  one  or 
more  solutions  of  the  problem  or  describes  features 
which  have  the  novelty  and  utility  necessary  for  an 
invention  to  be  patentable. 

Since  the  conception  is  a  mental  operation,  if  it 
is  to  be  a  provable  act  as  required  by  law  it  must 
be  disclosed  to  others  who  can  corroborate  the 
fact.  The  earliest  date  of  conception,  as  will  be  dis¬ 
cussed  more  fully  later  on,  is  important  in  estab¬ 
lishing  one’s  right  to  a  patent  over  that  of  other 
claimants.  To  establish  that  date  in  such  cases  it 
may  become  necessary  to  produce  corroborating 
witnesses  to  prove  that  the  invention  was  disclosed 
to  them  on  a  certain  date.  To  make  the  testimony 
of  the  inventor  and  such  witnesses  more  credible, 
it  is  best  that  the  disclosure  be  fully  described  in 
permanent,  written  form,  then  signed  and  dated 
both  by  the  inventor (s)  and  corroborating  wit¬ 
nesses  (at  least  two,  if  possible)  who  have  read  the 
description  and  understand  the  nature  of  the  in¬ 
vention. 

17.  Reduction  of  Invention  to  Practice. 

After  an  invention  is  conceived,  it  must  be  re¬ 
duced  to  practice  in  order  to  qualify  it  for  the  grant 
of  letters  patent.  Such  reduction  can  be  either  of 
two  kinds,  “actual”  or  ‘  constructive.”  By  actual 
reduction  is  meant  the  making  of  a  working  model 
or  a  full-sized  machine,  or  an  article  of  manufac¬ 
ture,  or  a  composition  of  matter,  and  the  successful 
testing  thereof.  When  the  invention  involves  a 
process,  it  is  considered  reduced  to  practice  when  it 
is  successfully  performed  as  demonstrated  by  a  test 
of  the  results  achieved.  By  constructive  reduction 
to  practice  is  meant  the  filing  in  the  IT.  S.  Patent 
Office  of  an  application  for  patent  which  ulti¬ 
mately  proves  to  be  allowable. 

There  is  an  urgent  need  for  the  earliest  possible 
reduction  to  practice  of  an  inventive  concept. 
Even  though  someone  may  be  the  first  to  conceive, 
he  may  lose  his  chances  for  obtaining  a  patent  to 
a  later  inventor  who  reduces  the  invention  to  prac¬ 
tice  while  the  earlier  inventor,  through  lack  of  rea¬ 
sonable  diligence,  allows  his  brainchild  to  lie  dor¬ 
mant.  In  the  eyes  of  the  law  the  one  who  was  Eater 
to  conceive  but  first  to  reduce  to  practice  is  con¬ 
sidered  the  first  inventor,  because  his  efforts  and 
diligence  were  directed  toward  the  earliest  possible 
completion  of  a  contribution  to  the  progress  of  the. 
arts  and  sciences,  for  which  contribution  a.  patent 
is  granted. 


18.  Recording  in  Laboratory  or  Engineering 
Notebooks.12 

As  a  matter  of  good  laboratory  practice,  every 
step  in  the  performance  of  an  experiment  and  ev¬ 
ery  test  result  observed  should  be  reduced  to  writ¬ 
ing.  Aside  from  the  benefits  which  may  be  derived 
when  patent  protection  is  sought,  this  practice  is 
important  in  helping  the  researcher  trace  the 
mechanisms  underlying  his  experimentations  and 
to  plan  further  experiments  based  on  earlier  re¬ 
sults.  In  addition  such  practice  will  be  found  in  the 
fact  that  such  records  make  valuable  research  data 
available  to  other  workers  in  the  field  when  the 
original  experimenter  is  unable  to  carry  on  with  his 
work. 

Once  the  laboratory  worker  or  engineer  is  con¬ 
vinced  of  the  importance  of  keeping  complete,  ac¬ 
curate,  and  up-to-date  records  of  his  work  from  the 
“scientific”  point  of  view,  it  may  be  a  simple  mat¬ 
ter  to  convince  him  to  do  it  in  a  way  which  will 
simultaneously  make  the  records  useful  for  patent 
purposes.  By  this  is  meant  the  keeping  of  records 
which  will  provide  evidence  acceptable  to  courts  of 
law  in  the  event  that  a  legal  contest  should  arise 
over  such  questions  as  whether  and  when  an  inven¬ 
tion  was  made  and  who  is  entitled  to  be  granted  a 
patent  or  who  is  the  first  inventor.  If  records  are 
to  be  kept  at  all.  it  is  just  as  easy  to  do  it  the 
“right”  way  and  thereby  safeguard  any  invention 
and  patent  rights,  as  it  is  to  do  it  any  other  way. 
Following  are  some  of  the  major  “do’s”  and 
“don’t’s”  in  mantaining  research  records. 

DO 

Entries  will  be  made  in  an  officially  authorized 
bound  notebook.  Entries  will  be  made  in  ink. 

All  data,  including  detail  figuring  and  pre¬ 
liminary  information,  should  be  entered  in  the 
notebook. 

The  entries  preferably  should  include  a  title, 
project  number,  or  subject  in  each  case.  If  less 
than  a  full  page  is  used  for  an  entry,  the  user 
should  sign  his  name  and  the  full  date  at  the  end 
of  the  entry,  or  a  line  should  be  drawn  across  the 
sheet  below  the  last  entry  and  a  diagonal  line  drawn 
across  the  blank  portion.  If  the  latter  procedure  is 
employed,  the  signature  and  date  should  be  placed 
at  the  bottom  of  the  page. 

All  entries  should  be  reviewed  by  two  witnesses 
who  understand  the  subject  matter,  and  they  should 

!-  AR  70-1  2,  5  Mnrch  1957. 
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sign  their  names  and  note  the  date  adjacent  to  the 
signature  of  the  person  who  made  the  entry.  If 
the  reviewers  also  witness  the  signature  of  the  per¬ 
son  who  records  the  data,  they  should  sign  their 
names  following  a  legend  reading,  “Witnessed  and 
Understood  by.  ...”  If  the  review  is  made  after 
the  date  of  the  recorder’s  signature,  the  reviewers 
should  sign  following  a  legend  reading,  “Read  and 
Understood  by  .  .  .  as  shown  on  the  sample  page 
in  Appendix  I. 

Whether  a  book  is  used  for  one  or  a  number  of 
projects,  the  data  should  be  entered  chronolog¬ 
ically  and  consecutively.  If  the  book  is  used  for  a 
number  of  different  projects,  use  a  new  page  for 
each  one,  starting  with  the  very  next  page  after  the 
last  one  containing  any  data.  Continuations  of  the 
data  for  each  project  can  be  identified  by  cross  ref¬ 
erences  to  the  last  page  containing  an  entry  for  the 
particular  project.  When  the  book  is  so  used,  it  is 
best  to  employ  the  diagonally  ruled  line  across  any 
blank  portion  and  to  sign  and  date  each  page  at 
the  bottom. 

Where  drawings  or  other  data  such  as  graphs, 
photographs,  etc.,  are  prepared  on  separate  pages 
and  arc  deemed  a  necessary  part  of  the  notes,  they 
should  be  properly  signed  and  dated  and  pasted  in 
the  book. 

It  is  advisable  to  maintain  an  index  of  the  differ¬ 
ent  subject  matters  and/or  projects  in  the  front 
of  the  book. 

If  the  work  recorded  in  the  book  has  a  security 
classification,  the  pages  bearing  such  data  should 
have  clearly  indicated  thereon  the  appropriate 
classification.  In  addition,  the  front  '•over  of  the 
book  should  bear  indication  of  the  highest  classi¬ 
fication  of  data  contained  in  the  book.  In  such 
cases,  the  book  must  be  safeguarded  in  accordance 
with  existing  security  regulations  of  the  Depart¬ 
ment  of  the  Army.13 

DON’T 

Don’t  erase  errors.  They  should  be  crossed  off 
and  the  correction  made  adjacent  to  or  following 
the  wrong  entry.  Erasures  tend  to  lessen  or  destroy 
the  credibility  of  a  notebook  as  evidence. 

If  the  person  making  an  entry  signs  at  the  end 
of  it  or  at  the  bottom  of  the  page  (after  ruling 
out  by  a  diagonal  line  any  intervening  blank  space), 
no  entries  thereafter  should  be  made  above  the 
signature  on  that  page.  If  an  afterthought  arises 

18  AR  380-5,  Military  Security. 


or  an  error  is  detected  in  an  earlier  entry,  a  new 
entry  separately  signed,  dated,  and  witnessed 
should  be  made. 

Don’t  leave  blank  spaces  or  pages  between  en¬ 
tries. 

Don’t  keep  rough  notes  on  separate  pieces  of 
paper  or  in  ‘'unofficial”  notebooks  with  the  object 
of  later  transferring  them  to  the  “official’’  note¬ 
book.  This  practice  would  vitiate  any  value  that 
the  notebook  might  possibly  have  as  evidence. 

Don’t  postpone  entering  data  in  the  notebook. 
Postponements  may  lead  to  errors  as  the  recollec¬ 
tion  grows  dimmer  with  time,  and  the  practice  may 
lead  to  the  discrediting  of  the  data  in  the  notebook 
so  that  it  may  not  be  considered  to  be  valid  as 
legal  evidence. 

19.  Determination  of  Inventorship. 

Patents  may  lawfully  be  granted  only  to  the  first 
and  original  inventors  or  to  their  lawful  assignees 
or  representatives.  It  is  important,  therefore,  that 
the  applicant  for  a  patent  be  the  actual  inventor 
of  the  subject  matter  as  defined  in  the  claims  of 
the  patent  application. 

In  large  organizations,  where  a  number  of  peo¬ 
ple  may  participate  in  the  origination  and  working 
out  of  new  ideas,  it  is  sometimes  difficult  to  deter¬ 
mine  who  is  the  true  inventor.  In  making  this  de¬ 
termination  it  is  well  to  keep  in  mind  that  inven¬ 
tion  consists  of  the  acts  of  conception  and  reduction 
to  practice,  as  explained  in  paragraphs  16-17.  In 
determining  inventorship  it  is  not  necessary  that 
the  nerson  who  conceived  the  invention  be  the  one 

who  actually  reduces  it  to  practice.  It  is  sufficient 
if  he  makes  a  disclosure  which  is  sufficiently  c‘lear 
and  complete  to  warrant  preparation  of  a  patent 
application.  sjnce  this  would  amount  to  construc¬ 
tive  seduction  to  practice. 

The  person  who  conceives  an  invention  may  in¬ 
struct  others  how  to  reduce  it  to  actual  practice, 
but  these  others  would  not  by  that  act  alone  be 
inventors  or  joint  inventors.  To  establish  a  true 
case  of  joint  inventorship  it  is  necessary  that  all 
persons  jointly  shall  be  responsible  for  the  inven¬ 
tion  claim. 

In  determining  whether  invention  is  a  sole  or 
joint  act  the  primary  problem  is  to  determine  what 
is  the  real,  patentable  invention  that  is  to  be 
claimed.  Such  a  determination  often  will  narrow 
the  field  or  eliminate  possible  claimants  who  be¬ 
lieved  themselves  to  be  the  inventors  because  of 
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work  done  or  contributions  made  to  the  solution  of 
a  particular  problem.  It  is  important  that  care  be 
exercised  in  determining  the  true  inventors  whose 
names  are  to  appear  as  applicants  for  patents,  as 
patents  can  be  invalidated  if  they  later  are  proved 
to  have  been  issued  to  persons  other  than  the  actual 
inventors  of  the  claimed  subject  matter.  Of  course, 
no  matter  how  careful  one  is  at  the  time  when  an 
application  is  prepared,  it  may  be  that  the  true  in¬ 
ventors  are  not  named,  and  this  fact  may  come  to 
light  after  the  case  has  been  filed  in  the  Patent 
Office.  In  that  event,  it  may  prove  to  be  wise  to 
withdraw  the  name  of  one  or  more  of  the  inventors 
originally  listed  as  coapplicants.  This  removal  has 
no  bearing  upon  the  value  of  the  contribution  made 
by  the  one  whose  name  is  removed,  or  upon  his 
veracity.  It  may  be,  for  example,  that  the  person’s 
contribution  was  clear  but  later  events  indicated 
that  it  was  not  a  patentably  new  contribution  and 
so  could  not  be  claimed  as  such.  It  is  also  possible 
to  add  the  names  of  one  or  more  inventors  during 
the  pendency  of  the  application. 

20.  Military  Invention  Record. 

When  a  potentially  patentable  invention  is  be¬ 
lieved  to  have  been  made  and  the  question  of  in¬ 
ventorship  determined,  at  least  preliminarily,  it  is 
desirable  to  make  a  record  of  all  the  pertinent  facts. 
For  this  purpose  all  Army  Materiel  Command  per¬ 
sonnel  and  contractors  should  use  a  form  which 
is  intended  to  adduce  information  essentially  co¬ 
extensive  with  that  illustrated  by  the  sample  form, 
entitled  “Military  Invention  Record,”  to  be  found 
as  Appendix  IVA.  Instructions  for  preparation 
will  be  found  on  the  reverse  side,  reproduced  as 
Appendix  IVB.  Copies  of  this  form  may  be  ob¬ 
tained  from  the  Patent  Law  Division,  Office  of  the 
General  Counsel,  Attention  :  AMCGC-L,  or  from 
Procurement  Districts,  Arsenals,  and  other  field 
installations. 

The  data  called  for  in  the  Military  Invention 
Record  should  be  supplied  as  accurately  as  possible. 
A  suggested  form  of  Patent  Disclosure  Data  Sheet 
is  reproduced  as  Appendix  IVC.  It  should  be  at¬ 
tached  to  the  Military  Invention  Record.  Im¬ 
portance  of  the  Record  lies  in  the  fact  that  it  may 
prove  to  be  the  best  available  record  of  priority  of 
conception  and/or  reduction  to  practice,  if  the  in¬ 
vention  ever  becomes  involved  in  a  Patent  Office  in¬ 
terference  proceeding.  Although  this  most  tech¬ 
nical  action  will  be  discussed  more  fully  later,  this 


much  may  be  stated  at  this  point.  An  interference 
is  a  proceeding  in  the  United  States  Patent  Office 
for  determining  priority  as  between  two  or  more 
inventors  claiming  the  same  invention.  It  will  be 
of  the  utmost  urgency,  thereafter,  to  provide  the 
earliest  possible  complete  records  of  the  original 
conception  and  development  of  the  invention. 

21.  Evaluating  the  Invention. 

With  the  basic  disclosure  data  made  a  part  of 
the  invention  record,  the  next  step  iiormally  is  to 
determine  whether  the  purported  invention  merits 
coverage  by  a  patent  application  prepared  and  filed 
at  Government  expense.  Inventions  originating 
within  an  Army  Materiel  Command  establishment 
generally  are  reviewed  by  both  technical  personnel 
and  patent  counsel  to  determine  the  potential 
value  of  the  invention  proposal  to  the  Army  and  to 
the  Defense  Department.  If  the  item  is  one  which 
may  be  produced  in  large  quantities  or  for  which 
other  extensive  use  is  foreseen,  patent  protection 
should  be  sought  to  lessen  the  possibility  of  others 
patenting  the  same  thing  and  then  charging  the 
Government  a  royalty  for  its  use.  However,  if  the 
invention  is  a  single-purpose  item,  such  as  a  very 
specialized  laboratory  tool,  it  is  inadvisable  to  ap¬ 
ply  for  patent,  particularly  if  a  number  of  equiva¬ 
lent  prior-art  ways  of  satisfactorily  accomplishing 
the  same  result  are  possible.  In  any  event  final 
decision  as  to  whether  the  filing  of  a  patent  appli¬ 
cation  is  warranted  rests  with  patent  counsel  who 
will  take  into  consideration  use  to  the  Government, 
the  extent  of  such  use,  patentability  and  other  cir¬ 
cumstances  which  may  dictate  such  filing. 

Inventions  made  by  contractors  under  a  Gov¬ 
ernment-funded  contract  may  be  covered  by  patent 
application,  prepared  at  their  election  and  at  their 
own  expense  pursuant  to  appropriate  contract 
clauses.  Inventions  for  which  contractors  elect 
not  to  file  are  reviewed  by  cognizant  technical  per¬ 
sonnel  and  patent  counsel  to  determine  whether 
filing  should  be  undertaken  at  Government  ex¬ 
pense.’* 

22.  Prior-Art  Search. 

It  is  generally  desirable  to  search  the  prior  art 
before  filing  the  application  to  determine  whether 
the  invention  has  been  anticipated.  The  compara¬ 
tively  brief  time  and  cost  of  such  a  search  will  save 

14  Armed.  Services  Procurement  Regulation  (hereafter 
abbreviated  as  ASPR)  9-107. 2b. 
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the  Government  many  times  the  investment  in¬ 
volved  in  comparison  with  the  expense  of  prepar¬ 
ing  and  prosecuting  a  patent  application.  A  p'rior- 
art  or  novelty  search  is  best  conducted  by  expert 
patent  personnel,  who  make  a  comprehensive  ex¬ 
amination  of  the  domestic  and  foreign  patents  and 
other  technical  literature  in  the  Public  Search 
Room  in  the  Patent  Office,  often  checking  their 
findings  with  Patent  Office  Examiners  specializing 
in  the  field  being  searched.  Even  if  the  purported 
invention  is  not  found  to  have  been  partially  or 
entirely  anticipated,  collateral  data  is  often  found 
which  will  assist  in  the  preparation  and  prosecu¬ 
tion  of  the  patent  application. 

IV.  PREPARATION  0  F  APPLICATION 
FOR  PATENT 

23.  The  Specification. 

By  law,  as  well  as  by  Patent  Office  rule,  the 
specification  must  contain  a  description  of  the  in¬ 
vention  or  discovery  and  of  the  manner  and  process 
of  making,  constructing,  or  compounding  it.  This 
description  is  required  to  be  stated  in  full,  clear, 
cracise,  and  exact  terms  so  as  to  enable  any  person 
skilled  in  the  particular  art  or  science  involved  to 
practice  the  invention.  Although  patent  solicitors 
vary  as  to  the  format  which  they  employ  in  prepar¬ 
ing  the  specification,  certain  items  are  always  in¬ 
cluded  because  Patent  Office  so  requires.  Following 
is  an  outline  of  a  patent  specification  which  is 
“typical,”  at  least  as  to  the  form  and  content: 

a.  Title  —  which  should  indicate  the  nature  of 
the  invention,  insofar  as  possible. 

b.  Preamble  —  generally  one  or  two  sentences 
setting  forth  the  nature  of  the  invention  and, 

’broadly,  the  field  of  the  particular  art  to  which  it 
appertains. 

e.  Description  of  prior  art— sufficient  to  point 
up  the  problem  which  the  present  invention  is 
claimed  to  have  solved. 

d.  Objects  of  invention — stated  =  broadly,  fol¬ 
lowed  by  more  specific  terms. 

e.  Brief  summary  of  invention — stated  so  as  to 
be  consistent  with  the  objects  of  the  invention  just 
recited  and  with  the  claims  which  will  follow  later. 

f.  Description  of  drawings  —  each  of  the  figures 
<  of  the  drawings  is  briefly  described  to  lay  the 

ground  for  further  reference  to  them  later. 

g.  Description  +of  invention— should  set.  forth 
at  least  one  specific  embodiment  of  the  invention. 


whether  it  be  a  new  or  improved  machine,  manu¬ 
facture,  process,  or  composition  of  matter.  This 
description  should  refer  by  the  use  of  reference 
characters  (preferably  numerical)  to  the  drawings, 
if  any,  and  should  be  complete  in  all  respects, 
furnishing  as  much  detail  as  is  necessary  for  per¬ 
sons  skilled  in  the  art  to  understand  and  practice 
the  invention. 

h.  Mode  of  operation  —  if  applicable,  should  be 
explained  either  as  a  part  of  the  description  of 
invention  or  immediately  thereafter. 

i.  Alternate  modifications  or  embodiments — 
equivalent  structures  or  forms  of  the  invention 
which  have  been  tried  or  can  be  contemplated 
should  be  described  (and  illustrated  in  the  draw¬ 
ings)  and  their  mode  of  operation  explained,  if  not 
obvious  from  the  description  of  the  preferred  em¬ 
bodiment. 

J.  Recapitulation — summarizing  the  objects  of 
the  invention  and  indicating  that  each  one  has  been 
achieved,  or  how  each  has  been  accomplished. 

24.  The  Drawings 

When  the  nature  of  the  case  warrants  illustra¬ 
tion,  one  or  more  sheets  of  drawings  must  accom¬ 
pany  the  application  for  patent.  The  test  is:  “Can 
it  be  illustrated?”  rather  than  “Should  it  be  il¬ 
lustrated?”  The  drawings  must  show  every  fea¬ 
ture  of  the  invention  specified  in  the  claims.  The 
drawings,  specification,  and  claims  must  be  com¬ 
mensurate  in  scope.  Whenever  necessary  for  a 
clear  understanding,  the  invention  may  be  shown  in 
one  or  two  views  associated  with  just  enough  of 
the  prior-art  structure  to  show  the  invention  in 
connection  with  it.  Otherwise,  the  illustrations 
must  be  confined  to  the  novel  improvements 
claimed. 

The  Patent  Office,  in  its  official  Rules  of  Prac¬ 
tice,  has  laid  down  strict  requirements  for  the  draw¬ 
ings.  They  must  be  on  special  paper  of  a  uniform 
size  and  composition.  The  views  must  be  placed  in 
certain  specified  ways  and  made  with  India  ink, 
cross-hatched,  shaded,  and  numbered,  all  in  accord¬ 
ance  with  definite  standards  of  form  and  workman¬ 
ship. 

25.  The  Claims. 

One  or  more  claims  must  be  included  in  the  ap¬ 
plication  immediately  following  the  specification. 
As  many  claims  may  be  included  as  are  required 
to  cover  the  various  aspects  of  the  inventions,  so 


11 


long  as  they  are  distinct  from  each  other  and  are 
not  unduly  multiplied  so  as  to  become  confusing. 
Each  claim  may  be  considered  to  be  a  legal  defini¬ 
tion  of  one  form  of  the  invention  described  in  the 
specification.  As  each  claim  stands  on  its  own 
when  allowed  and  published  as  part  of  an  issued 
patent,  the  effect  is  the  same  as  if  each  claim  were 
a  separate  patent  grant.  No  patent  will  be  issued 
unless  at  least  one  claim  is  found  to  be  allowable  — 
that  is,  found  to  define  patentable  subject  matter. 

The  drafting  of  claims  is  a  highly  specialized 
field  which  requires  the  skill  and  ingenuity  of  an 
experienced  and  proficient  patent  solicitor.  The 
claims  define  the  metes  and  bounds  of  the  intangible 
personal  property  represented  by  the  invention, 
in  much  the  same  way  that  deeds  bound  real  prop¬ 
erty.  As  in  the  case  of  the  law  of  real  and  person¬ 
al  property,  there  is  a  vast  body  of  case  law  behind 
the  development  of  the  requirements  for  a  patent 
claim,  and  an  array  of  textbooks  have  been  written 
oh  this  subject  alone.  Hence,  no  comprehensive  dis¬ 
cussion  of  it  can  be  entered  into  here  for  obvious 
reasons  of  space  limitations. 

26.  The  Oath,  Power  of  Attorney,  Grant, 
and  Petition. 

Every  application  for  patent  is  required  by 
statute  to  conclude  with  an  oath,  subscribed  before 
a  notary  public  or  other  suitable  official  who  is 
authorized  to  administer  oaths,  stating  that  the 
deponent  is  the  applicant  for  patent  on  the  inven¬ 
tion  described  in  the  foregoing  specification  and 
claims.  In  addition,  the  oath  must  declare  that  the 
applicant  believes  that  he  is  the  first  inventor  there¬ 
of,  that  it  was  not  described  in  a  written  publica¬ 
tion  or  placed  in  public  use  more  than  one  year 
prior  to  the  date  of  filing  in  the  Patent  Office,  etc., 
thus  confronting  with  the  statutory  requirements 
for  a  patent  grant  described  in  paragraph  12. 

As  the  application  is  filed  and  prosecuted  by 
Army  Materiel  Command  patent  attorneys  or 
agents,  it  is  necessary  that  an  appropriate  power  of 
attorney,  signed  by  the  applicant,  he  filed  with  the 
application.  This  power,  which  is  required  to  be 
irrevocable,  is  generally  made  out  in  favor  of  the 
Secretary  of  the  Army,  who  appoints  as  attorneys 
the  Chief  of  the  Patent  Law  Division,  Office  of  the 
General  Counsel,  Army  Materiel  Command,  the 
bad  of  the  patent-soliciting  section  cf  that  =vi- 
sion  and  other  attorneys  as  necessary.  Where  the 
application  is  prepared  by  one  of  the  field  offices, 


the  name  of  that  person  who  heads  the  patent  unit 
of  the  respective  field  office, or,  at  his  election,  the 
attorney  preparing  the  case  may  also  be  added. 

Every  application  for  patent  filed  by  the  Gov¬ 
ernment  on  behalf  of  an  employee  must  include  a 
statement,  signed  by  the  applicant,  declaring  that 
the  invention  may  be  used  by  or  for  the  Govern¬ 
ment  without  payment  to  him  of  any  royalty.  This 
is  called  the  grant,  and  is  a  prerequisite  to  the  filing 
of  a  patent  application  by  the  Government  without 
payment  of  Patent  Office  fees  (under  the  Act  of 
March  3,  1883,  as  amended,  35  U.  S.  C.  266).  A 
certification  by  the  Secretary  of  the  Army,  to  the 
effect  that  the  invention  is  used  or  likely  to  be 
used  in  the  public  interest,  must  also  accompany 
the  application. 

The  petition,  which  also  must  accompany  every 
application,  is  addressed  to  the  Commissioner  of 
Patents  and  requests  the  grant  of  a  patent.  The 
residence  and  post  'office  address  of  the  petitioner 
must  appear  if  not  stated  elsewhere  in  the  appli¬ 
cation.  It  need  not  be  separately  signed  when  part 
of  or  attached  to  the  specification  and  oath;  other¬ 
wise,  it  must  be  signed  by  the  petitioner. 

Although  the  oath,  power  of  attorney,  grant, 
and  petition  may  be  on  separate  papers,  each  re¬ 
quiring  the  inventor's  signature,  the  current  ap¬ 
proved  practice  provides  for  combining  them  in  a 
form  with  a  single  signature.  Two  specimen  forms 
for  use  of  sole  and  joint  inventors  are  illustrated 
in  Appendixes  VA  and  VB,  respectively. 

27.  The  Instrument  of  Title. 

The  invention  covered  by  every  application  for 
patent  prepared  and  filed  by  Army  Materiel  Com¬ 
mand  must  be  either  assigned  or  irrevocably  li¬ 
censed  royalty-free  to  the  Government.  Whether  an 
invention  made  by  a  Government  employee  is  to 
be  licensed  or  assigned  is  a  matter  to  be  determined 
b/  an  administrative  process  which  will  be  dis¬ 
cussed  later.  Inventions  of  Government  contractors 
are  governed  by  the  terms  of  the  contract,  insofar 
as  the  disposition  of  the  rights  thereto  is  concerned. 
Whatever  the  case  may  be,  the  appropriate  instru¬ 
ment  of  title,  a  license  or  an  assignment,  must  be 
executed  by  the  inventor  and  is  usually  recorded  in 
the  Patent  Offine.  The  title  documents  need  not 
be  notarized  but  should  be  suitably  witnessed.  In 
this  way  the  Government’s  rights  to  the  invention 
in  question  am  protected  against  the  possibility  that 
the  prospective  -patentee  might  convey  to  third 
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parties  all  the  rights  to  his  invention.  Appendixes 
VIA  and  VI B  show  license  and  assignment  forms 
illustrative  of  the  type  used  with  applications  filed 
on  behalf  of  Army  Materiel  Command  employees. 
Appendixes  VIIA,  VIIB  and  YIIC  show  examples 
of  license  and  assignment  forms  used  with  patent 
applications  for  inventions  arising  out  of  Govern¬ 
ment  contracts.  It  will  be  noted  that  in  the  latter 
two  forms  the  terms  must  be  tailored  to  the  terms 
of  the  clauses  in  the  particular  contract. 

V.  PROSECUTION  OF  APPLICATION 
FOR  PATERT 

28.  Filing  in  the  U.  S.  Patent  Office. 

If  prepared  in  the  field,  the  completed  patent 
application,  together  with  the  executed  forms,  is 
forwarded  to  the  Patent  Law  Division,  Office  of 
the  General  Counsel,  Attention  :  AMCGC-L.  Pur¬ 
suant  to  requirements  of  law,  arrangements  are 
made  by  that  Office  to  obtain  from  the  Secretary 
of  the  Army  or  his  designee  a  certification  to  the 
Commissioner  of  Patents  stating  that  the  invention 
covered  by  the  application  is  used  or  likely  to  be 
used  in  the  public  interest.  The  application,  to¬ 
gether  with  the  oath,  power  of  attorney,  grant,  pe¬ 
tition.  and  the  Secretary’s  certificate,  is  delivered 
to  the  Patent  Ofice,  which  records  the  case,  gives 
it  a  serial  number,  and  sends  a  receipt  with  the 
number  back  to  the  Office  of  the  General  Counsel. 
Thereafter,  all  correspondence  with  the  Patent 
Office  in  connection  with  that  case  must  refer  to  it 
by  its  title,  serial  number,  and  date  of  filing,  as 
well  as  the  name  of  the  inventor.  The  license  or 
assignment  is  recorded  separately  in  the  Patent 
Office  in  a  special  register  of  Government  interests 
in  patents  and  patent  applications. 

29.  Patent  Office  Action  oa  Application. 

When  the  Patent  Office  receives  the  application, 
it  determines  which  one  of  its  examining  divisions 
should  handle  the  case  and  assigns  the  case  there 
for  examination.  The  Examiner  to  whom  it  is 
charged  reviews  it  to  determine  whether  it  is  in 
proper,  form,  whether  patentable  subject  matter  is 
involved,  and  whether  it  is  properly  described  and 
claimed.  If  so,  he  searches  the  prior  art,  which  is 
available  to  him  in  the  form  of  a  most  compre¬ 
hensively  classified  and  catalogued  collection  of 
United  States  and  foreign  patents,  publications, 
and  other  forms  of  references  pertinent  to  the  par¬ 
ticular  subject  matter  involved.  He  then  sends  a 


letter  to  the  applicant’s  attorneys  in  which  he  cites 
any  irregularities  of  form  which  he  believes  to 
exist  in  the  application  and,  with  reference  to  the 
merits  of  the  ease,  cites  the  prior  art  which  he  be¬ 
lieves  to  most  nearly  anticipate  sane  or  all  of  the 
claims  of  the  application.  This  letter  is  known  as 
an  office  action.  The  claims  are  dealt  with  individ¬ 
ually,  being  either  rejected  or  allowed.  In  the 
first  action  it  is  not  uncommon  for  all  claims  to  be 
rejected. 

30.  Response  to  Office  Action, 

Generally,  the  applicant  for  his  attorney)  has 
six  months,  from  the  date  the  office  action  was 
mailed,  within  which  to  answer  the  Examiner’s 
objections  to  the  specification,  drawings,  etc.,  and 
his  rejection  of  the  claims.  In  special  instances 
the  Examiner  may  set  a  shorter  period  for  response, 
depending  on  the  circumstances,  in  order  not  to 
delay  the  prosecution  unnecessarily.  Failure  to 
respond  to  the  office  action  within  the  six  months, 
or  the  shorter  time  specified,  will  automatically 
result  in  abandonment  of  the  application,  and  it 
can  be  revived  or  reactivated  thereafter  only  on 
the  granting  of  a  special  petition  addressed  to  the 
Commissioner  of  Patents. 

The  response  to  the  office  action  is  termed  an 
amendment,  and  in  it  the  applicant  may  request  that 
the  Examiner  make  certain  changes  in  the  specifica¬ 
tion  and/or  drawings  and/or  claims  if  he  believes 
that  such  changes  are  necessary  and  proper  to  over¬ 
come  objections  raised  by  the  Examiner.  In  addi¬ 
tion  to  or  in  lieu  of  such  changes,  argument  under 
the  caption  “Remarks”  is  generally  made  with  the 
object  of  pointing  out  to  the  Examiner  the  error  of 
his  holdings,  or  of  showing  how  the  requested 
changes  will  alter  the  basis  for  the  Examiner’s 
criticisms  and  perhaps  eliminate  the  objections  to 
allowance  of  the  claims.  In  preparing  these  re¬ 
marks,  the  attorney  often  finds  it  expedient  to  rely 
upon  the  inventor  for  technical  guidance,  as  the 
latter  generally  is  in  a  good  position  to  perceive 
some  flaw  in  the  Examiner’s  arguments  on  the  tech¬ 
nical  substance  of  the  invention  or  in  the  references 
cited  against  it. 

The  applicant  is  entitled,  as  a  matter  of  right, 
to  receive  two  office  actions  on  each  application 
filed  in  the  Patent  Office.  Thereafter,  any  further 
actions  by  the  Examiner,  with  the  way  left  open  for 
a  response  by  the  applicant,  are  entirely  discre¬ 
tionary  with  the  Examiner  handling  the  case  (sub- 
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ject  to  his  superior  who  is  called  the  Primary  Ex¬ 
aminer).  As  long  as  the  applicant  exhibits  a  dis¬ 
tinct  effort  to  advance  prosecution  of  his  case  to  a 
final  conclusion,  and  providing  that  there  remain 
genuine  issues  which  have  not  been  twice  considered 
by  the  Examiner,  the  applicant  will  be  given  an 
opportunity  for  more  than  two  responses.  Amend¬ 
ments  in  cases  average  three  in  number.  The  aver¬ 
age  pendency  for  unclassified  cases  is  about  three 
years,  although  in  recent  years  the  Patent  Office 
has  been  constantly  exploring  ways  to  reduce  this 
period.  When  the  case  is  classified  the  pendency 
may  be  increased  to  five  or  more  years. 

31.  Final  Rejection. 

When  the  Examiner  is  of  the  opinion  that  the 
merits  of  a  case  have  been  fully  explored,  he  will 
advise  the  applicant  to  prepare  for  a  final  action. 
This  expression  means  that,  unless  ail  remaining 
claims  are  found  to  be  in  allowable  condition  as  a 
result  of  the  succeeding  response  by  the  applicant, 
the  office  action  which  follows  thereafter  will  be 
final.  In  standard  terminology  this  is  referred  to 
as  a  finalrejection. 

Upon  the  receipt  of  a  final  rejection,  the  appli¬ 
cant  generally  has  these  choices:  He  may,  if  any 
of  the  claims  have  been  allowed,  cancel  all  re¬ 
jected  claims  and  make  any  changes  of  form  in 
the  specification  or  drawings  which  have  been  re¬ 
quired  by  the  Examiner,  which  will  result  in  is¬ 
suance  of  the  patent  in  the  form  as  thus  revised; 
or  he  may  argue,  with  or  without  amending  the 
claims,  specification,  or  drawings,  in  an  effort  to 
convince  the  Examiner  to  allow  the  remaining 
claims  and  pass  the  application  as  it  stands.  How¬ 
ever,  even  though  the  Examiner  may  be  constrained 
to  withdraw  his  rejection  in  part  at  this  stage  of 
the  prosecution,  the  patent  cannot  be  issued  as  long 
as  one  claim  remains  rejected,  and  in  fact  an 
amendment  which  does  not  lead  to  allowance  of  all 
claims  will  not  even  be  entered  on  the  record  (ex¬ 
cept,  upon  a  specific  request,  for  the  express  pur¬ 
pose  of  putting  the  application  in  better  condition 
for  appeal).  This  means  that  the  applicant  must 
make  the  concession  of  cancelling  all  remaining  re¬ 
jected  claims,  or  else  must  present  an  appeal  to 
the  Patent  Office  Board  of  Appeals  to  reverse  the 
Examiner's  decision. 

32.  Interview  With  Patent  Office  Examiner. 

Occasionally,  the  attorney  prosecuting  the  ap¬ 
plication  will  conclude,  from  the  nature  of  the 


comments  set  forth  in  an  office  action,  that  the  Ex¬ 
aminer  has  failed  to  grasp  certain  arguments  pre¬ 
sented  by  amendment  and  that  only  by  explaining 
the  pertinent  points  in  person  can  he  hope  to  get 
the  Examiner  to  reverse  his  position.  This  may 
occur  at  any  time  during  the  prosecution,  but  in 
most  cases  the  attorney  is  content  to  continue  to 
try  to  persuade  the  Examiner  by  written  explana¬ 
tions,  changes  to  the  application,  and  arguments 
on  the  record,  until  a  final  rejection  has  been  im¬ 
posed.  It  is  usually  at  this  time  that  personal  in¬ 
terviews  with  the  Examiner  are  sought,  since  the 
applicant  is  under  the  added  pressure  of  need  to 
obtain  a  meeting  of  minds  with  the  Examiner  be¬ 
fore  the  expiration  of  the  period  allowed  for  re¬ 
sponse  or  else  to  go  to  appeal  without  fully  clari¬ 
fied  issues,  or  to  accept  abandonment  of  the  appli¬ 
cation. 

The  Examiners  are  usually  receptive  to  such  in¬ 
terviews  when  the  privilege  is  not  abused,  and 
generally  are  most  cooperative  in  discussing  the 
reasons  for  their  position  and.  after  hearing  the 
applicant's  views,  in  suggesting  ways  and  means 
of  putting  an  application  in  condition  for  allow¬ 
ance.  The  attorney  prosecuting  the  application 
may  decide  to  have  the  inventor (s)  present  at  the 
interview  in  order  to  explain  complicated  technical 
points  of  the  invention  and  to  answer  questions  on 
the  technology  involved,  particularly  where  these 
questions  are  raised  for  the  first  time  at  the  inter¬ 
view. 

VI.  EXCEPTIONAL  PROCEEDINGS  WHICH 
MAY  ARISE  DURING  PROSECUTION 

33.  Petitions  to  the  Commissioner. 

In  very  rare  instances  petitions  to  the  Commis¬ 
sioner  will  be  entertained,  and  in  rarer  instances 
still  will  they  be  approved  by  him.  These  petitions 
relate  to  matters  of  form  and  practice  as  distin¬ 
guished  from  questions  relating  to  the  merits  of  the 
invention.  An  example  of  an  instance  where  a  pe¬ 
tition  will  be  considered  is  a  situation  where  it  is 
desired  to  revive  a  case  which  has  been  abandoned 
for  failure  to  amend  within  the  allotted  period.  In 
this  instance,  a  verified  showing  must  be  made  to 
establish  that  the  failure  to  amend  was  due  to  inad¬ 
vertence  or  cause  beyond  the  control  of  the  appli¬ 
cant  or  his  attorney.  Another  example  is  a  situa¬ 
tion  where  the  Examiner  has  set  a  shortened  period 
for  response  to  an  office  action  and  has  refused  to 
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increase  it  (to  some  period  up  to  the  statutory 
maximum  of  six  months)  upon  the  applicant’s  plea 
that  more  time  is  required. 

34.  Appeals  from  Final  Rejections. 

As  mentioned  in  paragraph  31,  if  even  one  claim 
remains  disallowed  in  a  final  rejection  and  if  the 
Examiner  cannot  be  persuaded  to  allow  the  claim 
either  as  it  is  or  in  some  amended  form,  recourse 
may  be  had  to  the  Patent  Office  Board  of  Appeals. 
In  making  this  appeal,  which  must  be  submitted 
before  the  expiration  of  the  six-month  period  for 
response  to  the  final  rejection,  the  applicant  must 
identify  the  rejected  claim  or  claims  appealed. 
Thereafter,  within  a  prescribed  period  of  time  (60 
days  from  the  date  of  the  appeal  or  within  the  time 
allowed  for  response  to  the  action  appealed  from 
if  such  time  is  later)  there  must  be  submitted  a 
brief  on  appeal  on  behalf  of  the  applicant,  in 
which  the  legal  and  technical  arguments  for  over¬ 
ruling  the  action  of  the  Examiner  are  presented 
to  the  Board.  The  brief  is  reviewed  by  the  Ex¬ 
aminer  before  it  goes  to  the  Board,  and  he  may  at 
that  time  decide,  in  view  of  the  further  explana¬ 
tions  in  the  brief,  to  reverse  his  former  position. 
In  that  case  he  could  reopen  the  proceedings  be¬ 
fore  him  (a  relatively  rare  occurrence)  or  allow 
the  claims  and  pass  the  application  to  issue.  An- 
other  possibility  is  that  the  Examiner  will  find  it 
desirable  to  reply  to  the  arguments  in  the  brief 
so  as  to  give  the  Board  the  benefit  of  his  views 
on  anything  stated  by  the  applicant  which  the 
Examiner  feels  to  require  his  comments  and  which 
is  not  already  a  matter  of  record  in  the  case.  The 
applicant  can,  if  he  wishes,  file  a  response  to  the 
Examiner’s  reply  for  consideration  by  the  Board 
and  also  is  entitled  to  present  arguments  orally 
before  the  Board.  In  the  actual  hearing  before 
the  Board,  the  Examiner  takes  no  part. 

The  Board  which  reviews  an  appeal  consists 
of  a  panel  of  three  members,  invariably  former 
Patent  Office  Primary  Examiners,  who  are  ap¬ 
pointed  to  their  posts  by  the  President.  They  will 
decide  the  case  on  the  record,  and  on  written  re¬ 
quest  they  will  also  hear  the  applicant’s  (or  his  at¬ 
torney’s)  oral  argument,  for  which  a  maximum 
time  of  thirty  minutes  is  allotted  except  in  special 
cases  wherein  the  Board  may  approve  requests, 
made  in  advance,  for  an  extended  period  of  time. 
Whether  or  not  an  oral  argument  is  made,  the 
Board,  after  due  deliberation,  will  issue  a  written 


opinion  sustaining  or  overruling  the  Examiner’s 
decision,  in  whole  or  in  part.  Thereafter,  except 
for  an  occasional  petition  for  reconsideration  pre¬ 
sented  to  the  Board,  the  next  action  is  for  the  ap¬ 
plicant  to  take  the  appropriate  steps  to  revise  his 
his  application  if  the  Board’s  decision  so  indicates, 
or  if  the  Examiner  is  entirely  overruled,  then  he 
must  act  to  complete  the  case  prosecution.  Either 
action  will  lead  to  issuance  of  the  patent  applied 
for  unless  no  claim  has  been  allowed,  either  by  the 
Examiner  prior  to  the  appeal  to  the  Board  or  by 
the  Board. 

Failure  to  obtain  allowance  of  one  or  more 
claims  appealed  to  the  Board  leaves  the  applicant 
with  the  option  of  accepting  the  verdict  as  to  the 
claim  or  claims  involved  or  of  appealing  it  to  the 
Court  of  Customs  and  Patent  Appeals  or  the  U.  S. 
District  Court  for  the  District  of  Columbia.  An 
appeal  to  the  former  Court  is  based  upon  the  record 
before  the  Patent  Office;  an  appeal  to  the  later 
Court  may  be  a  de  novo  action  —  that  is,  it  may  be 
argued  in  its  entirety  on  all  issues  involved,  not  just 
on  the  issues  acted  on  by  the  Board  of  Appeals. 
Upon  taking  an  appeal  to  either  of  the  Courts,  the 
applicant  is  thereby  precluded  from  subsequently 
presenting  an  appeal  to  the  other. 

35.  Interference  Proceedings. 

The  Patent  Office  Rules  of  Practice  have  defined 
an  interference  as  “a  proceeding  instituted  for  the 
purpose  of  determining  the  question  of  priority  of 
invention  between  two  or  more  parties  claiming  sub¬ 
stantially  the  same  patentable  invention.’’  The 
reason  for  such  a  proceeding  is  that  under  the  law 
the  Patent  Officecannot  knowingly  issue  two  valid 
patents  for  the  same  invention. 

The  procedure  for  settling  an  interference  is  the 
most  technical  and  complicated  phase  of  Patent 
Office  practice;  it  is  carried  out  before  a  judicial¬ 
like  tribunal  known  as  the  Board  of  Interference 
Examiners.  An  interference  generally’ results  from 
a  search  which  the  Examiner  in  charge  of  an  ap¬ 
plication  is  required  to  make  when  an  application 
is  ready  to  be  passed  to  issue,  the  object  being  to 
determine  whether  there  are  any  copending  appli¬ 
cations  €or  the  same  invention  in  which  claims  are 
being  made  or  could  be  made  that  are  similar  in 
scope  to  those  found  allowable  in  the  application 
which  is  ready  for  issue.  However,  an  interference 
may  be  set  up  at  any  time  after  common  allowable 
subject  matter  is  found  in  two  or  more  applications 
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Interferences  generally  are  declared  between 
two  or  more  applications.  However,  under  certain 
conditions,  an  interference  will  be  declared  be¬ 
tween  a  pending  application  and  an  issued  patent. 
In  the  latter  situation,  if  the  pending  application 
prevails  over  the  issued  patent,  the  Patent  Office 
may  issue  a  patent  on  the  pending  application. 
The  Office  cannot  nullify  the  previously  issued 
patent  or  any  of  the  claims  which,  as  a  result 
of  the  interference  action,  have  been  adjudged  to 
be  the  rightful  property  of  the  pending  applicant. 
Only  the  Federal  District  Courts  have  jurisdiction 
to  declare  an  issued  patent  void,  and  the  procedure 
which  should  be  followed  is  for  one  of  the  patentees 
to  petition  the  Court  to  declare  the  other's  patent 
invalid. 

The  interference  proceeding  is  instituted  by  the 
Interference  Division  of  the  Patent  Office,  calling 
upon  the  applicants  involved  to  submit  preliminary 
statements  in  support  of  their  case.  The  statement 
generally  consists  of  a  'recitation  of  dates  of  con¬ 
ception  and  reduction  to  practice  of  the  invention, 
and  of  events  in  support  thereof.  The  dates  need 
not  be  the  earliest  ones,  but  they  should  be  those 
which  the  applicants  desire  to  disclose  or,  perhaps, 
believe  they  are  most  likely  to  be  able  to  prove.  It 
is  at  this  point  that  the  corroborative  records 
mentioned  above  (the  Military  Invention  Record, 
data  entered  in  laboratory  or  engineering  note¬ 
books,  etc.)  are  needed  by  the  attorney  to  frame 
the  proper  statements  and  plan  his  case.  These  data 
will  be  of  paramount  importance  in  the  contest  to 
establish  prior  inventorship  and  therefore  rights 
to  a  patent.  Following  a  very  painstaking  and 


somewhat  complicated  procedure,  including  the 
presentation  of  appropriate  motions  to  the  Board 
and  the  taking  of  depositions,  arguments  based  on 
the  evidence  and  testimony  may  be  presented  by 
counsel  on  behalf  of  the  opposing  litigants.  The 
testimony  which  is  presented  may  be  supplied  by 
the  parties  to  the  interference  action  and/or  their 
witnesses  and/or  alleged  experts  in  the  field,  with 
provision  made  for  direet  and  cross-examinations. 

36.  Interference  Settlements. 

Not  every  interference  proceeding  is  carried 
through  to  the  point  where  the  Board  of  Interfer¬ 
ence  Examiners  hands  down  a  decision  on  priority. 
As  a  rule,  all  sides  in  an  interference  are  hopeful 
that  the  question  of  priority  can  be  settled  at  a  very 
early  stage,  possibly  by  previously  unknown  facts 
being  made  known  to  one  or  more  of  the  opponents 
so  as  to  convince  him  (or  them)  that  further  op¬ 
position  would  be  futile.  When  this  does  not  occur, 
it  is  often  possible  that  a  settlement  by  agreement 
of  the  opposing  parties  can  be  reached  with  some 
degree  of  advantage  to  all  concerned.  Such  a 
settlement  may  appear  desirable,  for  example,  when 
the  evidence  presented  early  in  the  proceedings  in¬ 
dicates  that  one  side  may  prevail  as  to  certain 
of  the  claims  and  the  other  side  has  an  advantage 
as  to  other  claims.  In  such  cases,  the  parties  may 
decide  that  a  cross-licensing  arrangement,  whereby 
each  would  grant  the  other  free  rights  to  use  his 
claims,  would  constitute  a  suitable  compromise. 
Settlements  of  this  type  may  save  all  concerned  a 
considerable  amount  of  time  and  expense. 
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CHAPTER  3 


INVENTION  AWARDS  AND  REWARDS 


1.  DETERMINATION  OF  RIGHTS  TO 

INVENTION 

37.  Executive  Order  10096. 

On  January  23,  1950,  the  President  issued 
Executive  Order  10096,  “  Providing  for  a  Uniform 
Patent  Policy  for  the  Government  With  Respect  to 
Inventions  Made  by  Government  Employees  and 
for  the  Administration  of  Such  Policy,”  a  copy  of 
which  is  to  be  found  as  Appendix  VIII.  Pursuant 
to  this  Order,  procedures  originally  were  estab¬ 
lished  for  determining  relative  rights,  as  between 
the  Government  and  the  employee,  by  the  Govern¬ 
ment  Patents  Board.  By  Executive  Order  issued 
24  March  1961,  the  Government  Patents  Board  was 
abolished,  and  responsibility  for  these  decisions 
now  rests  with  the  Department  of  Commerce.15 
Pursuant  to  this  Order  the  Secretary  of  Commerce 
has  created  a  Government  Patents  Branch  in  the 
Patents  Office  to  make  these  determinations  based 
on  criteria  found  in  Executive  Order  10096. 

38.  Basis  for  Making  Determination. 

Paragraph  1  (a)  of  Executive  Order  10096 
states  that  the  basic  policy  with  respect  to  inven¬ 
tions  made  by  Government  aiplqyees  is  that  the 
“Government  shall  {italics  added)  obtain  the  en¬ 
tire  right,  title,  and  interest  in  and  to  all  inven¬ 
tions”  made  by  such  employees  during  working 
hours  or  with  other  material  contributions  By  the 
Government  or  which  bear  a  direct  relation  to  their 
official  duties.  In  paragraphs  1(b),  (c),  and  (d)  of 
the  Order,  conditions  are  broadly  spelled  out  where¬ 
by,  notwithstanding  the  mandate  Above  quoted,  the 
Government  might  find  it  more  equitable  to  take 
only  a  royalty-free  license.  Because  of  this,  the 
first  Chairman  of  the  Government  Patents  Board 

14  Executive  Order  10930,  24  March  1961.  (See  Ap¬ 
pendix  IX.) 


interpreted  the  word  “shall”  in  the  above  quota¬ 
tion  to  mean  “may,”  thereby  setting  a  precedent 
for  his  successors  in  office. 

Paragraphs  1(b)  and  (c)  of  the  Order  stipulate 
that  it  is  a  rebuttable  presumption  that  inventions 
made  by  Government  employees  assigned  to  in¬ 
vent,  perform  research  or  development  work,  or 
supervise  such  work  must  be  assigned  to  the  Gov¬ 
ernment,  and  it  is  likewise  presumed  that  if  none 
of  these  conditions  exist,  or  if  the  Government 
has  insufficient  interest  in  an  invention,  the  in¬ 
ventions  need  not  be  so  assigned. 

39.  Procedure  for  Making  Determination. 

Department  of  the  Army  publications  set  forth 
most  of  the  pertinent  procedural  rules  whereby  the 
ownership  rights  in  inventions  of  Army  civilian 
and  military  personnel  are  evaluated.  In  essence, 
the  procedures  call  €or  the  employing  agency  to 
make  a  recommendation  regarding  the  relative 
rights  of  the  Government  and  the  inventor.  The 
recommendation  is  presented  on  forms19  which 
may  be  obtained  from  patent  counsel.  These  forms 
are  forwarded  by  the  Army  Materiel  Command 
to  the  Patents  Division,  Office  of  the  Judge  Advo¬ 
cate  General  (OJAG)  Cor  review  and  processing 
to  the  Government  Patents  Branch  of  the  Patents 
Office  for  ultimate  decision. 

40.  Rights  of  Contractors. 

The  rights  of  the  Government  and  of  its  con¬ 
tractors  i~  inventions  which  employees  of  the  latter 
make  in  the  performance  of  a  Government  contract 
are  governed  by  the  pertinent  provisions  of  the 
contract.  Standard  patent  clauses  set  forth  in  Sec¬ 
tion  IX  of  ASPR  will  be  discussed  further  in  para¬ 
graph  55. 

14  DAS  Forms  21  and  22.  (See  Appendixes  X  and  XI.) 
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II.  GOVERNMENT  EMPLOYEES’ 

INCENTIVE  AWARDS 

41.  Incentive  Awards  Program. 

The  Department  of  the  Army  Incentive  Awards 
Program,  spelled  out  in  AR  672-301,  provides  for 
the  payment  of  $50  for  invention  disclosures  re¬ 
ceived  by  patent  counsel  after  the  effective  date  of 
3  March  1958,  and  deemed  acceptable  for  filing  in 
the  Patent  Office.  An  additional  award  of  $100  is 
made  when  the  patent  is  ready  for  issue.  Employ¬ 
ees  may  be  eligible  for  further  awards  based  on 
tangible  savings,  under  the  terms  of  the  directive, 
for  use  of  the  inventions  by  the  Government. 

42.  Eligibility  Requirements. 

The  details  of  eligibility  for  an  award  under  the 
Army’s  Incentive  Awards  Program  are  spelled  out 
in  AR  672-301.  In  brief,  all  civilian  personnel  and 
employees  paid  from  appropriated  funds  are  eligi¬ 
ble.  Employees  of  nonappropriated  fund  activities 
are  not  eligible  for  cash  awards  but  are  eligible  for 
honorary  awards. 


43.  Procedural  Requirements. 

The  procedures  which  must  be  followed  in  order 
to  make  an  award  to  an  employee  for  some  useful 
contribution,  or  to  reward  him  for  superior  ac¬ 
complishment,  are  explained  at  some  length  in  AR 
672-301.  Implementation  of  the  Army’s  Incentive 
Awards  Program  in  the  Army  Materiel  Command 
is  accomplished  at  each  establishment  in  accordance 
with  directives  of  the  particular  command  which 
seem  most  appropriate  for  the  installation  in¬ 
volved. 

44.  Rewarding  the  Inventor. 

Although  the  Incentive  Awards  Program  was 
not  designed  exclusively  to  reward  employees  who 
make  patentable  inventions,  it  can  at  least  be  used 
for  that  purpose  and  thereby  aid  in  stimulating 
further  inventive  contributions.  This  fact  should 
not  be  overlooked  by  supervisors,  particularly  those 
in  areas  where  employees  are  given  specific  re¬ 
search  and  development  assignments  and  thus,  un¬ 
der  Executive  Order  10096,  generally  are  required 
to  assign  to  the  Government  all  rights  to  any  in¬ 
ventions  they  may  make. 


CHAPTER  4 


INFRINGEMENT 


45,  General. 

The  word  “infringement,”  in  a  general  sense, 
is  applicable  not  only  to  the  unlicensed  making, 
using  or  selling  of  a  patented  invention,  but  also 
to  the  misuse  of  any  other  proprietary  right;  and, 
therefore,  this  Chapter  will  deal  with  the  Govern¬ 
ment’s  position  in  the  entire  field  of  privately  held 
proprietary  rights. 

46.  Definitions. 

In  general  usage  much  variation  is  encountered 
in  the  meanings  of  terms  in  the  field  of  proprie¬ 
tary  rights.  However,  for  the  purposes  of  Govern¬ 
ment  administration  two  of  the  key  terms  are  de¬ 
fined  as  follows  : 

a.  Proprietary  Rights.  Proprietary  rights 
refers  to  those  personal  property  or  other 
rights  subsisting  in  the  product  of  an  orig¬ 
inator’s  mental  effort  which  may  be  estab¬ 
lished  by  statute,  common  law,  or  agreement, 
and  includes,  but  is  not  limited  to,  rights  in 
inventions  and/or  designs,  either  patented 
or  unpatented;  trade  secrets  and  ‘know 
how,’  comprising  technical  data  in  the  form 
of  reports,  drawings,  blueprints,  data,  and 
technical  information  (designs,  processes 
and  manufacturing  data  under  10  U.  S.  C. 
2386) :  and  material  subject  to  copyright, 
such  as  the  literary  and  artistic  work  of  au¬ 
thors  or  proprietors. 

b.  Proprietary  Data  .  .  .  data  providing  in¬ 
formation  concerning  the  details  of  a  con¬ 
tractor’s  secrets  of  manufacture,  such  as 
may  be  contained  in  but  not  limited  to  its 
manufacturing  methods  or  processes,  treat¬ 
ment  and  chemical  composition  of  materials, 
plant  layout  and  tooling,  to  the  extent-that 
such  information  is  not  readily  disclosed  by 
inspection  or  analysis  of  the  product  itself 
and  to  the  extent  that  the  contractor  has  pro¬ 
tected  such  information  from  unrestricted 
use  by  others.17 

l^ASPR  9-201(b). 


47,  Policies  Relating  to  the  Use  of  Proprietary 
Material. 

a.  Patented  Inventions.  ASPR  leaves  the  ad¬ 
ministrative  settlement  of  patent  infringement 
claims  and  the  acquisition  of  patent  rights  to  the 
several  Departments,  and  APP  9-105(a)  provides 
as  follows  : 

(a)  Policy.  In  order  to  maintain  the 
goodwill  of  industry,  and  to  encourage  in¬ 
vention  and  the  development  of  scientific 
arts  related  to  national  defense,  it  is  the 
policy  of  the  Department  of  the  Army  to 
avoid,  whenever  practicable,  the  infringe¬ 
ment  of  privately  owned  rights  in  inventions 
and  copyrighted  works.  For  this  reason,  nec¬ 
essary  rights  with  respect  to  such  inventions 
and  copyrighted  works  should  be  acquired  in 
accordance  with  contemplated  procurement, 
where  it  is  in  the  Government’s  interest  to 
do  so  and  when  such  rights  can  be  obtained 
at  a  fair  value.  When  infringement  of  such 
rights  does  occur,  it  is  the  policy  of  the  De¬ 
partment  to  take  all  necessary  steps  to  in¬ 
vestigate,  and,  if  appropriate,  settle  or  other¬ 
wise  dispose  of  claims  of  infringement  as¬ 
serted  against  the  Department, 

This  stated  policy  may  be  interpreted  to  mean 
that  unnecessary  infringement  should  be  avoided. 
In  certain  cases  it  may  be  in  the  best  interest  of 
the  Government  to  infringe  a  patent,  and  statutory 
basis  for  this  may  be  found  in  28  U.  S.  C.  1498, 
discussed  hereinafter. 

Policy  on  infringement  is  further  controlled  by 
the  attitude  of  the  General  Accounting  Office, 
whose  interest  stems  from  a  concern  for  the  main¬ 
tenance  of  free  and  open  competition  for  award 
of  Government  contracts.  Two  main  principles 
have  evolved:  first,  that  specifications  accompany¬ 
ing  invitations  for  bids  should  not  be  so  drawn  as 
to  make  unavoidable  the  use  of  a  patented  item 
unless  (i)  the  item  represents  the  minimum  needs 


of  the  Government,  and  (ii)  no  suitable  substitute 
is  available;  and  second,  that  the  mere  fact  that  a 
specified  item  is  covered  by  patent  is  no  justifi¬ 
cation.  per  se,  for  sole  source  negotiation  with  the 
patent  owner.18 

b.  Unpatented  Proprietary  Material.  Since  the 
Government  has  not  consented  generally  to  be  sued 
for  misuse  of  proprietary  material  except  in  the 
case  of  patented  inventions,  no  suit  will  lie  for  such 
things  as  unauthorized  use  of  drawings  or  other 
technical  data,  unless  the  claim  can  be  founded  in 
contract  or  based  on  the  Mutual  Security  Act  (22 
IJ.  S.  C.  1758);  or  its  successor  statute,  the  Foreign 
Assistance  Act  of  1961. 19 

Whether  or  not  any  such  claims  are  remediable  un¬ 
der  the  Federal  Tort  Claims  Act  (28  U.  S.  C. 
1291)  is  a  question  which  has  not  been  adjudicated. 
In  view  of  this  lack  of  remedy,  the  moral  factor  at¬ 
tending  Government  operations  in  respect  to  pro¬ 
prietary  material  becomes  more  compelling.  As  a 
major  factor  in  Government  procurement  this  prob¬ 
lem  is  comparatively  new  and  was  little  known 
prior  to  about  1950.  The  Defense  Department 
position,  now  found  in  Part  2,  Section  IX  of 
ASPR,  provides,  in  part: 

It  is  the  policy  of  the  Department  of 
Defense  to  encourage  inventiveness  and  to 
provide  incentive  therefor  by  honoring  the 
“Proprietary  data”  resulting  from  private 
developments  and  hence  to  limit  demands 
for  data  to  that  which  is  essential  for  Gov¬ 
ernment  purposes. 

The  Comptroller  General  decision20  would  not 
apply  in  the  case  of  unpatented  proprietary  items, 
since  it  is  based  on  the  grounds  that  Congress  has 
provided  adequate  legal  remedy  for  the  patent  own¬ 
ers,  but  this  is  not  the  case  with  proprietary  ma¬ 
terial. 

48.  Government  Liability. 

The  basis  for  action  against  the  Government 
for  violation  of  proprietary  rights  is  contained  in 
each  of  three  statutes,  highlighted  as  follows  : 

a.  Act  of  1910  As  Amended  (28  U.  S.  C.  1498) . 
This  statute  provides  for  suit  against  the  Govern¬ 
ment  for  infringement  of  patent  rights  and  copy¬ 
rights.  It  does  not  apply  to  infringement  of  trade- 

C.  G.  Decision  B-136916,  6  October  1958,  119  IT.  8. 
P.  Q.  187. 

18  Foreign  Assistance  Aet  of  1961  as  amended  4  Sept. 
1.961.  (22  U.S.C.  2356) 

C.  G.  Decision  B-136916,  Ibid. 


marks,  or  to  misuse  of  unpatented  proprietary  data. 
It  limits  the  owner’s  remedy  to  suit  in  the  U.  S. 
Court  of  Claims,  and  it  applies  to  acts  by  others 
where  the  acts  are  in  behalf  of  the  United  States. 
One  effect  of  the  statute  is,  therefore,  to  prevent 
interruption  of  Government  procurement  activities 
by  removing  the  possibility  of  court  injunction, 
customarily  resorted  to  for  restraint  of  infringe¬ 
ment.  However,  the  application  of  this  statute  to 
those  supplying  the  Government  is  dependent  upon 
the  “authorization  or  consent’’  of  the  Government 
to  the  infringing  act,  and  for  this  reason  an  “Au¬ 
thorization  and  Consent”  clause  is  usually  included 
in  Government  contracts.21  Government  employees 
are  not  barred  from  suing  the  Government  for 
patent  infringement,  except  where  the  inventor  was 
in  a  position  to  order,  influence,  or  induce  use  of 
the  invention  by  the  Government,  or  where  the 
invention  was  related  to  official,  research  and  de¬ 
velopment  functions  of  the  employee,  or  Govern¬ 
ment  time,  materials  or  facilities  were  used  in 
making  the  invention. 

b.  Mutual  Security  Act  (22  U.  S.  C.  1758)* 
This  statute  applies  to  “information"  as  well  as 
patented  inventions  and  makes  the  Government 
liable  for  unauthorized  use  of  the  invention  within 
the  United  States  or  damage  resulting  from  dis¬ 
closure  of  the  information,  if  such  use  or  disclosure 
is  in  connection  with  furnishing  of  assistance  under 
the  Act.  The  owner’s  exclusive  remedy  is  by  suit 
in  the  Court  of  Claims  or  the  U.  S.  District  Court 
of  his  residence,  but  settlement  may  be  effected  by 
agreement  with  the  Department  involved.  As  to 
rights  of  Government  employees,  provisions  similar 
to  those  of  28  U.  S.  C.  1498  apply. 

c.  Invention  Secrecy  Act  (35  U.  S.  C.  181). 
This  statute  provides  for  special  protection  within 
the  Patent  Office  of  any  invention,  regardless  of 
ownership,  the  disclosure  of  which  would  be,  detri¬ 
mental  to  the  national  security.  It  should  be  un¬ 
derstood  that  all  patent  applications  are  secret  in 
the  sense  that  they  are  not  disclosed  to  anyone  out¬ 
side  of  the  Patent  Office  staff.  The  special  treat¬ 
ment  of  cases  affecting  the  national  security  resides 
in  avoiding  publication  of  the  invention,  either  by 

However,  where  there  has  been  acceptance  by  the  Gov¬ 
ernment  of  supplies  which  infringe  patents,  the  Courts  have 
held  that  authorization  and  consent  may  be  implied.  (See 
Drexler  et  al.  v.  Koea  et  of.,  85  U.  0.  P.  Q.  78  and  Beres- 
lawsky  v.  Standard  Oil  Co.,  80  U.  S.  P.  Q.  353,  Affirmed  82 
U.  S.  P.  Q.  334.) 

*  This  Aet  now  superseded  by  Foreign  Assistance  Act 
of  1961.  (See  note  19.) 
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suspending  examination  of  the  case  er  by  deferring 
issue  of  the  patent.  Government-owned  eases  and 
privately  owned  cases  selected  by  the  Commissioner 
are  evaluated  from  the  security  standpoint  by  a 
board  having  a  representative  of  each  of  the  Mili¬ 
tary  Departments  and  agencies.  Each  member 
having  access  to  a  patent  application  must  sign  an 
acknowledgment  of  the  access,  which  is  kept  in  the 
patent  file,  and  use  of  the  information  is  not  per¬ 
mitted  for  any  other  purposes  than  security  de¬ 
termination.  Secrecy  orders  do  not  extend  beyond 
one  year  but  may  be  renewed.  In  time  of  national 
emergency  the  period  is  for  the  duration  plus  six 
months. 

The  liability  of  the  Government  under  the  Se¬ 
crecy  Act  is  contained  in  35  U.  S.  C.  183.  The  right 
of  recovery  of  a  party  whose  patent  application  has 
been  held  under  a  secrecy  order  is  based  on  (1) 
actual  damages  due  to  the  withholding  of  the 
patent  grant  and  (2)  use  by  the  Government  of 
the  invention.  The  injured  party  may  file  his  claim 
with  the  head  of  the  Department  which  caused  the 
order  to  be  issued  and  enter  into  a  settlement  agree¬ 
ment,  or  he  may  bring  suit  in  the  Court  of  Claims. 
‘Phis  claim  may  be  instituted  upon  notice  of  allow¬ 
ability  of  the  patent  application,  whereas  the  suit 
is  available  only  after  issue  of  the  patent.  If  the 
Department  cannot  effect  full  settlement,  it  may 
award  up  to  75  percent  of  what  it  deems  a  reason¬ 
able  amount,  and  the  claimant  may  sue  in  the  Court 
of  Claims  or  in  the  U.  S.  District  Court  of  his  resir 
dence  far  the  balance  of  what  he  considers  just 
compensation.  No  right  is  conferred  on  one  who 
made  the  invention  while  a  full-time  employee  of 
the  Government. 

49.  Processing  Claims. 

a.  A d minis t rat ive.  In  recapitulation,  the  au¬ 
thority  in  Government  Departments  and  agencies 
to  enter  into  agreements  in  settlement  of  claims 
before  suit  is  brought  (i.e.,  the  administrative  rem¬ 
edy)  is  conferred  specifically  as  to  claims  in  the 
Foreign  Assistance  Act  (which  extends  to  infor¬ 
mation  as  well  as  invention)  and  the  Invention 
Secrecy  Act;  and  authority  is  conferred  generally 
in  10  1J.  S.  C.  2386,  along  with  the  authority  to  pur¬ 
chase  rights  in  patents,  copyrights  and  technical 
data  in  connection  with  or  apart  from  claim  situa¬ 
tions.  Neither  the  statutes  nor  ASPR  prescribe 
any  mles  of  procedure  Cor  administrative  claims, 


the  first  measure  of  control  appearing  at  the  De¬ 
partment  level.  The  system  applicable  within  the 
Department  of  the  Army  is  set  forth  in  APP  9-105 
to  -105.73  and  9-1501  to  -1509.  The  procedure 
bears  little  resemblance  to  court  action,  since  the 
claimant,  for  the  most  part,  has  no  part  in  the  pro¬ 
ceedings  beyond  submitting  his  claim  in  the  first 
instance. 

Claimant  or  his  agent  may  be  heard,  from  time 
to  time,  as  a  courtesy,  but  usually  this  is  only  en¬ 
tertained  to  give  him  an  opportunity  to  further  ex¬ 
plain  his  case  and  not  for  bilateral  argument.  The 
power  to  enter  into  agreements  under  the  above 
Acts  has  been  delegated  to  the  Commanding  Gen¬ 
eral,  Army  Materiel  Command,  and  he  in  turn  has 
delegated  power  to  the  General  Counsel.  Army  Ma¬ 
teriel  Command  as  “designee”  without  power  of 
redelegation.  The  Assistant  General  Counsel,  Pat¬ 
ent  Law  Division,  is  representative  of  the  Gen¬ 
eral  Counsel  to  do  all  acts  short  of  signing  the 
agreements  with  the  claimant.  These  acts  will 
comprise :  initial,  cursory  examination  of  the 
claim  as  presented,  including  correspondence  with 
claimant  to  elicit  critical  information  ;  request  to 
the  Patents  Division  of  the  Office  of  the  Judge  Ad¬ 
vocate  General  (OJAG)  for  clearance  to  consider 
the  claim,  such  request  including  specific  informa¬ 
tion  such  as: 

(1)  Identification  of  the  patent  or  patents  al¬ 
leged  to  be  infringed  or  other  basis  for  alleging 
infringement  to  include  : 

(a)  Number  and  title  of  patents,  etc. 

(b)  Name  and  address  of  the  claimant. 

(2)  Identity  cf  the  contract  or  contracts  under 
which  the  report  was  made  to  the  contracting  officer 
by  the  contractor  together  with  the  identity  of  any 
subcontracts  that  may  be  involved  in  the  allegation 
cf  infringement  and  the  names  and  addresses  of 
such  contractors  and  subcontractors. 

(3)  A  copy  of  the  communication  from  the 
claimant  to  the  contractor  or  subcontractor,  if  any. 

(4)  A  statement  as  to  whether  the  contracts  or 
subcontracts  involved  include  indemnity  provisions 
and  identity  of  such  indemnity  provisions  with  re¬ 
spect  to  the  contract  or  subcontract. 

(5)  Indentification  of  the  installation  or  activ¬ 
ity  which  directed  the  procurement  of  the  supplies 
involved. 

(6)  A  brief  description  of  the  supplies  under 
procurement  through  the  contract  or  subcontract 
invdved,  which  are  alleged  to  infringe  the  patents 
or  to  otherwise  constitute  the  basis  of  the  alleged 
infringement  made  by  the  claimant. 
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(7)  Any  other  information  within  the  knowl¬ 
edge  of  the  contracting  officer  or  any  comments  of 
the  contracting  officer  concerning  prior  or  other 
experience  in  the  procurement  of  the  supplies  con¬ 
cerned  that  would  be  of  assistance  .to  an  under¬ 
standing  or  the  allegations  of  the  claimant. 

OJAG  sends  copies  of  the  request  for  clearance 
and  of  the  clearance  to  those  Heads  of  Procuring 
Activities  within  the  purview  of  APP  9-105.50  which 
may  have  an  interest  in  the  matter,  asking  that 
their  findings  be  coordinated  with  the  service  hav¬ 
ing  prime  clearance.  OJAG  also  advises  appro¬ 
priate  services  of  the  Navy  and  Air  Force  of  the 
claim.  No  action  on  a  claim  is  considered  completed 
until  all  interested  agencies  have  reported. 

Upon  granting  of  clearance,  the  involved  Head 
of  Procuring  Activity  investigates  the  claim.  If 
the  claim  is  found  to  have  merit  it  is  settled,  if  pos¬ 
sible.  If  not,  a  final  report,  is  submitted  to  OJAG, 
which  will  include  information  such  as.  contract 
identification,  indemnity.  Infringement  data.  Au¬ 
thorization  and  Consent,  copies  of  pertinent  pat¬ 
ents,  title  search,  validity  search,  employment  by 
Government  of  inventor,  list  of  witnesses,  conclu¬ 
sions  regarding  infringement  and  validity.  Gov¬ 
ernment  liability,  money  value  of  claim  and  esti¬ 
mated  future  procurement;  statement  of  settlement 
efforts,  and  recommendations. 

b.  Court  Suits.  Patent  infringement  suits  are 
defended  by  the  Patent  Section,  Civil  Division  of 
the  Department  of  Justice.  The  first  formal  noti¬ 
fication  of  suit  to  the  interested  Department  or 
agencies  occurs  when  the  Call  from  the  Attorney 
General  is  issued.  This  is  a  request  directed  to  the 
Heads  of  Procurement  Activities  for  information 
to  be  submitted  by  a  specified  date  €or  use  in  de¬ 
fense  of  the  suit.  Thus,  patent  counsel  at  the  Head 
of  Procurement  Activity  level  operates  in  the 
same  manner  as  in  the  handling  of  an  administra¬ 
tive  claim  with  respect  to  the  gathering  of  infor¬ 
mation.  In  case  of  settlement  or  compromise  the 
Justice  Department  usually  seeks  the  concurrence, 
and  often  the  recommendations,  of  the  Department 
concerned,  and  patent  counsel  are  usually  invited  to 
settlement  conferences. 

50.  Procurement  of  Rights. 

Under  10  TJ.  S.  C.  2386  the  Government  may 
use  funds  appropriated  for  supplies  to  procure 
rights  in  patents  and  other  proprietary  material, 
including  manufacturing  data  ;and  this  right  is  not 


limited  to  cases  arising  out  of  alleged  infringe¬ 
ment.  It  may  result  from  a  proffer  of  a  license, 

assignment,  or  other  right;  or  ^  may  come  about  by 
virtue  of  an  interest  on  the  part  of  the  Govern¬ 
ment  arising  from  its  existing  or  potential  needs. 
The  Chief  of  AMCGC-L,  representing  the  General 
Counsel,  Army  Materiel  Command,  carries  out  the 
negotiations  leading  to  an  agreement  as  to  terms 
and  conditions  of  the  license  and.  based  on  these 
negotiations,  prepares  a  final  legal  document  for 
execution  by  the  General  Counsel,  the  designated 
contracting  officer  for  Army  Materiel  Command 
for  this  purpose,  and  by  the  claimant.  The 
final  decisions  are  up  to  the  General  Counsel, 
Army  Materiel  Command.  Administration  of  these 
agreements  is  usually  assigned  to  the  Subordinate 
Command  or  installation  most  closely  connected 
with  the  involved  procurement.  Notice  of  the  agree¬ 
ment  is  disseminated  throughout  the  Army  Ma¬ 
teriel  Command  by  circular  letter;  and  if  the  par¬ 
ticipation  is  Army-wide,  broader  dissemination  is 
effected. 

The  Government  may  acquire  licenses  by  gift, 
but  the  acquisition  is  attended  with  some  restraint 
by  the  provisions  of  APP  9-105.69,  which  makes 
certain  ASPR  clauses  mandatory,  and  requires  sub¬ 
mission  to  the  Deputy  Chief  of  Staff  for  Logistics 
(DCSLOG)  in  certain  enumerated  instaiices.  An 
instrument  evidencing  an  outright  gift,  executed  by 
the  donor  only,  presents  little  or  no  difficulty  and 
may  be  accepted  out  of  hand  and  recorded.  How¬ 
ever,  instances  of  such  gifts  are  not  very  numerous, 
and  in  the  usual  situation  the  offer  is  made  subject 
to  some  limitation  calculated  to  secure  to  the  offeror 
some  guaranteed  amount  of  the  pertinent  procure¬ 
ment.  As  thus  categorically  stated  this  device  is  not 
countenanced  in  Government  contracting.  How¬ 
ever,  within  the  Army  there  has  developed  a  proven, 
workable  plan  wherein  the  license  is  granted  but 
so  limited  that  it  does  not  come  into  being  unless 
and  until  a  certain  specified  happening  has  oc¬ 
curred.  This  limiting  event  may  be  the  award  of  a 
certain  amount  of  supply  contracting  to  the  donor, 
but  the  Government  is  not  in  any  way  obligated  to 
make  any  'vjA\1  .  and  if  the  condition  is  not  met 
the  part;-,\>  are  in  no  worse  position  than  if  the 
condition  1  grant  has  not  been  made. 

51.  Standardization  of  a*  Proprietary  Item. 

When  there  appears  to  be  no  alternative  to  the 
use  of  a  proprietary  item  except  to  employ  an  un- 
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satisfactory  inferior  substitute,  the  item  may  be 
employed  and  standarized.  Whenever  possible,  it  is 
preferable  to  make  mutually  suitable  arrangements 
with  the  owner  of  the  proprietary  item  before 
standardization.  This  may  lessen  the  possibility 
that  the  cost  of  such  settlement  will  be  unjusti¬ 
fiably  increased  as  the  owner  becomes  aware  of  the 
relative  importance  which  the  Government  may  at¬ 
tach  to  the  item  in  question.  Accordingly,  when 
it  is  decided  to  standardize  or  type  classify  an  item 
which  includes  a  proprietary  component  or  part, 
patent  personnel  should  be  immediately  advised  so 
that  they  may  initiate  negotiations  to  obtain  a  tech¬ 
nical  data  package  and  other  rights  to  insure  com¬ 
petitive  procurement.  This  latter  action  need  not 
delay  standardization. 

52.  Royalty-Based  Licenses  and  Assignments. 

A  Subordinate  Command  or  field  establishment 
may  receive  a  proposai  to  license  or  assign  rights 
under  one  or  more  patents  to  the  Army  Materiel 
Command,  to  the  Army,  or  to  the  Government  as 
a  whole.  It  is  also. possible  that  a  Subordinate 
Command  or  field  establishment  may  determine 
that  it  is  desirable  to  obtain  a  patent  license  or 
assignment  in  order  to  accomplish  some  particular 
objective.  This  determination  may  be  made  by  a 
very  limited  testing  of  the  patented  item  under  the 
doctrine  of  “experimental  use.”  What  constitutes 
such  use  and  not  infringement  such  as  will  cause  a 
penalty  if  suit  is  brought  is  a  determination  that 
should  be  made  only  with  the  advice  of  patent 
counsel.  Clearance  to  consider  and  procure  the 
license  or  assignment  on  behalf  of  the  Department 
of  the  Army  must  be  requested  by  the  Patent  Law 
Division.  Army  Materiel  Command  from  the  Office 
of  the  Chief  of  the  Patents  Division,  Office  of  the 
Judge  Advocate  General,  pursuant  to  the  provisions 
of  APP  9-1505.  Subparagraph  b  of  that  section  lists 
seven  items  of  information  which  will  be  required 
for  action  in  the  request  for  permission.  A  field 
agency  receiving  a  proffer  of  a  patent  license  or 
assignment  or  desiring  to  initiate  negotiations 
should  forward  to  the  Patent  Law  Division 
(AMCGC-L)  the  following  : 

(a)  As  many  of  those  seven  items  as  is  practi¬ 
cable  to  obtain  and  send. 

(b)  A  statement  of  any  possible  Army  Ma¬ 
teriel  Command  application  or  use  of  the 
subject  matter  of  the  proffered  license  or 
assignment. 


(c)  A  recommendation  as  to  acceptance  of  the 
proffered  license  or  assignment  by  the  Army 
Materiel  Command. 

In  the  event  that  a  field  establishment  desires  to 
procure  a  proposed  license  or  assignment,  request 
for  clearance  to  investigate  will  be  submitted 
through  the  Patent  Law  Division  (AMCGC-L) 
pursuant  to  the  Army  Materiel  Command  Procure¬ 
ment  Instruction.22  This  request  should  contain 
almost  the  same  data  as  indicated  above  for  report¬ 
ing  on  proffered  licenses,  the  major  difference  being 
that,  in  seeking  authority  to  negotiate,  a  recom¬ 
mendation  should  be  offered  as  to  the  proposed 
terms,  conditions,  and  payments  to  be  made. 

Except  for  certain  cases  where  the  task  may  be 
delegated  to  a  field  installation  having  patent  coun¬ 
sel,  those  instances  where  it  is  determined  to  pro¬ 
cure  the  proposed  license  or  assignment,  the  Patent 
Law  Division  will  draft  the  contractual  instrument 
for  the  Army  Materiel  Command  contracting  officer 
authorized  to  execute  the  license  or  assignment. 

53.  Patent  Infringement  Liability  and 
Indemnification. 

Notwithstanding  the  efforts  of  all  concerned  to 
avoid  infringing  anyone’s  patent  rights,  it  is  rec¬ 
ognized  that  some  activity  engaged  in  by  Army 
Materiel  Command  will,  from  time  to  time,  result 
in  the  assertion  of  an  infringement  claim  against 
the  Government.  This  is  particularly  true  in  the 
case  where  work  is  performed  for  the  Government 
under  contract.  In  such  cases,  since  the  contractor 
is  performing  the  alleged  act  of  infringement,  it 
formerly  was  the  practice  to  sue  the  contractor  for 
damages  and  simultaneously  to  seek  to  enjoin  him 
from  further  infringement.  Such  injunctions,  quite 
obviously,  could  cause  serious  interference  with  pro¬ 
duction  vital  to  the  national  defense.  For  this  rea¬ 
son  a  law  was  enacted  (28  U.  S.  C.  1498)  pursuant 
to  which  any  suit  for  infringement  of  a  patent 
based  on  the  manufacture  or  use  of  a  patented  in¬ 
vention  for  the  Government  by  a  contractor  or  by 
a  subcontractor  (including  lower-tier  subcontrac¬ 
tors)  can  be  maintained  only  against  the  Govern¬ 
ment  in  the  Court  of  Claims,  and  not  against  the 
contractor  or  subcontractor,  in  those  cases  where 
the  Government  has  authorized  or  consented  to  the 
manufacture  or  use  of  the  patented  invention.2* 

In  certain  instances  the  Government  may  re- 

2*  AMCPI  9-105.50  et  seq. 

-■>  ASPR  9-102,  Authorization  and  Consent. 
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quire,  and  the  contractor  may  agree  to  furnish, 
patent  indemnification  to  cover  liability  for  dam¬ 
ages  which  may  be  sought  from  the  Government  by 
virtue  of  manufacture,  use,  or  sale  ly  the  contrac¬ 
tor  in  the  performance  of  a  Government  contract. 
This  generally  will  be  the  ease  in  connection  with 
controls  for  supplies  which  normally  are  or  have 
been  sold  or  offered  far  sale  by  any  supplier  to  the 
public  in  the  commercial  open  market,  or  which  are 
the  same  as  such  supplies  with  a  relatively  minor 
modification.24 

It  is  possible  to  have  both  a  patent  indemnity 
clause  and  an  authorization  and  consent  provision 
in  the  same  contract.  Even  though  the  Government 
may  stipulate  that  the  contractor  is  to  consider  him¬ 
self  authorized  to  supply  a  patented  item  or  use  a 
patented  device  or  process  in  the  performance  of 
the  Government  contract,  by  agreement  between  the 
parties  the  contractor  or  subcontractor  may  assume 
the  ultimate  liability  for  damages  in  any  suit 
therefor.  In  actual  effect,  the  authorization  and 
consent  clause  does  no  more  than  confirm  the  fact 
referred  to  above;  namely,  that  by  law  (under  28 

24  ASPR  9-103,  Patent  Indemnification  of  Government 
by  Contractor. 


U.  S.  C.  1498)  a  contractor  working  on  a  Govern¬ 
ment  contract  cannot  be  enjoined  or  made  the  pri¬ 
mary  party  in  a  suit  for  patent  infringement  re¬ 
lating  to  the  work  under  contract.  It  is  the  pres¬ 
ence  or  absence  of  the  patent  indemnity  clause  that 
determines  the  eventual  relative  liabilities  of  the 
Government  and  its  contractors  for  infringement 
acts  under  such  contracts. 

54.  Settlement,  License,  and  Release. 

The  designee  may,  subject  to  the  availability  of 
appropriations  and  allotments  of  funds  in  his 
service,  settle  such  claims  by  execution  of  a  con¬ 
tract  of  release  and  license  or  release  and  assign¬ 
ment.  =  Normally,  no  contract  will  be  entered  into 
which  includes  a  release  of  such  a  claim,  or  a  li¬ 
cense  which  will  inure  to  the  benefit  of  a  contractor 
who  has  agreed  to  indemnify  the  Government  (as 
by  inclusion  in  his  contract  of  the  patent  indemni¬ 
fication  clauses  of  ASPR  9-103)  .  Certain  specified 
types  of  contracts  in  settlement  of  such  claims  or 
for  obtainment  of  patent  licenses  must  be  approved 
pursuant  to  the  provisions  of  APP  9-105.66. 

25  APP  9-105.50,  Acquisition  of  Releases  of  Past  In¬ 
fringement  and  Licenses. 
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CHAPTER  5 


PATENT  PROBLEMS  INVOLVING  CONTRACTORS 


I,  PATENT  CLAUSES  IN  GOVERNMENT 
CONTRACTS 

55.  Rights  to  Inventions  Made  by  Contractors. 

As  discussed  in  paragraph  40,  the  rights  of  the 
Government  and  of  its  contractors  in  inventions 
made  incident  to  the  performance  of  contracts  for 
the  Government  are  determinable  by  the  provisions 
of  the  contracts.  As  a  rule,  the  Government  will 
not  require  or  seek  to  obtain  rights  to  inventions 
which  may  happen  to  evolve  out  of  the  performance 
of  a  supply  contract.  Under  a  contract  having  re¬ 
search  and  development  as  one  of  its  purposes,  the 
general  rule  is  that  the  Government  will  expect  to 
receive  a  royalty-free,  non-exclusive  license  to  use 
or  have  used  any  inventions  first  conceived  or  first 
actually  reduced  to  practice  in  the  course  of  per¬ 
forming  such  work,  or  in  the  course  of  performing 
any  prior  experimental,  developmental,  or  research 
work  done  upon  the  understanding  in  writing  that 
a  contract  would  be  awarded.26  Except  in  certain 
special  circumstances27  the  rights  of  individuals 
under  contract  to  the  Government  for  personal 
services  are  governed  ultimately  by  Executive  Or¬ 
der  10096,  dated  23  January  1950  (Appendix 
VIII),  and  any  orders,  rules,  regulations,  or  in¬ 
structions  issued  thereunder.28 

56.  Patent  and  Data  Clauses  To  Be  Used  in 
Government  Contracts. 

The  patent  and  data  clauses  called  for  by  the 
provisions  of  Parts  land  2  of  Section  IX  of  ASPR, 
APP  and  AMCPI  must  be  used  when  applicable. 
Variations  from  the  prescribed  contract  clauses, 

28  ASPR  9-1D7,  Patent  Rights  Under  Contracts  Involving 
Research  and  Development. 

27  ASPR  7-503.9,  Patents. 

28  ASPR  9-108,  Patent  Rights  Under  Contracts  for  Per¬ 
sonal  Services. 


constituting  deviations  according  to  ASPR  1-109 
and  APP  1-09,  may  not  be  employed  without  prior 
approval  through  AMCGC-L. 

57.  Special  Types  of  Contracts  or  Clauses. 

The  following  ASPR  paragraphs  provide  spe¬ 
cial  patent  rights  provisions  that  must  be  used  in 
contracts  under  certain  special  circumstances  : 

a.  ASPR  9-107.2e  Contract  clause  when  title 
is  required. 

b.  ASPR  9-107.3  Foreign  contracts. 

c.  ASPR  9-107.4  Contracts  relating  to  atomic 
energy. 

d.  ASPR  9-107.5  Contracts  relating  to  civil 
defense. 

e.  ASPR  9-107.6  Contracts  involving  product 
improvement  or  independent  research. 

f.  ASPR  9-107.7  Contracts  placed  for  NASA. 

g.  ASPR  9-108  Contracts  for  personal  serv¬ 
ices. 

II.  REPORTS  REQUIRED  TO  BE  MADE 

BY  CONTRACTORS 

58.  Royalty  Payments. 

The  Government  has  acquired  license  and  other 
rights  under  a  large  number  of  inventions  as  a 
result  of  Government-sponsored  research  and  de¬ 
velopment  and  in  other  ways.  In  order  that  the 
Government  may  determine  whether  the  charging 
of  royalties  to  the  Government  is  inconsistent  with 
the  rights  which  the  Government  has  acquired  or  is 
otherwise  improper,  and  in  order  that  negotiation 
for  the  reduction  of  excessive  royalties  may  be  un¬ 
dertaken.  the  provisions  of  ASPR  9-110  and  9-111 
are  applicable. 

59.  Inventions  and/or  Discoveries. 

Generally  the  patent  rights  (or  license  rights) 
clause  is  mandatory  in  any  contract  having  experi- 
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mental,  developmental,  or  research  work  as  one  of 
its  purposes.  The  Government,  under  this  clause, 
is  entitled  to  receive  a  royalty-free,  nonexclusive 
license  to  practice  any  inventions  conceived  or  first 
actually  reduced  to  practice  in  the  course  of  per¬ 
forming  such  work,  or  in  the  course  of  performing 
any  similar  work  prior  to  the  contract  upon  the 
understanding  in  writing  that  a  contract  would  be 
awarded.  The  contractor  is  required  to  report  to 
the  contracting  officer,  during  and  at  the  end  of  the 
contract,  on  all  inventions  which  reasonably  appear 
to  be  patentable  and.  in  case  subcontracts  are  let, 
to  give  notice  of  the  fact  to  the  contracting  officer. 
It  is  the  responsibility  of  the  contracting  officer  or 
his  appropriate  designee  to  determine  that  all  pat¬ 
entable  items  have  been  reported  and  that  none 
has  been  omitted  through  either  inadvertence  or 
design.  The  report  can  conveniently  be  made  on 
DD  Form  882,  shown  as  Appendix  XII,  which 
normally  is  supplied  to  the  contractor  by  the  con¬ 
tracting  officer  to  whom  the  report  should  be  re¬ 
turned  when  it  is  completed  and  signed.  That 
report  form,  it  will  be  noted,  requires  the  contractor 
to  indicate,  among  other  things,  whether  a  con¬ 
firmatory  license  or  assignment  has  been  forwarded 
to  the  contracting  officer  (as  required  by  the  terms 
of  the  particular  contract). 

I  n  this  connection  the  need  for  adequate  fol- 
low-up  of  contractor  inventions  by  cognizant  per¬ 
sonnel  cannot  be  overemphasized. 

60.  Notice  and  Assistance  Regarding  Patent 
Infringement . 

ASPR  9-104  sets  forth  the  notice  and  assistance 
clause  which  is  mandatory  in  all  contracts  over 
$10,000.  The  clause  requires  the  contractor  to  re¬ 
port  to  the  contracting  officer,  promptly  and  in 
some  detail,  each  notice  or  claim  of  patent  infringe¬ 
ment  which  is  based  on  the  performance  of  the  con¬ 
tract  involved  and  of  which  the  contractor  has 
knowledge.  If  the  Government  is  sued  because  of 
such  a  claim,  the  contractor  is  required  to  furnish 
all  evidence  and  information  which  he  possesses 
that  might  aid  the  Government  in  defending  against 

such  a  suit.  The  Government  will  pay  the  expenses 
involved  in  rendering  such  assistance  except  where 

the  contractor  has  agreed  to  indemnify  the  Govern¬ 
ment  against  the  claim  being  asserted. 


111.  USE  BY  CONTRACTORS  OF  PATENTS 
NOT  OWNED  BY  THEM  OR 
GOVERNMENT 

61.  Some  Factors  To  Be  Considered. 

Under  28  U.  S.  C.  1498,  no  contractor  or  sub¬ 
contractor  of  the  Government  can  be  subjected  to 
suit  for  infringement  of  a  patent  based  on  the 
manufacture  or  use  of  a  patented  invention  for  the 
Government  in  those  cases  where  the  Government 
has  authorized  or  consented  to  the  manufacture  or 
use  of  the  patented  invention.  While  authoriza¬ 
tion  and  consent  may  be  implied  where  there  has 
been  delivery  and  acceptance,  it  is  preferable  that 
they  be  spelled  out  in  the  contract.29 

Although  it  is  evident  from  the  foregoing  that 
the  Government  contractor  is  not  subject  to  suits 
for  infringement  by  patent  owners,  he  may  ulti¬ 
mately  have  to  bear  the  liability  for  damages  in 
such  a  suit.  This  will  depend  upon  the  presence 
or  absence  of  a  patent  indemnity  clause.  Patent 
indemnification  normally  is  expected  by  the  Gov¬ 
ernment  and  agreed  to  by  the  contractor  in  adver¬ 
tised  contracts  for  construction,  or  for  supplies 
which  normally  are  or  have  been  sold  or  offered  for 
sale  by  any  supplier  to  the  public  in  the  commercial 
open  market,  or  which  are  the  same  as  such  sup¬ 
plies  with  a  relatively  minor  modification.30 

62.  When  Such  Patents  Should  or  Should  Not 
Be  Used. 

From  the  various  considerations  discussed  in  the 
preceding  paragraph,  some  general  conclusions 
may  be  reached  as  to  when  contractors  should  use 
patented  inventions  in  the  performance  of  a  con¬ 
tract  for  the  Government.  Inventions  owned  by  or 
licensed  to  the  Government  may,  of  course,  be  used, 
and  the  contracting  officer  would  do  well  to  spell 
out  such  facts  in  the  contract  or  otherwise  make 
them  clear  to  the  contractor  when  they  are  known. 
The  contractor  obviously  can  use  his  own  patented 
inventions.  However,  just  because  the  contractor 
uses  his  own  patents  or  those  to  which  the  Govern¬ 
ment  has  rights,  this  in  itself  need  not  indicate 
that  he  will  thereby  avoid  infringing  the  patents  of 
others  (that  is,  so-called  ‘dominant”  patents). 
To  determine  the  pros  and  cons  of  the  possibility 

ASPR  9-102.1,  Authorization  and  Consent  article  (in 
supply  contracts)  and  9-102.2  (in  research  and  development 
contracts). 

s0  ASPR  9-103,  Patent  Indemnification  of  Government 
by  Contractor. 
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the  contractor  may  require  the  advice  of  patent 
counsel. 

When  the  contract  contains  no  patent  indemnity 
clause  and  there  is  no  requirement  of  a  specified 
item  “or  equal,”  the  contractor  should  feel  that  he 
is  authorized  by  law  to  follow  closely  the  specific 
requirements  of  the  contract  even  if  it  means  an 
apparent  infringement  of  some  other  party’s  pat¬ 
ents.  Of  course,  if  an  authorization  and  consent 
article  is  included  in  the  contract,  the  contractor 
may  thereby  be  more  firmly  assured  of  this  priv¬ 
ilege  and  immunity  from  suit. 

63.  When  Specific  Approval  from  Contracting 
Officer  to  Use  Such  Patents  Is  Required. 

It  may  be  stated  that,  as  a  rule,  the  primary 
concern  of  the  Army  in  its  contracting  activities 
is  to  obtain  the  best  possible  equipment  or  other 
objectives,  from  a  qualitative  standpoint.  Cost, 
while  exceedingly  important,  is  of  necessity  a  sec¬ 
ondary  consideration.  Accordingly,  if  it  appears 
necessary  to  use  patented  inventions  to  obtain  a 
desired  objective  and  the  avoidance  of  such  use  will 


result  in  a  much  inferior  product  or  accomplish¬ 
ment,  then  the  patented  items  will  be  employed 
without  regard  to  the  additional  expense.  However, 
this  decision  is  one  for  the  Government  to  make, 
not  the  contractor. 

A  contractor  may  find  it  will  be  necessary  to 
employ  in  a  Government  contract  a  patented  in¬ 
vention  to  which  neither  he  nor  the  Government 
has  title  of  other  right.  Suppose  that  the  contract 
contains  or  is  to  contain  a  patent  indemnity  clause 
and  the  contractor  is  reluctant  to  use  the  patented 
invention  because  of  the  infringement  liability  risk 
which  he  may  thereby  incur.  Under  such  circum¬ 
stances  he  may  request  the  contracting  officer  to 
include  a  waiver  of  indemnity31  clause  in  the  con¬ 
tract,  specifying  one  or  more  patents  which  he 
may  wish  to  have  exempted  from  the  indemnifica¬ 
tion  provisions.  Such  a  waiver,  which  must  ulti¬ 
mately  be  approved  by  the  Secretary  of  the  Army, 
is  applicable  solely  in  the  performance  of  a  par¬ 
ticular  contract  for  which  it  is  requested  and 
granted. 

ASPR  9-103.4. 
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CHAPTER  6 


MISCELLANEOUS  MATTERS 


I.  APPLICATIONS  FOR  PATENT  BASED  ON 

PREVIOUSLY  FILED  CASES 

64.  Substitute  or  Refile  for  Abandoned 
Application. 

This  term  is  used  to  describe  a  new  application 
for  patent  which  is  not  connected  by  copendency32 
with  an  earlier  filed,  abandoned  application  of  the 
same  inventor(s)  involving  patentable  subject  mat¬ 
ter  which  is  common  to  both  cases  and  no  new 
patentable  subject  matter. 

65.  Continuation  or  Continuing  Application. 

This  terminology  is  employed  to  refer  to  an  ap¬ 
plication  connected  by  copendency  with  an  earlier 
filed  application  of  the  same  inventor(s)  involving 
no  new  patentable  subject  matter. 

66.  Continuation-in-Part, 

This  term  has  reference  to  an  application  con¬ 
nected  by  copendency  with  an  earlier  application 
of  the  same  inventor (s)  involving  patentable  sub¬ 
ject  matter  common  to  both  cases  and  new  patent- 
able  subject  matter,  that  is,  matter  which  was  not 
disclosed  in  the  earlier  or  “parent”  application. 

67.  Divisional  Application. 

This  term  has  reference  to  an  application  con¬ 
nected  by  copendency  with  an  earlier  application 
of  the  same  inventor(s)  in  which  the  entire  subject 
matter  of  the  later  application  is  contained  in  the 
earlier  application,  along  with  matter  not  claimed 
in  the  later  application. 

68.  Reissue  Application. 

This  term  refers  to  applications  for  issuance 
new  patent  in  order  to  rectify  defects  discovered  to 

'■’•2  To  be  connected  by  copendency  a  second  application 
must  be  filed  before  (a)  the  patenting,  or  (b)  the  abandon¬ 
ment  of.  or  (c)  the  termination  of  proceedings  in  the  first 
application. 


exist  in  patents  which  were  issued  previously.  By 
law  (35  II.  S.  C.  251)  if  a  patent  is,  because  of  an 
error  free  of  deceptive  intention,  deemed  wholly  or 
partly  inoperative  or  invalid,  the  Commissioner  of 
Patents  is  empowered  to  reissue  the  patent  in 
proper  form  and  substance  for  the  unexpired  part 
of  the  term  of  the  original  patent.  Errors  which 
may  warrant  a  reissued  patent  are  an  inaccurate 
specification  or  drawing,  or  a  claim  in  the  original 
patent  for  more  or  less  than  the  patentee  had  a 
right  to  claim.  No  new  matter  may  be  introduced 
into  the  application  for  reissue.  A  reissue  patent, 
incidentally,  is  identified  by  the  letters  “RE”  be¬ 
fore  the  number  of  the  patent  (as  RE  0000),  and 
the  patent  is  printed  so  as  to  indicate  just  what 
changes  have  been  made  in  the  original  patent 
(which  the  patentee  must  surrender  to  the  Com¬ 
missioner  on  submitting  the  reissue  application). 

11.  PATENTS  AND  INVENTIONS 
INVOLVING  CLASSIFIED  DATA 

69.  Publication  Might  Affect  Public  Welfare. 

In  the  performance  of  a  contract,  inventions  may 
be  made  which  involve  data  considered  to  be  of  a 
classified  nature,  from  the  standpoint  of  national 
security.  Unauthorized  disclosure  of  such  subject 
matter,  whether  in  patent  applications  or  as  a  re¬ 
sult  of  the  issuance  of  a  patent,  may  be  a  violation 
of  18  U.  S.  C.  791  and  following  (Espionage  and 
Censorship),  and  related  statutes.  Accordingly,  one 
of  the  clauses  entitled  “Filing  of  Patent  Applica¬ 
tions”33  is  required  to  be  included  in  every  classi¬ 
fied  contract  and  in  every  unclassified  contract 
which  covers  or  is  likely  to  cover  classified  subject 
matter.  This  clause  provides  that  a  patent  applica¬ 
tion  disclosing  any  subject  matter  classified  as 

33  ASPR  9-106. 
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“Secret”  or  higher  shall,  before  filing,  be  trans¬ 
mitted  to  the  contracting  officer  for  determination 
whether,  for  reasons  of  national  security,  such  ap¬ 
plication  should  be  placed  under  an  order  of  se¬ 
crecy  or  sealed  in  accordance  with  the  provisions 
of  35  IT.  S.  C.  181-188,  or  whether  the  issuance  of  a 
patent  should  be  otherwise  delayed  under  pertinent 
statutes  or  regulations.  A  period  of  30  days  is  al¬ 
lowed  for  the  determination,  but  the  contractor 
shall  not  be  denied  the  right  to  file  such  applica¬ 
tion.  In  cases  where  the  subject  matter  disclosed 
is  “Confidential,”  filing  of  the  patent  application 
need  not  be  delayed.  For  a  determination  as  to 
whether  the  application  should  be  placed  under 
an  order  of  secrecy,  etc.,  as  indicated  above,  the 
contractor  is  required  to  submit  a  copy  of  the  pat¬ 
ent  application  to  the  contracting  officer  at  the 
time  of  or  prior  to  the  filing  of  such  application. 

In  cases  of  classified  contracts  to  be  performed 
outside  the  TJnited  States,  ASPR  9-106.1  requires 
inclusion  of  a  clause  which  prohibits  the  filing  of  a 
patent  application  in  any  country  without  first 
obtaining  the  written  approval  of  the  contracting 
officer. 

111.  OTHER  FORMS  OF  INTELLECTUAL 
PROPERTY 

70.  Introduction. 

Thus  far,  we  have  dealt  almost  exclusively  with 
but  one  form  of  intellectual  property,  namely,  pat¬ 
ents.  Although  no  special  distinction  was  made 
before,  reference  to  the  term  “patents”  was  in¬ 
tended  primarily  to  embrace  the  type  of  subject 
matter  which  the  average  individual  normally 
thinks  of  when  patents  are  referred  to  —  namely, 
mechanical,  chemical,  or  electrical  inventions. 
However,  there  are  two  other  types  of  patents 
(plant  and  design)  and  some  other  valuable  forms 
of  intellectual  property  (that  is,  the  intangible 
property  represented  by  novel  ideas).  One  form  of 
intellectual  property  that  is  not  subject  to  our 
patent  laws  is  proprietary  and  other  technical  data, 
some  of  which  may  be  subject  to  the  copyright  laws 
and  others  of  which  cannot  be  protected  at  all  ex¬ 
cept  by  keeping  it  as  a  “trade  secret.”  A  brief  dis¬ 
cussion  of  these  various  nonpatentable  forms  of 
property  may  point  up  some  of  the  distinguishing 
features  of  each. 


71.  Technical  Data. 

Since  the  1955  edition  of  the  Armed  Services 
Procurement  Regulation  many  of  the  objections 
raised  by  both  industry  and  Government  officials 
to  some  of  its  earlier  provisions  on  patent  rights 
clauses  have  been  eliminated.  Technical  data 
(sometimes  called  merely  data )  was  covered  by 
ASPR  in  a  Revision  No.  21.  published  on  9  April 
1957.  This  revision  incorporates  a  new  Part  2  in 
Section  IX  of  ASPR  entitled  “Data  and  Copy¬ 
rights.”  Since  that  time  there  have  been  many 
revisions  to  this  part. 

The  problems  involved  in  connection  with  tech¬ 
nical  data  arose  because  of  objections  of  many  con¬ 
tractors  to  what  was  formerly  known  as  subpara¬ 
graph  (d)  of  ASPR  9-107.1.  This  provision,  which 
was  popularly  referred  to  as  the  “little  (d)”  was 
appended  to  the  clause  granting  license  rights  un¬ 
der  foreground  inventions  —  that  is,  those  made  in 
the  performance  of  a  research  and  development 
contract.  The  problems  stemmed  from  opposing 
views  as  to  whether  the  right  granted  the  Govern¬ 
ment  to  reproduce  and  use  drawings,  reports,  and 
other  technical  data,  may  also  have  given  the  Gov¬ 
ernment  the  right  to  use  that  data  to  make  the  de¬ 
vices  disclosed  or  described. 

The  new  Part  2,  as  stated  in  ASPR  9-200,  sets 
forth  the  Department  of  Defense  policy,  implement¬ 
ing  instructions,  and  contract  clauses  with  respect 
to  acquisition  and  use  of  writings,  sound  record¬ 
ings,  pictorial  reproductions,  drawings,  or  other 
graphic  representations  and  works  of  any  similar 
nature  (whether  or  not  copyrighted),  called 
“data,”  furnished  under  contract. 

In  ASPR  9-202.1  the  principles  underlying  the 
acquisition  of  data  are  discussed.  In  general,  the 
policy  of  the  Department  of  Defense  is  to  acquire 
only  that  data  which  is  essential  for  the  purposes 
for  which  it  is  to  be  used.  Such  data  normally 
will  be  required  only  for  Governmental  purposes. 
The  price  paid  for  such  data  may  be  included  as  a 
separate  item  of  the  contract. 

The  following  terms  as  set  forth  in  ASPR  9-201 
bear  directly  on  the  acquisition  and  use  of  data: 

(a)  “Datu”  means  writings,  sound  record¬ 
ings,  pictorial  reproductions,  drawings,  or 
other  graphic  representations  and  works  of 
any  similar  nature  whether  or  not  copy¬ 
righted.  The  term  does  not  include  financial 
reports,  cost  analyses,  and  other  information 
incidental  to  contract  administration. 
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(b)  “Proprietary  datu11  means  data  provid¬ 
ing  information  concerning  the  details  of  a 
contractor’s  secrets  of  manufacture,  such 
as  may  be  contained  in  but  not  limited  to  his 
manufacturing  methods  or  processes,  treat¬ 
ment  and  chemical  composition  of  materials, 
plant  layout  and  tooling,  to  the  extent  that 
such  information  is  not  readily  disclosed  by 
inspection  or  analysis  of  the  product  itself 
and  to  the  extent  that  the  contractor  has  pro¬ 
tected  such  information  from  unrestricted 
use  by  others. 

(e)  “Other  data”  means  all  that  data  other 
than  ‘‘proprietary  data”  and  includes: 

(i)  Operational  data  which  provides  infor¬ 
mation  suitable  among  other  things  for  in¬ 
struction,  operation,  maintenance,  elevation 
dr  testing;  and 

(ii)  Descriptive  data  which  provides  de¬ 
scriptive  or  design  drawings  or  descriptive 
material  in  the  nature  of  design  specification 
which,  although  not  including  any  “proprie¬ 
tary  data,”  may  nevertheless  be  adequate  to 
permit  manufacture  by  other  competent 
firms. 

(d)  “ Standard  commercial  items”  means 
supplies  or  services  which  normally  are  or 
have  been  sold  or  offered  to  the  public  com¬ 
mercially  by  any  supplier. 

“Proprietary  data”  is  not  to  be  requested  in 
advertised  contracts  and  in  contracts  for  standard 
commercial  items.  When  proprietary  data  is  ob¬ 
tained  in  other  contracts,  it  will  be  only  when  a 
clear  Government  need  for  such  data  is  established 
and  only  as  a  result  of  a  specific  negotiation  for  it 
which  is  indicated  by  listing  the  contractual  re¬ 
quirement  as  a  separate  contract  item. 

In  a  contract  involving  experimental,  research 
or  development  work,  which  calls  for  a  model  or 
a  practical  process,  the  Government  expects  to  re¬ 
ceive  all  data  necessary  to  manufacture  the  equip¬ 
ment  or  perform  the  process.  Exceptions  may  be 
made  from  this  requirement  in  the  case  of  data 
for  standard  commercial  items  to  be  furnished  un¬ 
der  the  contract  and  to  be  used  with  or  incorpo¬ 
rated  as  component  parts  in  the  product  to  be  de¬ 
veloped.  Such  exceptions  are  permitted  if  the  con¬ 
tractor  will  agree  to  identify  the  source  and  fur¬ 
nish  the  Government  with  performance  specifi¬ 
cations  and  characteristics  sufficient  to  procure 
from  any  supplier  the  part  or  an  adequate  sub¬ 
stitute.  The  Government  expects  to  obtain  rights 
to  all  data  resulting  from  the  contract.  It  will 
negotiate  for  the  right  to  use  any  “proprietary 


data  ■■  previously  developed  by  the  contractor  only 
where  the  product  could  not  readily  be  manufac¬ 
tured  or  the  process  performed  without  the  use  of 
such  “proprietary  data.” 

ASPR  9-20.5  sets  forth  the  policy  of  the  De¬ 
partment  of  Defense  regarding  copyrighted  or 
copyrightable  data  acquired  under  contract.  The 
Department  expects  only  a  license  and.  as  a  rule, 
the  contractor  is  free  to  copyright  the  material. 
With  respect  to  certain  data  prepared  for  the  De¬ 
partment,  such  as  motion  pictures,  histories,  etc., 
the  Government  may  desire  that  no  adverse  claim 
of  copyright  be  established  in  such  data,  and  that 
the  Government’s  use  of  such  data  shall  be  un¬ 
limited. 

ASPR  9-204  and  9-206  set  forth  the  actual  con¬ 
tract  clauses  for  various  types  of  data  under  cer¬ 
tain  specified  conditions.  The  explanations  given  in 
those  paragraphs  should  be  considered  in  deter¬ 
mining  which  clause,  if  any,  should  be  incorpo¬ 
rated  in  a  contract. 

Data  specified  for  delivery  under  contract  or 
otherwise  acquired  should  be  properly  marked  and 
identified  to  enable  the  determination  of  the  Gov¬ 
ernment’s  rights  in  these  data.  See  also  APP 
9-202.1  and  9-203.1. 

72.  Design  Patents. 

Such  patents  are  granted  to  “whoever  invents 
any  new,  original  and  ornamental  design  for  an 
article  of  manufacture.”34  Except  as  otherwise 
provided,  the  same  provisions  of  the  statute  per¬ 
taining  to  the  granting  of  patents  for  inventions 
shall  also  apply  to  patents  for  designs.  Application 
for  a  design  patent  must  be  made  to  the  IT.  S.  Pat¬ 
ent  Office.  It  must  include  an  inked  mechanical 
drawing  in  a  sufficient  number  of  views  to  consti¬ 
tute  a  complete  disclosure  of  the  appearance  of 
the  article.  Other  than  a  brief  reference  to  the 
drawing,  no  specific  description  is  ordinarily  re¬ 
quired  or  permitted.  Only  one  claim  is  permitted 
to  be  filed,  and  it  must  merely  refer  in  formal 
terms  to  “the  ornamental  design  for  the  article 
(specifying  name)  as  shown,  or  as  shown  and  de¬ 
scribed.”  Design  patents  are  granted  for  terms 
of  3V2,  7,  or  14  years,  and  the  applicant  should 
specify  in  his  petition  which  of  the  three  terms 
he  wishes  and  include  the  corresponding  fee. 

34  XT.  S.  C.  171;  current  Rules  of  Practice  of  the  V.  S. 
Patent  Office  in  Patent  Cases. 
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73.  Plant  Patents. 

Such  patents  are  granted  to  “whoever  invents 
or  discovers  and  asexually  reproduces  any  distinct 
and  new  variety  or  plant,  other  than  a  tuberpropa- 
gated  plant.”35  Except  as  otherwise  provided,  the 
same  provisions  of  the  statute  pertaining  to  the 
granting  of  patents  for  inventions  shall  also  apply 
to  patents  for  plants.  Applications  for  a  plant 
patent  must  be  made  to  the  U.  S.  Patent  Office. 
It  must  include  an  artistically  and  competently 
executed  drawing  which  discloses  all  the  distinctive 
characteristics  of  the  plant  capable  of  visual  repre¬ 
sentation.  When  color  is  a  distinguishing  char¬ 
acteristic,  the  drawing  must  be  in  color.  A  specifi¬ 
cation  must  be  submitted,  and  it  must  contain  as 
full  and  complete  a  disclosure  as  possible  of  the 
plant,  its  characteristics  that  distinguish  it  from 
related  known  varieties,  and  its  antecedents,  and 
must  point  out  where  and  in  what  manner  the  va¬ 
riety  of  plant  has  been  asexually  reproduced.  The 
plant  patent  grant  “shall  be  of  the  right  to  ex¬ 
clude  others  from  asexually  reproducing  the  plant 
or  selling  or  using  the  plant  so  reproduced”36  for 
17  years  from  the  date  of  issuance. 

74.  Trademarks. 

A  trademark  is  any  word,  name,  arbitrary  mark, 
symbol,  or  device,  or  any  combination  thereof, 
which  is  adopted  and  used  by  a  manufacturer  or 
merchant  to  indicate  the  origin  or  the  producer  of 
some  goods  or  services,  thereby  to  distinguish  them 
from  those  made  or  sold  by  others.  Each  state  has 
laws  governing  the  registration  of  such  marks  with¬ 
in  its  own  jurisdiction  and  enforceable  by  its  own 
courts.  If  the  trademark  is  used  in  interstate  com¬ 
merce,  it  may  then  be  registerable  in  the  U.  S.  Pat¬ 
ent  Office  under  Federal  laws  and  then  will  be  en¬ 
forceable  in  the  Federal  courts.  Actually,  unlike 
patents  and  copyrights  which  are  authorized  by  the 
Constitution  and  implementing  statutes,  trade¬ 
marks  have  their  basis  in  the  common  law  and  need 
not  be  ‘registered  to  establish  ownership  therein. 
Mere  proof  of  prior  use  (not  necessarily  origina¬ 
tion  of  the  mark)  is  sufficient,  in  the  normal  case, 
to  enable  the  original  user  to  have  others  excluded 
from  its  use.  However,  Federal  registration  does 
give,  in  addition  to  the  right  to  sue  in  the  Federal 

35  U.  S.  C.  161;  current  Rules  of  Practice  of  the  TJ .  S. 
Patent  Ofice  in  Patent  Cases. 

38  U.  S.  C.  163;  current  Rules  of  Practice  of  the  U.  S. 
Patent  Ofice  in  Patent  Cases. 


courts,  prima  facie  evidence  of  ownership  and  un¬ 
der  certain  circumstances  will  make  that  ownership 
incontestable  after  the  registration  has  been  in 
effect  for  five  years. 

Trademarks,  like  patents,  are  granted  for  a  spe¬ 
cific  term  (20  years),  but  unlike  patents  trademarks 
can  be  renewed  repeatedly  and  held  as  one’s  prop¬ 
erty  indefinitely  if  properly  protected.  Care  must 
be  exercised  to  prevent  abandonment  for  lack  of 
use.  Even  more  precaution  must  be  exercised  to 
forestall  such  common  adoption  and  use  of  the  mark 
that  it  acquires  the  status  of  a  common  word.  Once 
this  is  permitted  to  happen  the  mark  will  have  lost 
its  proprietary  significance  and  cannot  be  protected. 
Examples  of  such  cases  are  aspirin  and  cello¬ 
phane,  both  of  which  were  names  employed  to 
identify  proprietary  materials  but  were  allowed  by 
their  originators  to  be  used  without  adequate  pre¬ 
cautionary  safeguards.  To  prevent  such  occur¬ 
rences  the  owners  of  a  trademark  should  always  in¬ 
dicate,  whenever  the  mark  is  used,  that  it  is  pro¬ 
prietary.  This  can  be  done  by  capitalizing  the 
name,  using  it  with  quotation  marks,  employing 
an  asterisk,  and  specifically  calling  attention  to  the 
fact  that  the  mark  is  the  property  of  a  named 
owner  and/or  that  it  is  a  registered  trademark. 

75.  Copyrights. 

Like  patents,  copyrights  have  their  original  au¬ 
thority  in  Article  I,  Section  8,  of  the  Constitution 
whf  ‘i  provides  that  there  shall  be  secured  for  lim¬ 
ited  Jmes  to  authors  and  inventors  the  exclusive 
right  to  their  writings  and  discoveries  (which  in¬ 
cludes  the  right  to  exclude  others  from  copying  and 
selling  the  work  covered  thereby).  Prior  to  publi¬ 
cation  the  rights  of  an  author  are  protected  by  the 
common  law.  After  publication  his  rights  depend 
upon  statutory  law  and  his  compliance  with  it. 
To  obtain  the  benefits  of  the  copyright  statutes, 
the  author  or  his  assignees  must  register  the  claim 
to  copyright  in  the  office  of  the  Register  of  Copy¬ 
rights,  Library  of  Congress,  Washington,  D.  C. 
The  procedures  are  relatively  simple,  and  informa¬ 
tion  and  application  blanks  for  this  purpose  can  be 
obtained  directly  by  forwarding  a  request  to  the 
Register.  Copyrights  are  granted  for  a  term  of  28 
years  and  are  renewable  for  an  additional  period. 

With  regard  to  Government  use  and  publication 
of  copyrighted  material,  copyright  owners  may 
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now  be  assured  that  under  the  law37  their  copy¬ 
rights  will  not  be  abridged  or  annulled  as  a  result 
of  the  publication  or  reproduction  of  the  copy¬ 
righted  material  by  the  Government.  As  another 
point  worthy  of  note,  copyrights  cannot  be  obtained 
for  any  Government  publication.  The  Copyright 
Act  of  July  30,  1947,  as  amended,  provides  in  Sec¬ 
tion  8:  “That  no  copyrights  shall  subsist  in  the 
original  text  of  any  work  which  is  in  the  public  do¬ 
main.  .  .  .  The  same  section  specifically  excludes 
from  copyright  “any  publication  of  the  United 
States  Government  or  any  reprint  in  whole  or  in 
part  thereof.”  Regulations  governing  the  use  by 
the  Army  of  material  copyrighted  by  persons  or 
firms  outside  the  Government  are  set  forth  in  de¬ 
tail  in  AR  310  i,  Part  IV. 

76.  Trade  Secrets 

When  a  person  invents  or  discovers  something, 
he  is  privileged,  unless  under  contractual  obliga¬ 
tions  to  do  otherwise,  to  keep  his  findings  to  him¬ 
self.  As  long  as  the  findings  are  kept  a  secret,  the 
originator  has  certain  property  rights  therein,  all 
of  which  are  protectable  by  the  common  law  against 
unlawful  appropriation,  on  the  theory  that  one  is 
entitled  to  the  fruits  of  his  own  labors.  All  inven¬ 
tions  or  discoveries  may  be  treated  as  trade  secrets. 
However,  trade  secrets  which  are  protectable  as 
such  by  law  need  not  necessarily  be  inventions  or 
discoveries.  For  example,  valuable  secrets  which  re¬ 
sult  from  industrious,  although  noninventive, 
efforts  are  entitled  to  protection. 

The  maintenance  as  a  trade  secret  of  new  and 
useful  information  which  might  possibly  advance 
the  progress  of  the  arts  and  sciences  is,  of  course, 
diametrically  opposed  to  the  purpose  of  the  patent 
and  copyright  laws.  As  a  leading  author  on  the 
subject  of  trade  secrets  has  said: 

The  patent  and  copyright  laws  were  enacted  for 
two  main  reasons: 

First,  because  the  common-law  rights  men¬ 
tioned  in  the  preceding  section  (i.e.,  in  trade 
secrets)  would  be  lost  by  publication  and 
hence,  in  the  absence  of  protection  against 

37  Act  of  July  30,  1947  (17  U.  S.  C.  8). 


the  results  of  publication,  inventors  and 
writers  would  endeavor,  to  the  Eoss  of  the 
public  at  large,  to  keep  their  inventions  and 
writings  secret. 

Second ,  to  encourage  inventors  and  authors 
to  create  for  the  common  good,  by  giving 
them  more  certain  protection  arid  greater 
recompense  than  is  possible  under  purely 
common  law  and  equitable  principles.38 

For  the  reasons  just  mentioned,  the  law  tends 
to  encourage  persons  not  to  keep  trade  secrets  but 
to  obtain  a  lawful  monopoly  on  them  by  patent  or 
copyright,  even  though  for  a  limited  period  of 
time,  in  exchange  for  disclosing  the  new  ideas,  etc., 
to  the  public.  By  the  same  token,  those  who  fail  to 
take  advantage  of  these  provisions  of  the  law,  when 
eligible  to  do  so,  must  suffer  the  consequences  if 
they  find  that  their  trade  secrets  inadvertently 
“leak”  to  the  public  at  large  or  that  others  quite 
independently  come  upon  the  same  information  and 
discoveries  or  other,  creations  of  the  intellect,  are 
patentable  or  copyrightable,  or  they  may  be  of  such 
a  nature  that  enforcement  of  a  patent  or  copyright 
would  be  extremely  difficult  and  uneconomical. 
In  such  instance  it  may  be  deemed  wise,  either 
as  a  matter  of  necessity  or  of  practicality,  to  main¬ 
tain  information  as  a  trade  secret  for  as  long  as 
possible.  As  a  rule,  only  counsel  experienced  in 
such  matters  can  make  such  an  election  with  rea¬ 
sonable  assurance  of  success.  A  procedure  em¬ 
ployed  by  some  patent  practitioners  is  first  to  file 
a  patent  application,  then,  after  seeing  what  sort 
of  patent  claims  will  be  allowed,  to  determine 
whether  to  permit  the  patent  to  be  issued  or  aban¬ 
don  it  and  rely  on  secrecy  for  whatever  protection 
can  be  achieved. 

77.  Items  of  Additional  Interest  Relating  to 
Patent  Matters. 

Appendixes  XIII  through  XVI  relate  to  Incen¬ 
tive  Awards  forms,  which  are  of  general  interest 
relating  to  patent  matters  and  the  release  of  tech¬ 
nical  data. 

38  Kidsdale  Ellis,  Patent  Assignments  and  Licenses, 
Raker,  Voorhis  &  Co., Inc.,  N.  Y.,  1943,  p.  5.  See  also  Ridsdale 
Ellis,  Trade  Secrets,  Baker,  Voorhis  &  Co.,  Inc.,  N.  Y.,  1953. 
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GLOSSARY 


assignment. 

The  transfer  of  the  entire  interest  in  a  patented 
invention  or  of  an  undivided  portion  of  such  entire 
interest.  Cf.  grant,  license,  and  exclusive  license. 

claim. 

Definition  by  applicant  for  patent  of  particular 
things  in  which  he  contends  his  invention  is  novel 
and  patentable;  the  clause  at  the  end  of  the  appli¬ 
cation  by  which  applicant  specifies  precisely  in 
what  way  his  invention  is  to  be  patentably  distin¬ 
guished  from  the  prior  art. 

conception. 

The  mental  act  in  the  making  of  a  patentable 
invention  which  must  precede  reduction  of  the 
invention  to  practice,  both  of  which  elements  are 
required  to  qualify  for  a  patent. 

copyright. 

The  right  of  literary  property  as  recognized  and 
sanctioned  by  positive  law.  An  intangible,  in¬ 
corporeal  right  granted  by  statute  to  the  author  or 
originator  of  certain  literary  or  artistic  productions, 
whereby  he  is  invested,  for  a  limited  period,  with 
the  sole  and  exclusive  privilege  of  multiplying 
copies  of  the  same  and  publishing  or  selling  them. 

engineering  notebook. 

See  laboratory  notebook. 

exclusive  license. 

Exclusive  permission  to  use,  manufacture,  and 
sell  patented  article.  Contract  not  to  give  leave  to 
anyone  else  to  do  the  same  thing.  Cf.  license. 

grant. 

1.  The  conveyance  by  the  Government  to  a  suc¬ 
cessful  applicant  for  patent  of  the  right  to  exclude 


others  from  practicing  the  invention  covered  by 
the  patent  for  a  term  of  17  years.  2.  That  part  of 
the  application  for  patent  by  a  Government  em¬ 
ployee  wherein  the  inventor  grants  to  the  Govern¬ 
ment  the  right  to  use  the  invention  without  the 
payment  of  any  royalty. 

intellectual  property. 

Intangible  creations  of  the  mind,  including 
inventions,  useful  “know-how,”  technical  and  or¬ 
namental  designs,  and  literary,  art  and  other  prod¬ 
ucts  of  man’s  ingenuity. 

interference. 

A  proceeding  which  takes  place  in  the  Patent 
Office  whenever  it  is  decided  by  that  Office  that 
one  or  more  claims  in  two  pending  applications 
(or  a  patent  and  a  pending  application)  cover  the 
same  discovery  or  invention,  and  comprises  an  in¬ 
vestigation  into  the  question  of  priority  of  invention 
between  the  claims  of  the  two  inventors. 

laboratory  notebook. 

Notebook  to  be  kept  by  engineers,  scientific  and 
laboratory  personnel  for  the  purpose  of  recording 
by  dates  the  projects  undertaken,  work  performed, 
and  results  achieved.  All  entries  should  be  dated, 
signed  and  witnessed  in  such  manner  that  the  note¬ 
book  serves  not  only  as  a  technical  record  but  also 
as  a  useful  legal  document  for  establishing  the. 
dates  of  conceptions,  inventions,  etc.,  in  connection 
with  patent  disputes. 

letters  patent. 

Open  letters.  Specify  an  instrument  proceeding 
from  the  Government  and  conveying  a  right,  au¬ 
thority,  or  grant  to  an  individual  for  the  exclusive 
right  to  exclude  others  from  making,  using  or  sell- 
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ing  a  new  invention.  Familiarly  termed  a  patent, 
which  see. 

license. 

Authority  granted  by  the  owner  of  a  patent 
to  another  person  empowering  the  latter  to  practice 
the  invention  covered  by  the  patent,  and  may  be 
for  a  limited  period  or  in  a  limited  territory.  Cf. 
exclusive  license,  assignment,  and  grant. 

patent. 

Short  for  letters  patent.  A  grant  made  by  the 
Government  to  an  inventor,  conveying  and  secur¬ 
ing  to  him  the  exclusive  right  to  exclude  others 
from  making,  using  or  selling  his  invention  for  a 
term  of  years. 

pendency. 

The  state  of  a  patent  action  after  it  has  been 
begun  in  the  Patent  Ofice  and  before  the  final 
disposition  of  the  case. 

petition. 

1.  That  part  of  a  patent  application  wherein 
the  inventor  petitions  for  the  grant  of  letters  pat¬ 
ent.  2.  A  formal  request  of  the  Commissioner  of 
Patents  to  authorize  or  direct  some  action,  usually 
an  action  in  connection  with  a  patent  application 
which  has  been  refused  by  the  Examiner  in  charge 
of  the  case. 

power  of  attorney. 

A  legal  instrument  authorizing  a  person  to  act 
for  another. 

prior-art  search. 

1.  A  search  for  prior  art  which  may  possibly 
anticipate  an  invention  which  is  being  considered 
for  patentability.  2.  A  similar  search  but  for  the 


purpose  of  determining  the  status  of  existing  tech¬ 
nology  before  going  ahead  with  new  research — 
done  so  as  to  avoid  unwittingly  retracing  steps 
taken  by  other  workers  in  the  field. 

proprietary  item. 

One  which  is  patented,  or  manufactured  or  com¬ 
pounded  by  design,  formula,  process,  or  other 
methods  which  are  not  in  the  public  domain  and 
which  are  safeguarded  by  the  manufacturer  as 
trade  or  commercial  secrets.  An  item  to  which 
property  rights  attach  which  are  protectible  at 
law. 

proprietary  rights. 

Refers  to  those  personal  property  or  other  rights 
subsisting  in  the  product  of  an  originator’s  mental 
effort  which  may  be  established  by  statute,  com¬ 
mon  law,  or  agreement,  and  includes,  but  is  not 
limited  to,  rights  in  inventions  and/or  designs, 
either  patented  or  unpatented  ;  trade  secrets  and 
“know-how,”  comprising  technical  data  in  the 
form  of  reports,  drawings,  blueprints,  data,  and 
technical  information  (designs,  processes,  and 
manufacturing  data  under  10  IT.  S.  C.  2386) ;  and 
material  subject  to  copyright. 

trademark. 

A  distinctive  mark,  motto,  device,  or  emblem, 
through  which  the  product  of  particular  manufac¬ 
turers  or  the  vendible  commodities  of  particular 
merchants  may  be  distinguished  from  those  of 
others. 

trade  secret. 

A  secret  formula  or  process  not  patented,  but 
known  only  to  certain  individuals  using  it  in  com¬ 
pounding  some  article  of  trade  having  a  commer¬ 
cial  value. 
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APPENDIX  II 


Sample  form 


MILITARY  INVENTION  RECORD 

Government-Employee  or  Contractor-Employee 


h.H'I'IU.UI'l'M'W.lini 


John  P.  Doe 


3.  P.O.  ADDRESS  OF  LEGAL  RESIDENCE 


1234  Main  St. 

GS-13  Ordnance  Engineer  Philadelphia,  Penna. 


4.  SHORT  TITLE  OF  INVENTION 


SECURITY  CLASSIFICATION 


Incendiary  Bullet 

Unclassified 

Unclassifi  ed 

See  attached  Patent  Data  Disclosure  Sheet,  dated  4  May\1962 

- - - , - r- - 4- — - 

-  (Appendix  IV) 

tion 


b.  Disclosure  to  others 


_ LOCATION _ 

rankford  Arsenal  \ 
10  Dec  196l|  F  rankfordAn^apal 


Of  INVENTION  AND  FACTS  STATED  IN 
fr EMS  7  AND  8 


Joseph  Doakes 


rankfoAi  Arsenal  U.  Samuel 


f.  First  test  of  operation  of 
invention 


9  Dec  1961  (F/£^nkford  Arsenal 
rankford  Arsenal 


Both  of  Frankford 
Arsenal  . 


N  RELATING  TO  THE  INVENTION 


Final  Report  under  Project  XYZ-14,  dated  15  April  1962. 


f CATIONS  RELATING  TO  THE  INVENTION 


None 


RELATING  TO  THE  INVENTION 


None  except  proposed  assignment  to  U.  S.  Government 


TRACTOR  (If  Involved) 


None 


INVEHJOR(s) 


4  May  1962 

DATE 


15.  FORWARDING  OFFICER  STATE  PROBABLE  UTILITY  CF  INVENTION 


Invention  will  probably  be  adopted  for  general  incendiary  purposes.  Further 
firing  texts  will  be  made  against  various  types  of  targets  to  determine  optimum 


_ (continued  on  back)  (Appendix  III) 


FORWARDING  OFFICER 


date  7  May  1962 

OFFICIAL  TITLE 


R.  R.  Roe 


rd  Arsenal  signature  ^ 

REVERSE  SIDE  OF  THIS  SHEET  may  be  USED  FOR  add  it 
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jAMPLE  FORM  ~  MILITARY  INVENTION  RECORD  ~  Government-  or  Contractor-Exnployee 


37 


APPENDIX  IV 


(NOTE:  This  is  a  "suggested"  form  for  optional  use  with  Military  Invention  Record) 


sheet — L „of — L 

PATENT  DISCLOSURE  DATA  SHEET 

(FOR  ATTACHMENT  TO  MILITARY  INVENTION  RECORD) 


TITLE  Of  INVENTION: 


INCENDIARY  BULLET 


REFERENCE  DATA ' 

LABORATORY  OR  ENSINEERIN6  NOTEBOOK  NUMBER — 


15  and  16 


other>  pjnai  Report  on  Project  XYZ-14,  dated  15  April  1962  I 


DESCRIPTIVE  WRITE-UP.  I INCLUDE  SKETCHES,  I?  POSSIBLE) 

I  propose  an  incendiary  bullet  (small  arms)  consisting  of  two  well-known  incendiary 
mixtures.  Compound  "A"  and  Compound  "B".  These  two  materials  are  known  to  be 
highly  sensitive  to  each  other  so  that  they  cannot  be  placed  in  contact  with  one  another 
without  causing  a  tremendous  conflagration.  The  heat  and  fire  caused  by  both  together 
is  far  greater  than  that  caused  by  either  compound  separately,  and  even  far  greater 
than  the  mathematical  sum  of  their  respective  individual  values  (as  determined  pyro- 
metrically). 

By  my  arrangement,  as  illustrated  below,  the  two  compounds  are  kept  completely 
separated  from'each  other  while  in  the  bullet,  but,  upon  impact  of  the  bullet  upon  its 
target,  the  jacket  1  bursts,  as  does  the  frangible,  spiral  tube  2  in  which  Compound  A 
is  contained.  This  causes  Compound  A  to  mix  instantaneously  with'  Compound  B  which 
is  dispersed  throughout  the  interior  of  the  bullet  jacket. 

The  purpose  of  the  spiral  tube  2  arrangement  is  to  provide  a  means  for  effecting 
rapid  mixing  of  the  two  compounds  throughout  the  length  and  width  of  the  bullet  when 
it  strikes  its  target. 


Compound  "A" 


Compound  B 
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APPENDIX  VA 


Oath,  Power  of  Attorney,  Grant,  Petition 


SOLE 


Being  duly  sworn,  I, 


John  P .  Doe 


depose  and  say  that  I  am  a  citizen  of 


The  United  States 


_residing  at 


1234  Main  Street,  Philadelphia,  Pennsylvania 


that 


I  have  read  the  attached  specification  and  claims  and  I  verily  believe  I  am  the  original, 
first  and  sole  inventor  of  the  invention  in  Incendiary  Bullet 


described  and  claimed  therein;  that  1  do  not  know  and  do  not  believe  thajf  this  invention 
was  ever  known  or  used  before  my  invention  thereof,  or  patented  or  described  in  any 
printed  publication  in  any  country  before  my  invention  thereof';  orVm^re  than  one  year 
prior  to  this  application,  or  in  public  use  or  on  sale  in  the>6/iited  States  for  more  than 
one  year  prior  to  this  application;  that  this  invention  has  jtotlbeen  patented  in  any  coun¬ 
try  foreign  to  the  United  States  on  an  application  fileflJbV  me  or  my  legal  representatives 
or  assigns  more  than  twelve  months  before  this  applioalnon;  and  that  no  application  for 
patent  on  this  invention  has  been  filed  by  me  or jfrfy  r|?presentatives  or  assigns  in  any 
country  foreign  to  the  United  States. 

And  I  hereby  give  irrevocable  control  of  application  for  Letters  Patent  to  the 
Secretary  of  the  Army,  and  appoint  * 

whose  post-office  address  is  Department 
of  the  Army,  U.S.  Army  Materi.el  Cofnmand,  Washington  25,  D.  C»> mY  attorneys  or 
agents  with  full  power  of  substitution  and  revocation,  to  prosecute  this  application,  to 
transact  all  business  in  the/i^Lte/\t  Office  connected  therewith,  and  to  receive  the  patent. 


Wherefdre  I  pray  that 


Patent  be  granted  to  me  for  the  invention  described 


and  claimed  in  the  attached  specification  and  claims,  without  payment  of  fees,  pursuant 
to  the  provisions  of  S^ticpV^b  of  the  Patent  Act  of  1952  (35  U.S.C.  266);  and  I  hereby 
subscribe  njiy  name  tp/the/  attached  specification  and  claims,  oath,  power  of  attorney, 


grant,  and 

this  p' 

*>xhis  2nd.  day  of  June 

19  62  . 

) 

Y 

Inventor  x(5-vU 

\  / 

T 

Firifl  nar 

ne  Middle 

initial 

_ 

Last  name 

Post  Office  Address  ( 

f 


1234  Main  Street 


(  Philadelphia,  Pa. 


State  of  j 


Philadelphia 
5re  me  personally  appeared 


_)  SS 

) 

) 


John  P.  Doe 


to  me  known  to  be  the  person  described  in  the  above  application  for  patent,  who  signed 
the  foregoing  instrument  in  my  presence,  and  made  oath  before  me  to  the  allegations 
set  forth  therein  as  being  under  oath,  on  the  day  and  year  aforesaid. 


SEAL 

- >4^  .  _ _ 

Notary  Public  - 

This  form  may  be  executed  only  when  attached  to  a  complete  application  as  the  last 
page  thereof. 


. CP&sG 

C J  Notary  Public  7 
plete  application  as  the  1 


*See  Chapter  2,  para.  26. 
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APPENDIX  VB 


Oath,  Power  of  Attorney,  Petition 


Being  duly  sworn,  I,  _ John  P.  Doe _  depose  and  say  that 

lama  citizen  of  The  United  States  residing -at — 1234  Main  St.  Philadelphia; 

that  I  have  read  the  attached  specification  and  claims  and  I  verily  believe,  I,  with 

Richard  R.  Moe 


am  one  of  the  original,  first  and  joint  inventors  of  the  invention  in _ 

Incenidary  Bullet 


described  and  claimed  therein;  that  I  do  not  know  and  do  not  believe  that  this  invention 
was  ever  known  or  used  before  our  invention  thereof,  or  patented  or  described  in  any 
printed  publication  in  any  country  before  our  invention  thereofr\or  mcrce  than  one  year 
prior  to  this  application,  or  in  public  use  or  on  sale  in  the  UnitfedS^ates  for  more  than 
one  year  prior  to  this  application;  that  this  invention  has/£byc  been  patented  in  any  coun¬ 
try  foreign  to  the  United  States  on  an  application  filed  b/  uf  or  our  legal  representatives 
or  assigns  more  than  twelve  months  before  this  applncJltion;  and  that  no  application  for 
patent  on  this  invention  has  been  filed  by  us  or  ourl/^presentatives  or  assigns  in  any 
country  foreign  to  the  United  States.  / 

And  I  hereby  join  in  giving  i rr evocabl/cpntrol  of  our  application  for  Letters  Patent 

to  the  Secretary  of  the  Army,  and  apooiat  *1 _ 

,  amd  whose  post-office  address  is  Department  of 
the  Army,  U.  S.  Army  Materiel  Command,  Washington,  D.C.,  my  attorneys  or  agents 
with  luJJ^power  of  substitution  and  invocation,  to  prosecute  this  application,  to  transact 

‘fire  connected  therewith,  and  to  receive  the  patent. 

her^fore  I  pray  thai  Letters  Patent  be  granted  to  us  for  the  invention  described 

ttaaned>6pecification  and  claims,  without  payment  of  fees,  pursuant 
Section  266  of  the  Patent  Act  of  1952  (35  U.S.C.  266);  and  I  hereby 
amifc  to/the  attached  specification  and  claims,  oath,  power  of  attorney, 
pe#tioi\,  /his  _ day  nf  June  _ 19^2  , 


Firfei  name  Middle  initial  Last  na 


Post  Office  Address  ( 

(" 


1234  Main  Street 


(  Philadelphia,  Pa. 


r$<Oftally  appeared  John  P.  Doe 

te  me  knewn  ti'be  Ihe  per  son  described  in  the  above  application  for  patent  who  signed 
the  foregoing  instrument  in  my  presence]  and  made  oath  before  me  to  the  allegations 
set  forth  therein  as  being  under  oath,  on  the  day  and  year  aforesaid. 


SEAL  _ 

(j  Notary  Public 

This  form  may  be  executed  only  when  attached  to  a  complete  application  as  the  last 
page  thereof. 

— — - — - - —  _  Approved  Single  Sipnature  Form 

*See  Chapter  2,  para.  26.  — f - 1 - 

Joint  Inventors 
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APPENDIX  VIA 


LICENSE 


Application  for: 


(Government  Employee) 
Incendiary  Bullet 


Inventor(s):_ 
AMC  Case  No : 
^Serial  No: 


(Short  Title  of  Invention) 

John  P.  Doe _ Richard  R.  Moe 

21-62 _ _ _  Date  Oath  was  Executed:  2  June  1962 


_*  Filing  Date 


(*Data  not  known  at  Execution  may  be  added  for  better  identification 

The  undersigned  inventor(s),  having  made  the  invention(s)  covered  by  frfie  above- 
identified  patent  application  under  such  circumstances  as  to  justkyvand  Lawfully  entitle 
to  Government  of  the  United  States  to  have  the  hereinafter  recited  iigm  and  license; 
and  the  United  States  Government,  as  represented  by  the  Syclretary  of  the  Army,  having 
agreed  that  the  application  be  filed  under  the  provisions  or  Section  266  of  the  Patent  Act 
of  1952  (35  U.S.C.  266)  and  that  the  preparation,  filing  amd  prosecution  of  the  applica¬ 
tion  be  undertaken  by  the  Government  of  the  Sja£es; 

NOW,  THEREFORE,  in  consideration  q>1  tflfe  premises  the  undersigned  inventor(s) 
hereby  grant(s)  to  the  United  States  of  Amleriifca,  as  represented  by  the  Secretary  of  the 
Army,  his  successors  in  office  and  de/5i®iee s  : 

ONE :  irrevocable  control  of ylhe  n&osecution  of  the  said  application  and  any  divisions 
ntinuations  thereof  well  aar  any  applications  for  reissue  of  any  patents  issued 
c^n,  including  the  power  to  cWmuct  and  make  adjustments  and  settlements  of  exist- 
|potential  interferences  in  which  the  above-identified  application  and  all  patents 
ng  therefroyfy  maybecome  involved,  said  power  to  embody  the  right  to  grant 
xclnsive  licenses  necessary  to  accomplish  said  adjustments  and 


and 
the 

ing  br 
rest.lt: 

royiltlr-free,  non 
settlements; 


TlpO:  a fn  irrevocable  ,  royalty-free,  non-exclusive  license,  directly  or  indirectly, 
to  make,/  se  dispose  of,  in  accordance  with  law,  any  and  all  inventions  covered  by 
said/aapfi  jafefen.  said  license  to  extend  throughout  the  world  and  to  be  effective  for  the 
full/tenm  :ar  which  Letters  Patent,  domestic  or  foreign,  or  any  reissues  or  extensions 
the/eo|[,  or  may  be  granted  thereon;  and  agree(s) 

to  perform,  upon  lawful  request,  all  affirmative  acts  required  to  obtain 
knt  of  Letters  Patent  for  any  and  all  inventions  covered  by  said  application  and 
^der  effective  all  other  rights  herein  granted  to  the  United  States  of  America;  and 
Ssign 

FOUR:  tk±  entire  right,  title  and  interest  in  any  and  all  inventions  covered  by  the 
said  application  in  any  foreign  country  in  which  the  Govern m.Q. Ill  of  the  United  States 
elects  to  file  an  application  for  patent  embodying  any  or  all  of  said  inventions,  within 
six  f  6) months  of  the  date  of  filing  of  the  applicatien  in  ttie  failed  Sisiss ■. 

_ 


Signature  of  Inventor: 

Fi^sY  Name 
Addr  ess  :  1234  Main  St.  ,  Philadelphia 


Initial 

Philadelphia 


_ (H?cPlSLJ2 — • 

Last  Name 
Pennsylvania _ 


Locality 

Date  : _ 2  June  1962 


County 

_ John  P.  Doe 


State 


Inventor's  Typed  Name 


Page  1  of  2 
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APPENDIX  VIA  (continued) 


License  (Cont'd) 
(Government  Employee) 

State  of  Pennsylvania 

On  the  above  date 


*Serial  No. 

county  cf _ Philadelphia 


John  P.  Doe 


known  to  me  to  be  the  individual  described  in  and  who  executed  the  foregoing  instru¬ 
ment  duly  appeared  before  me  and  acknowledged  to  me  that  he  executed  fcjie  same  as 
his  own  free  act  and  deed. 


SEAL 


Application  for: 


c; 

a 

Signature 

My  Commission  Expire, 


7  December  1963 


Incendiary  Bullet 


Inventor(s) 


John  p-  Doe 


Richard  R.  MQ.e_ 


Signature  of  Jnv&nto 


Address:  444 


First  Mmel \J 

Initial 

Last  Name 

flain  St .  ,  flPhilwdelphia  Philadelphia 


Pennsylvania 


^ality 

Date:  2  JuneAl9$ 


County 


State 


Richard  R.  Moe 


Inventor's  Typed  Name 


********* 


State  of 


On  the  i 


6ve  dat 


County  of  Philadelphia 


Richard  R.  Moe 


ttS&rne  to  be  flhie  individual  described  in  and  who  executed  the  foregoing  instru- 
merrtTduily  appeared\»efore  me  and  acknowledged  to  me  that  he  executed  the  same  as 
his  own  free  act  and  deed. 


SEAL 


(J  Signature  of  Notary 
My  Commission  Expires  on  7  December  1963 


Page _ 2_  of  _2 
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APPENDIX  VIB 


ASSIGNMENT 

(Government  Employee) 


Application  for  : 

Incendiary  Bullet 

Inventor(s) : 

John  P.  Doe  Richard  R.  Moe 

^Serial  No.  : 

Application  Executed:  2  June  196Z\ 

^Filing  Date  :  } 

AMC  Case  No. 

21-62  / 

terference 
him  (them) 
or  extensio 


efficiency 


The  under  signed  inventor(s),  for  a  good  and  valuable  considerate 
of  which  is  hereby  acknowledged: 

1-  Assign(s)  to  the  Government  of  the  United  States,  £ k  ^presented  by  the  Sec¬ 
retary  of  the  Army,  the  entire  right,  title  and  intereafcyin  aiw^mventions  made  by  him 
(them)  which  are  disclosed  in  the  above-identifie<Ep«u:er\ji^plication  and  in  any  continu¬ 
ation,  division  or  extension  of  said  application  ip  tile  United  States  and  in  all  foreign 
countries  except  those  in  which  the  Goverimy^V  of  the  United  States,  within  six  (6) 
months  of  the  filing  date  of  the  domestic  ap/licftion  either  elects  not  to  file  or  fails 
to  file  a  patent  application. 


'United  States  an  irrevocable,  royalty-free, 
ispose  of  any  material  embodying  such  mven- 


2.  G/'ahts  to  the  Governr 
nonexclusive  1. cense  to  make,  ftse 
tions  in  thje  excepted  foreign  c^unt/ 

3.  Agrees  to  proyitije  aAy  information  within  his  (their) knowledge  and  to  execute 
any  docurr^entjjs  essential  jtpsj&e  prosecution  of  (including  recording  of  title  to,  and  in¬ 
applications  and  patents  covering  any  inventions  made  by 

closed  in  the  above  application  and  any  continuation,  division 
■plication. 


at  execution  may  be  added  for  better  identification.)' 

the  inventors  shall  be  deemed 


inventor  has  signed  this  instrument, 
instrument  jointly  and  severally. ) 


3. 


<1a=?><94L 


Add  re. 


Date: 


fst  Name  Initial 

1234  St.  ,  Philadelphia _ Philadelphia 


Last  Name 
Pennsylvania 


Locality 
2  June  1962 


County 


State 


John 


Inventor's  Typed  Name 
I  age  1 
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APPENDIX  VI  B  (continued) 


Assignment  (Cont'd) 
(Government  Employee) 


State  cf 


Pennsylvania 


County  of _ Philadelphia 


On  the  above  date 


John  P .  Doe 


known  to  me  to  be  the  individual  described  in  and  who  executed  the  foregoing  instru¬ 
ment  duly  appeared  before  me  and  acknowledged  to  me  that  he  executed  the  same  as 
his  own  free  act  and  deed. 


(SEAL) 


My  Commission  Expires  on_ 
Incendiary  Bullet 


Signature  of  Notar 
7  December 


Inventor(s):  John  P.  Doe 

—JJ/ 

r~> 

Richard  R.  Moe 

Signature  of  Inventor: 

First  Name 

s\J  1  initial 

Last  Name 

Address:  4444  Main  St.  .  Philadelphia 

•  Philadelphia 

Pennsylvania 

r\ Locality  p  K  j 

County 

State 

Date:  /  2] June  1962  /  / 

Richard  R.  Moe 

Inventor's  Typed  Name 

*********** 


State  of 


> 


ailadelphia 


bovfe  date 


Richard  R.  Mo  e 


Signature  of  Notary 
My  Commission  Expires  on _ 7  December  1963 


Page  2  of  _Z_ 
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APPENDIX  VI  IA 


Application  for:_ 

Inventor(s)  : _ 

^Serial  No.  : 


LICENSE 

(Contractor) 

Improvement  in  Automatic  Weapons 


John  J.  Smith 


^Filing  Date  : 


Execution  Date:  15  Junel962 


Cojohractor 
Contract  No. 


Unique  Research  Institute 
DA-36-038-AMC-001 


*(Data  Not  Known  At  Execution  Time  May  Be  Added  Later  For  Better  Identification) 

WHEREAS,  under  the  terms  of  the  above -identified  Government  contract  iae  Con¬ 
tractor  agreed,  inter  alia,  to  grant  to  the  Government  certain  righthander  inventions 
and/or  discoveries  made  and/or  reduced  to  practice  in  the  performance  oi  said  con¬ 
tract;  and 

WHEREAS,  the  above-identified  patent  application  dischlosjes  invention(s)  within 
the  purview  of  said  rights  agreed  to  be  granted  by  the  CoiLtmctor  to  the  Government; 
and 

WHEREAS,  the  Government  desires  that  thyr^4:ens®^,^S^lts  provided  for  by  said 
contract  in  and  to  said  inventions confi/rnpd;\Ja.nd 


WHERE, 
virtue  of  a / 


NOW 
considerat: 
limiting 
the  Contra 
United  Stat 
cessors  in 
license  to 
world 
or  metho 
rights) 


Contractor  warrants  that  il  ha$  the  right  to  grant  such  a  license  by 
nment  executed  and  i/tecordfed  in  the  U.  S.  Patent  Office  as  follows: 


Recording  Date_ 


e ration  of  the  premises  and  other  good  and  sufficient 
receipt  of  which  is  hereby  acknowledged,  and  without 
in  favor  of  the  Government  arising  by  operation  of  law, 
fo  and  does  hereby  grant  and  convey  to  the  Government  of  the 
as  represented  by  the  Secretary  of  the  Army  and  his  suc- 
ir revocable,  nonexclusive,  non-transferable ,  and  royalty-free 
and  cause  to  be  practiced  for  the  Government,  throughout  the 

e,  use  and  disposition  according  to  law,  any  article,  material, 
d  in  any  and  all  of  the  inventions  (within  the  scope  of  the  said  certain 
the  above-identified  patent  application,  as  well  as  in  any  and  all 
the  full  term  or  terms  thereof,  which  may  eventuate  from  or  be 


Janted  herein  shall  convey  any  right  to  the  Government  to  manufac¬ 
ture,  have  manufactured,  or  use  any  of  the  said  inventions  for  the  purpose  of  providing 
services  or  supplies  to  the  general  public  in  competition  with  the  Contractor  or  the  Con¬ 
tractor's  commercial  licenses  in  the  licensed  fields. 


Nothing  contained  herein  shall  be  deemed  to  grant,  by  implication  or  otherwise, 
any  license  to  the  Government  under  any  invention  other  than  those  covered  by  the  afore¬ 
said  application  for  patent. 

Page  I  of  2 
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APPENDIX  VIIA  (continued) 


License  (cont'd) 

(Contractor) 

Application  for:  Improvement  in  Automatic  Weapons 

Inventor( s) : _ John  J  .  Smith _ 


Filing  Date: 


Execution  Date:  15  June  1962 


Unique  Research  Institute 
DA-  36-  038-AMC  -  001 


Serial  No.  : 

Contractor: 

Contract  No . 

The  acceptance  of  this  license  shall  not  constitute  any  acknowledgmeiy  by  the  Gov¬ 
ernment  of  the  validity  or  scope  of  any  patent. 

IN  WITNESS  WHEREOF,  Licensor  has  caused  these  presents  tqj^’  signed  by  its 

duly  authorized  officers  and  its  seal  to  be  affixed  thereto  a^oythe  1 5th  _ day  of 

June _  1962 

Witnessed  by: 


Page  2  of  ^ 
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APPENDIX  VIIB 


ASSIGNMENT 


WHEREAS,  under  the  terms  of  Contract  No.  DA- 36-038-AMC-QQ1  between  the 

United  States  of  America  (hereinafter  called  the  Government),  and  - - 

Unique  Research  Institute 

(hereinafter  called  the  Contractor),  agreed  inter  alia,  to  deliver  such  duly  executed 
instruments  of  assignment  as  are  necessary  to  vest  in  the  Government,  the  sole  and 
exclusive  ownership  and  right  to  apply  for,  and  prosecute  patent  applications  covering 
inventions  and/or  discoveries  made  and/or  reduced  to  practice  in  the  performance  of 
said  contract;  and 

WHEREAS,  the  inventions )  disclosed  in  the  following  is  (are)  an  invent^on(s)  within 
the  purview  of  said  contract: 

^Serial  No.  *Filed  Title 

Improvement  in  Automatic 
Weapons 


;  and. 

WHEREAS,  Contractor,  under  the  provisiojar&Jof  contract  does  affirm  that  the 

invention(s)  disclosed  and  claimed  in  said  applicfl.tion(s)  is  (are)  an  invention(s)  made 
during  the  performance  of  said  contract  aritf/war  rants  that  it  has  the  right  to  grant  the 
within  assignment  by  virtue  of  an  assignment  to  Contractor  executed  on  the  11th day  of 
June  19  62  ;  and  recorded /n  the  United  States  Patent  Office,  at 

19/ 


on  the 


day  of 


♦(For  bettor  identification,  data  not Sdiown  at  time  of  execution  may  be  added.) 


NOW,  Tj; 
cient  con  si 
to  and  does 
the  Seer eta 
est  in  and  to 
may  be  gran] 
of  said  Lett 
United  States 
granted, 
tor  had  t] 


HEREEOREJ/ in  yfc^n^/de  ration  of  these  premises  and  other  good  and  suffi- 

er&tion^theX  receipt  of  which  is  hereby  acknowledged,  the  Contractor  agrees 
eb y  selU  assign,  and  transfer  unto  the  Government,  as  represented  by 
of  fte  ^rmy  and  his  successors  in  office,  the  entire  right,  title  and  inter¬ 


vention^),  and  in  and  to  any  and  all  Letters  Patent  wherever  they 
ereon,  as  well  as  divisions,  continuations ,  reissues,  and  extensions 
Ij’akent,  the  same  to  be  held  and  enjoyed  by  the  said  Government  of  the 
he  full  end  of  the  term  or  terms,  for  which  said  Letters  Patent  are 
ahd  entirely  as  the  same  would  have  been  held  or  enjoyed  by  Contrac- 
ssiinhnent  not  been  made,  subject  only  to  a  reservation  to  Contractor  of 


a  non^&4<afl^fsive  aki  1  royalty-free  license  thereunder,  which  reserved  license  shall  be 
tfisigna hie  only  tcA  he  successor  of  that  part  of  the  Contractor's  business  to  which  said 
Se/s  appurter^ ant . 

the  Contractor  agrees  to  make,  execute  and  deliver  unto  the  Government,  repre¬ 
sented  as  aforesaid,  any  and  all  papers ,  documents,  affidavits,  applications,  state¬ 
ments,  and  other  instruments,  in  such  usual  or  other  form,  terms,  and  contents  as 
may  be  required  in  or  incident  to  the  prosecution  or  conduct  of  any  and  all  applications 
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APPENDIX  VIIB  (continued) 


Assignment  (cont'd) 

arising  under  said  invention(s)  before  as  well  as  after  the  issuance  of  any  Letters  Pat¬ 
ent  thereon,  or  in  the  adjustment  or  settlement  of  any  interferences  or  other  actions 
or  proceedings  that  said  applications  may  encounter  or  in  which  they  may  become  in¬ 
volved,  and  the  Contractor  agrees  that  it  will  aid  the  Government  in  every  way  in  pro¬ 
tecting  the  invention(s)  as  may  be  requested  by  the  Government  represented  as  afore¬ 
said,  except  that  all  proper  expenses  arising  through  extending  such  assistance  will 
be  paid  by  the  Government.  \ 

IN  WITNESS  WHEREOF,  Contractor  has  caused  these  presents  to  be  feigned  by  its 
duly  authorized  officers  and  its  seal  to  be  affixed  thereto  as  of  theday  afid  year  appear 
ing  below.  /  \  / 

Executed  this  15th  day  of  June _ 19  62  •  /  V 


WITNESSES  : 


Unique  Research  Institute 
(Contractor) 


(Business  Address) 
Baltimore^  McL  _ _ 


iddrkUs), 


Richard  Black _  certify  that  i  am  the  Secretary _ 

Unique  Research  Institute  _____  _ 


namedf  as>Co :i1  ractor  herein;  that _ J.  P.  Carter _ who  signed  this 

assignment  cn  behalf  of  Contractor  was  then  President _ of  said  Contractor; 

that/^rfid/ass  g  unent  was  duly  signed  for  and  on  behalf  of  said  Contractor  by  authority 
afHfs  advern  n  \  body  and  is  within  the  scope  of  its  authorized  powers . 


S  ecretary _ 

Official  Title 
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APPENDIX  VI  IC 


ASSIGNMENT 


(From  Contractor-Employee  to  Contractor) 
and 

(From  Contractor  to  Government) 


Application  for: 


Improvements  in  Automatic  Weapons 


Short  Title 

of  Invention 

Inventor!  s): 

John  J  .  Smith 

*Serial  No.  : 

*Liling  Date: 

Date 

Oath  Executed :  6/ 1  / 62 

Contractor: 

Unique  Research  Institute 

\ 

Contract  No.  : 

DA-  36-038-AMC-00  1 

SmriwL-onxta-aieucDar : 

None 

_ L _ 

*(Data  Not  Known  At  Execution  Time  May  Be  Added  Later  For 


Verification. ) 


WHEREAS,  under  the  terms  of  the  above-identified  con*fajft  with  the  United  States 
Government  the  Contractor**  agreed,  inter  alia,  to  gvint  to  the  Goverrment  certain 
rights  under  inventions  and/or  discoveries  connived  Jfey'first  actually  reduced  to  prac¬ 
tice  in  the  performance  of  said  contract;  and , 

■"Education  discloses  invention(s)  within  the 
the  Contractor  to  the  Government;  and 


WHEREAS,  the  above -identified  pat 
purview  of  said  rights  agreed  to  be  gra 

WHEREAS,  the  Government  desir/s  fcjkat  the  assignment  rights  provided  for  by  said 
contract  in  and  to  said  invqj*$ioiaJs)  confirmed;  and 


wh: 

tor-enj 

the  abc 

ment  t< 

Wi 

ESEEEra 

Patent 

TM. 

of  the  : 

am 

>yment  contract,  i  greement  or  arrangement  the  Contrac- 
assignment  in  and  to  certain  inventions  made  by  the  in¬ 
duties  as  employ*  e(s)  of  the  Contractor;  and 


IAS, 


S,  under  the 
r  is  ent; 
part  of 

I  / 

-identified  invention(s)  was/were  made  in  the  performance  of 
g  contract  and  under  such  circumstances  as  to  entitle  the  Govern- 
s/  ent  of  the  entire  right,  title  and  interest  in  and  to  said  invention(s) 
plications  for  Letters  Patent  thereon  and  in  and  to  any  and  all  Letters 
said  application,  subject  only  to  a  nonexclusive,  royalty-free  license 
uaid  license  to  be  non -.transferable  except  to  the  succes^ar  of  that  part 
ricior's  business  to  which  said  license  is  appurtenant. 


id 


NC 


CI.EFORE,  be  it  known  that  for  and  in  consideration  of  these  premises  and 
uid  sufficient  consideration,  the  receipt  of  which  is  hereby  acknowledged 


{The  Term^  Contract  and  Contractor  Shall  Include  Subcontract  and  Subcontractor,  If 

Applicable,  Wherever  They  Occur.) 
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APPENDIX  VI  I  C  (continued) 


Assignment  (cont'd) 


Prime  Contractor  and  Number:  Unique  Research  Institute  DA-36-038-AMC-001 
Subcontractor:  None 


Application  for: 
Inventor(s) : 
Serial  No.: 


Improvements  in  Automatic  Weapons 


John  J  .  Smith 


Filing  Date: 


I  (we),  the  inventor(s)  do  sell,  assign,  and  transfer  to  the  Contractor -employer  the  en¬ 
tire  right,  title  and  interest  in  and  to  said  inventions )  and  patent  application  and  in  and 
to  all  Letters  Patent  wherever  they  may  be  granted  thereon,  as  well  as  divisions,  con¬ 
tinuations,  reissues,  and  extensions  of  said  application  and  Letters  Patent,  th^  same  to 
be  held  and  enjoyed  by  the  said  Contractor- employer  to  the  full  end  oL-the;  term  or  terms 
for  which  Letters  Patent  are  or  may  be  granted,  as  fully  and  entipqw  same  would 

have  been  held  or  enjoyed  by  me  (us)  had  this  assignment  not^l 

I  (We)  agree  to  make,  execute  and  deliver  unto  the  Cont/a^tor-employer  or  its 
assignee  any  and  all  papers,  documents,  affidavits ,  ^a-puli  cations ,  statements,  and  other 
instruments  in  such  usual  or  other  form,  terms  and  contents  as  may  be  required,  in  or 
incident  to  the  prosecution  or  conduct  df  any  and^ll  applications,  arising  under  said  in¬ 
vention^)  before  as  well  as  after  the  issuaiyfeyof  £/ny  Letters  Patent  thereon,  or  in  the 
adjustment  or  settlement  of  any  interferen/esilor  other  actions  or  proceedings  that  said 
applications  may  encounter  or  in  which  th/y  may  become  involved,  and  I  (we)  agree  that 
I  (we)  will  aid  the  Contractor- employer  ofc  its  assignee  in  any  way  in  protecting  the  in¬ 
vention  as  mafy  he  requested  by'tne  Camiractor- employer  or  its  assignee,  except  that  all 
[arising  through  extending  such  assistance  will  be  paid  by  the  ContractO] 
assigned 

IN  WITN  I  (-we)  have  set  my  (our)  hand  this  11th  day  of  June 

19  62  ' 


proper  expen  ies| 
employer  or  ts 


John 


Torn  JonesV 
50  Main  St.,  Baltimore,  Md. 
Address 


Inventor 
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APPENDIX  VI  IC  (continued) 


Assignment  (cont'd) 

Prime  Contractor  and  Number;  Unique  Research  Institute  DA-36-038-AMC-001 
Subcontractor: 


Application  for  : 

Inventor(s)  : _ 

Serial  No.  : 


None 


Improvements  in  Automatic  Weapons 


John  J  .  Smith 


Filing  Date: 


REASSIGNMENT 


The  above-identified  Contractor  for  and  in  consideration  of  these  premises  an^for 
other  good  and  sufficient  consideration,  the  receipt  of  which  is  hereby  acknowledged, 
by  these  presents,  does  sell,  reassign,  and  transfer  to  the  United  States  Government, 
as  represented  by  the  Secretary  of  the  Army  and  his  successors  in/office,*  the  entire 
right,  title  and  interest  in  and  to  said  invention(s)  and  patent  application  and  in  and  to 
any  and  all  Letters  Patent  wherever  they  may  be  granted  tfn  ere  oi^as  well  as  divisions, 
continuations  ,  reissues,  and  extensions  of  said  applicdfipn  anOEetter  s  Patent,  the  same 
to  be  held  and  enjoyed  by  the  said  Government  of  Uae/Unjced  States,  to  the  full  end  of  the 
term  or  terms  for  which  Letters  Patent  are  or  rnayJ'be  granted,  as  fully  and  entirely  as 
the  same  would  have  been  held  or  enjoyed  h to  thar  extractor  had  the  reassignment  not 
been  made,  subject  J^nly  to  the  licens^C^as/pbaye  recited,  which  license  is  hereby  re¬ 
served. 


ike/  exercute  and  deliver  unto  the  Government,  or  to 
toV^n^ke ,  execute  and  deliver  unto  the  Government 
/idavits,  applications,  statements,  and  other  instru- 
jfrm,  terms  and  contents  as  may  be  required,  in  or  in- 


The  Contract 
require  the  emplo 
any  and  all  papers, 
ments  in  such  usua. 
cident  to  the  prosei 
vention(s)  before 
adjustment  or.sejftle: 
applications  maV 

agrees  that  it  wTj/aid  the  (fcovernment  of  the  United  States  and/or  require  the  employee- 
inventorfsJt^ywfcEtne  Government  in  every  way  in  protecting  the  invention(s)  as  may  be 
requeste<^by^br<5  Govern  nint ,  except  that  all  proper  expenses  arising  through  extending 
such  assis^Xnce  will  be  pm d  by  the  Government. 

IN  WITNESS  WHEREOF,  Ass  ignor  has  caused  these  presents  to  be  signed  by  its 
fully  authorized  officers  and  its  seal  to  be  affixed  thereto  as  of  the  11th  day  °f 
June  19  62 


grees  to 
-inven 

:o  current  3 
,or 

\tiojh.Lo^6nduct  of  any  and  all  applications,  arising  under  said  in- 
11/ a  >  after  the  issuance  of  any  Letters  Patent  thereon,  or  in  the 
enf:  of  any  interferences  or  other  actions  or  proceedings  that  said 
'ounjtei  or  in  which  they  may  become  involved,  and  the  Contractor 
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APPENDIX  VIIC  (continued) 


As  signment  (conFd) 

Prime  Contractor  and  Number:  Unique  Research  Institute  DA-36-038- AMC-001 


Subcontractor: 


Application  for  : 

Inventor(s)  : _ 

Serial  No.  : 


None 


Improvements  in  Automatic  Weapons 


John  J.  Smith 


Filing  Date: 


WITNESSED  BY : 


u,  _ .uu 


Mary  Smith 
49  Main  St.,  Baltimore,  Md. 


Address 


Tom  Jones 

50  Main  St.,  Baltimore,  Md. 


of 


Address 

Richard/fjiV' 
Unique  Re 


Assignor  was  then 
was  duly  signed  fo 
and  is  within  the  s 


SEAL 


Unique  Research  Ins^ 

Assignor  {Contjcactoybrj 

n  /TforLA 

i 

ubcoji 

rT  j 

tractor) 

1 

fiy :  _ 

J  ,C£/.  Qa^ter^-^itle)  President 

Water  Road 
(Business  Address) 

^Baltimore,  Md. 

certify  that  l  a  m  the  Secretary _ 

,  named  as  Assignor  herein;  that 
who  signed  this  instrument  on  behalf  of 
of  said  Contractor;  that  said  instrument 
of  said  Contractor  by  authority  cf  its  governing  body . 
authorized  powers. 

_ <LQ  _ 

Richard  Black 
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APPENDIX  VIII 


EXECUTIVE  ORDER  10096 

PROVIDING  FOR  A  UNIFORM  PATENT  POLICY  FOR  THE  GOVERNMENT  WITH 
RESPECT  TO  INVENTIONS  MADE  BY  GOVERNMENT  EMPLOYEES  AND  FOR  THE 
ADMINISTRATION  OF  SUCH  POLICY 

WHEREAS  inventive  advances  in  scientific  and  technological  fields  frequently  re¬ 
sult  from  governmental  activities  carried  on  by  Government  employees;  and 

WHEREAS  the  Government  of  the  United  States  is  expending  large  sums  of  money 
annually  for  the  conduct  of  these  activities;  and 

WHEREAS  these  advances  constitute  a  vast  national  resource;  and 

WHEREAS  it  is  fitting  and  proper  that  the  inventive  product  of  functions  of  the 
Government,  carried  out  by  Government  employees,  should  be  available  to  the  Govern¬ 
ment;  and 

WHEREAS  the  rights  of  Government  employees  in  their  inventions  should  be  recog¬ 
nized  in  appropriate  instances;  and 

WHEREAS  the  carrying  out  of  the  policy  of  this  order  requires  appropriate  admin¬ 
istrative  arrangements  : 

NOW,  THEREFORE,  by  virtue  of  the  authority  vested  in  me  by  the  Constitution  and 
statutes,  and  as  President  of  the  United  States  and  Commander  in  Chief  of  the  armed 
forces  of  the  United  States,  in  the  interest  of  the  establishment  and  operation  of  a  uni¬ 
form  patent  policy  for  the  Government  with  respect  to  inventions  made  by  Government 
employees,  it  is  .hereby  ordered  as  follows: 

1  *  The  following  basic  policy  is  established  for  all  Govr  ..iment  agencies  with  re¬ 
spect  to  inventions  hereafter  made  by  any  Government  employee: 

(a)  The  Government  shall  obtain  the  entire  right,  title  and  interest  in  and  to 
all  inventions  made  by  any  Government  employee  (1)  during  working  hours,  or  (2)  with 

a  contribution  by  the  Government  of  facilities,  equipment,  materials,  funds,  or  informa¬ 
tion,  or  of  time  or  services  of  other  Government  employees  on  official  duty,  or  (3)  which 
bear  a  direct  relation  to  or  are  made  in  consequence  of  the  official  duties  of  the  inventor. 

(b)  In  any  case  where  the  contribution  of  the  Government,  as  measured  by  any 
one  or  more  of  the  criteria  set  forth  in  paragraph  (a)last  above,  to  the  invention  is  in¬ 
sufficient  equitably  to  justify  a  requirement  of  assignment  to  the  Government  of  the  en¬ 
tire  right,  title  and  interest  to  such  invention,  or  in  any  case  where  the  Government  has 
insufficient  interest  in  an  invention  to  obtain  entire  right,  title  and  interest  therein  (al¬ 
though  the  Government  could  obtain  same  under  paragraph  (a),  above),  the  Government 
agency  concerned,  subject  to  the  approval  cf  the  Chairman  of  the  Government  Patents 
Board  (provided  for  in  paragraph  3  of  this  order  and  hereinafter  referred  to  as  the 
Chairman),  shall  leave  title  to  such  invention  in  the  employee,  subject,  however,  to  the 
reservation  to  the  Government  of  a  non-exclusive,  irrevocable,  royalty-free  license  in 
the  invention  with  power  to  grant  licenses  for  all  governmental  purposes,  such  reserva¬ 
tion,  in  the  terms  thereof,  to  appear,  where  practicable,  in  any  patent,  domestic  or  for¬ 
eign,  which  may  issue  on  such  invention. 
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APPENDIX  VIII  (continued) 


Executive  Order  10096  (cont'd)  2 

(c)  In  applying  the  provisions  of  paragraphs  (a)  and  (b),  above,  to  the  facts 
and  circumstances  relating  to  the  making  of  any  particular  invention,  it  shall  be  pre¬ 
sumed  that  an  invention  made  by  an  employee  who  is  employed  or  assigned  (i)to  in¬ 
vent  or  improve  or  perfect  any  art,  machine,  manufacture,  or  composition  of  matter, 
(ii)to  conduct  or  perform  research,  development  work,  or  both,  (iii)to  supervise,  di¬ 
rect,  coordinate,  or  review  Government  financed  or  conducted  research,  development 
work,  or  both,  or  (iv)  to  act  in  a  liaison  capacity  among  governmental  or  nongovernmen¬ 
tal  agencies  or  individuals  engaged  in  such  work,  or  made  by  an  employee  included  with¬ 
in  any  oth.er  category  of  employees  specified  by  regulations  issued  pursuant  to  section 

4  (b)  hereof,  falls  within  the  provisions  of  paragraph  (a),  above,  and  it  shall  be  presumed 
that  any  invention  made  by  any  other  employee  falls  within  the  provisions  of  paragraph 
(b),  above.  Either  presumption  may  be  rebutted  by  the  facts  or  circumstances  attendant 
upon  the  conditions  under  which  any  particular  invention  is  made  and,  notwithstanding  the 
foregoing,  shall  not  preclude  a  determination  that  the  invention  falls  within  the  provisions 
of  paragraph  (d)next  below. 

(d)  In  any  case  wherein  the  Government  neither  (1)  pursuant  to  the  provisions 
of  paragraph  (a)above,  obtains  entire  right,  title,  and  interest  in  and  to  an  invention  nor 
(2)  pursuant  to  the  provisions  of  paragraph  (b)  above,  reserves  a  non-exclusive,  irrevo¬ 
cable,  royalty-free  license  in  the  invention  with  power  to  grant  licenses  for  all  govern¬ 
mental  purposes,  the  Government  shall  leave  the  entire  right,  title,  and  interest  in  and 
to  the  invention  in  the  Government  employee,  subject  to  law. 

(e)  Actions  taken,  and  rights  acquired,  under  the  foregoing  provisions  of  this 
section,  shall  be  reported  to  the  Chairman  in  accordance  with  procedures  established  by 
him . 


2.  Subject  to  considerations  of  national  security,  or  public  health,  safety,  or  wel¬ 
fare,  the  following  basic  policy  is  established  for  the  collection,  and  dissemination  to 
the  public,  of  information  concerning  inventions  resulting  from  Government  research 
and  development  activities  : 

(a)  When  an  invention  is  made  under  circumstances  defined  in  paragraph  1(a) 
of  this  order  giving  the  United  States  the  right  to  title  thereto,  the  Government  agency 
concerned  shall  either  prepare  and  file  an  application  for  patent  therefor  in  the  United 
States  Patent  Office  or  make  a  full  disclosure  of  the  invention  promptly  to  the  Chairman; 
who  may,  if  he  determines  the  Government  interest  so  requires,  cause  application  for 
patent  to  be  filed  or  cause  the  invention  to  be  fully  disclosed  by  publication  thereof:  Pro- 
vided,  however.  That,  consistent  with  present  practice  of  the  Department  of  Agriculture, 
no  application  for  patent  shall,  without  the  approval  of  the  Secretary  of  Agriculture,  be 
filed  in  respect  of  any  variety  of  plant  invented  by  any  employee  of  that  Department. 

(b)  Under  arrangements  made  and  policies  adopted  by  the  Chairman,  all  in¬ 
ventions  or  rights  therein,  including  licenses,  owned  or  controlled  by  the  United  States 
or  any  Government  agency  shall  be  indexed,  and  copies,  summaries,  analyses  and  ab¬ 
stracts  thereof  shall  be  maintained  and  made  available  to  all  Government  agencies  and 
to  public  libraries,  universities,  trade  associations,  scientists  and  scientific  groups, 
industrial  and  commercial  organizations,  and  all  other  interested  groups  of  persons. 
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APPENDIX  VI  1 1  (continued) 


Executive  Order  10096  (cont'd)  3 

3.  (a)  A  Government  Patents  Board  is  established  consisting  of  a  Chairman  of  the 
Government  Patents  Board,  who  shall  be  appointed  by  the  President,  and  one  represen¬ 
tative  from  each  of  the  following: 

Department  of  Agriculture 
Department  of  Commerce 
Department  of  the  Interior 
Department  of  Justice 
Department  of  State 
Department  of  Defense 
Civil  Service  Commission 
Federal  Security  Agency 

National  Advisory  Committee  for  Aeronautics 
General  Services  Administration 

Each  such  representative,  together  with  an  alternate,  shall  be  designated  by  the  head  of 
the  agency  concerned. 

(b)  The  Government  Patents  Board  shall  advise  and  confer  with  the  Chairman 
concerning  the  operation  of  those  aspects  of  the  Government's  patent  policy  which  are 
affectedby  the  provisions  of  this  order  or  of  Executive  Order  No.  9865,  and  suggest 
modifications  or  improvements  where  necessary. 

(c)  Consonant  with  law,  the  agencies  referred  to  in  paragraph  3(a)  hereof  shall 
as  may  be  necessary  for  the  purpose  of  effectuating  this  order  furnish  assistance  to  the 
Board  in  accordance  with  section  214  of  the  Independent  Offices  Appropriation  Act,  1946, 
59  Stat.  134,  31  U.S.C.  691.  The  Department  of  Commerce  shall  provide  necessary 
office  accommodations  and  facilities  for  the  use  of  the  Board  and  the  Chairman. 

(d)  The  Chairman  shall  establish  such  committees  and  other  working  groups  as 
may  be  required  to  advise  or  assist  him  in  the  performance  of  any  of  his  functions. 

(e)  The  Chairman  of  the  Government  Patents  Board  and  the  Chairman  of  the 
Interdepartmental  Committee  on  Scientific  Research  and  Development  (provided  for  by 
Executive  Order  No.  9912  of  December  24,  1947)  shall  establish  and  maintain  such  mu¬ 
tual  consultation  as  will  effect  the  proper  coordination  of  affairs  of  common  concern. 

4.  With  a  view  to  obtaining  uniform  application  of  the  policies  set  out  in  this  order 
and  uniform  operations  thereunder,  the  Chairman  is  authorized  and  directed: 

(a)  To  consult  and  advise  with  Government  agencies  concerning  the  application 
and  operation  of  the  policies  outlined  herein; 

(b)  After  consultation  with  the  Government  Patents  Board,  to  formulate  and 
submit  to  the  President  for  approval  such  proposed  rules  and  regulations  as  may  be 
necessary  or  desirable  to  implement  and  effectuate  the  aforesaid  policies,  together  with 
the  recommendations  of  the  Government  Patents  Board  thereon; 

(c)  To  submit  annually  a  report  to  the  President  concerning  the  operation  of 
such  policies,  and  from  time  to  time  such  recommendations  for  modification  thereof 
as  may  be  deemed  desirable; 

(continued  on  next  page) 
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Executive  Order  10096  (cont'd)  4 

(d) To  determine  with  finality  any  controversies  or  disputes  between  any  Govern¬ 
ment  agency  and  its  employees,  to  the  extent  submitted  by  any  party  to  the  dispute,  con¬ 
cerning  the  ownership  of  inventions  made  by  such  employees  or  rights  therein;  and 

(e)  To  perform  such  other  or  further  functions  or  duties  as  may  from  time  to 
time  be  prescribed  by  the  President  or  by  statute. 

5.  The  function  and  duties  of  the  Secretary  of  Commerce  and  the  Department  of 
Commerce  under  the  provisions  of  Executive  Order  No.  9865  of  June  14,  1947  are  here¬ 
by  transferred  to  the  Chairman  and  the  whole  or  any  part  of  such  functions  and  duties 
may  be  delegated  by  him  to  any  Government  agency  or  officer:  Provided,  That  said  Ex¬ 
ecutive  Order  No.  9865  shall  not  be  deemed  to  be  amended  or  affected  by  any  provision 
of  this  Executive  order  other  than  this  paragraph  5. 

6.  Each  Government  agency  shall  take  all  steps  appropriate  to  effectuate  this  or¬ 
der,  including  the  promulgation  of  necessary  regulations  which  shall  not  be  inconsistent 
with  this  order  or  with  regulations  issued  pursuant  to  paragraph  4(b)  hereof. 

7.  As  used  in  this  Executive  order,  the  next  stated  terms,  in  singular  and  plural, 
are  defined  as  follows  for  the  purposes  hereof: 

(a)  "Government  agency"  includes  any  executive  department  and  any  indepen¬ 
dent  commission,  board,  office,  agency,  authority,  or  other  establishment  of  the  Ex¬ 
ecutive  Branch  of  the  Government  of  the  United  States  (including  any  such  independent 
regulatory  commission  or  board,  any  such  wholly-owned  corporation,  and  the  Smith¬ 
sonian  Institution),  but  excludes  the  Atomic  Energy  Commission. 

(b)  "Government  employee"  includes  any  officer  or  employee,  civilian  or 
military,  of  any  Government  agency,  except  such  part-time  consultants  or  employees 
as  may  be  excluded  by  regulations  promulgated  pursuant  to  paragraph  4(b)  hereof. 

( c )  "Invention"  includes  any  art,  machine,  manufacture,  design,  or  composi¬ 
tion  of  matter,  or  any  new  and  useful  improvement  thereof,  or  any  variety  of  plant, 
which  is  or  may  be  patentable  under  the  patent  laws  of  the  United  States. 


THE  WHITE  HOUSE,  HARRY  S.  TRUMAN 

January  23,  1950. 
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EXECUTIVE  ORDER  10930 

ABOLISHING  THE  GOVERNMENT  PATENTS  BOARD  AND  PROVIDING  FOR  THE  PER¬ 
FORMANCE  OF  ITS  FUNCTIONS 

By  virtue  of  the  authority  vested  in  me  as  President  of  the  United  States,  it  is  or¬ 
dered  as  follows: 

SECTION  1 .  The  Government  Patents  Board,  established  by  section  3(a)  of  Exec¬ 
utive  Order  No.  10096  of  January  23,  1950,  and  all  positions  established  thereunder  or 
pursuant  thereto  are  hereby  abolished. 

SECTION  2.  All  functions  of  the  Government  Patents  Board  and  of  the  Chairman 
thereof  under  the  said  Executive  Order  No.  10096,  except  the  functions  of  conference 
and  consultation  between  the  Board  and  the  Chairman,  are  hereby  transferred  to  the 
Secretary  of  Commerce,  who  may  provide  for  the  performance  of  such  transferred 
functions  by  such  officer,  employee,  or  agency  of  the  Department  of  Commerce  as  he 
may  designate. 

SECTION  3.  The  Secretary  of  Commerce  shall  make  such  provision  as  may  be 
necessary  and  consonant  with  law  for  the  disposition  or  transfer  of  property,  person¬ 
nel,  records,  and  funds  of  the  Government  Patents  Board. 

SECTION  4.  Except  to  the  extent  that  they  may  be  inconsistent  with  this  order, 
all  determinations,  regulations,  rules,  rulings,  orders,  and  other  actions  made  or 
issued  by  the  Government  Patents  Board,  or  by  any  Government  agency  with  respect 
to  any  function  transferred  by  this  order,  shall  continue  in  full  force  and  effect  until 
amended,  modified,  or  revoked  by  appropriate  authority. 

SECTION  5 .  Subsections  (a)and  (c)of  section  3  of  Executive  Order  No.  10096 
are  hereby  revoked,  and  all  other  provisions  of  that  order  are  hereby  amended  to  the 
extent  that  they  are  inconsistent  with  the  provisions  of  this  order. 


THE  WHITE  HOUSE,  JOHN  F.  KENNEDY 

March  24,  1961. 


(F.R.  Doc.  61-2767;  Filed,  Mar.  27,  1961;  10 :1 0  a.m . )  2583 
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APPENDIX  X 


SNVENTION  RIGHTS  QUESTIONNAIRE 

(DA  Memo  825- 1) 


INSTRUCTIONS 


Under  Executive  Order  10096,  23  January  1950,  and  AR  825- 
20,  whenever  an  invention  is  made  by  an  officer,  enlisted  man  or 
civilian  employee  of  the  Depariment  of  the  Army,  it  is  necessary 
tto  determine  the  rights  in  the  invention  as  between  the  Govern¬ 
ment  and  the  inventor.  There  are  three  ways  in  which  rights  may 
be  determined:  (l)the  inventor  may  be  entitled  to  all  rights  and 
Ithe  Government  to  none  (and  hence  the  inventor  need  sign  no  doc- 
umert  giving  any  rights  to  the  Government );  (2)  the  Government 
may  be  entitled  to  a  license  permitting  it  to  use  and  practice  the 
invention  and  the  inventor  entitled  to  all  other  rights  (and  hence 
the  inventor  signs  a  license  to  the  Government);  (3)the  Govern¬ 
ment  may  be  entitled  to  all  rights  and  the  inventor  to  none  (and 
-hence  the  inventor  signs  an  assignment  to  the  Government,). 

,  Separate  and  y *aDt>ear*rotn  the  determination  of  rights;,!®™1 

HgKMtomte  ‘AiTOition  tl,e‘We,te1>Wtstirgilsael,hy)f?e,germittinet 

Ithe  Government  to  use  and  practice  the  invention  in  return  for 
■which  the  Government  will  prosecute  an  application  for  a  patent 
on  the  invention  at  no  expense  to  the  inventor,  provided  the  Gov¬ 
ernment  is  sufficiently  interested  in  the  invention. 


If  the  inventor  desires  voluntarily  to  assign  all  rights  in  the 
invention  to  the  Government,  he  may  complete  the  answer  to 
question  1  of  this  questionnave  and  sign  the  statement  following 
question  1.  The  remaining  questions  then  need  not  be  answered. 

If  the  inventor  does  not  desire  to  voluntarily  assign  all 
rights  in  the  invention  to  the  Government,  it  is  necessary  that 
all  questions  be  answered  completely.  The  determination  of 
rights  in  the  invention  depends  upon  the  facts  and  circumstances 
under  which  the  invention  was  made.  In  almost  every  case,  a 
failure  to  provide  sufficient  information  works  to  the  disad¬ 
vantage  of  :he  inventor.  If  additional  space  is  needed  to  fully 
answer  any  question,  an  attached  sheet  should  be  used.  Many 
questions  may  be  answered  by  a  check  mark;  however,  every 
question  must  be  answered  even  if  the  appropriate  answer  is 
“No”,  “None”,  or  “NA”  (not  applicable),  yrint  or  type  all 
answers. 

NOTE:  Items  1  through  11  are  to  be  ctJnpl  eted  by  the  in¬ 
ventor.  (terns  12  through  20  are  to  be  completed  by  the  im¬ 
mediate  supervisor  of  the  inventor  at  the  time  the  invention  was 

made. 


1.  BASIC  DATA  /  ] 

a.  BRl£f  TtTI_E  OF  UtV  SKT  tO  N.  !,t>.  NAME  OF  LK'IEN.toh/',  / 

Hydraulic  Launcher  Stabilizer  John  if.  |6oe 

Ordnance  Engineer 


COMPLETE  NAME  OF  ORGANIZATION  AT  TIME  INVENTION  WAS  MADE 

merit,  laboratory,  post,  camp,  station,  branch  of  A  mV)  S\.)  t  / 

Mechanical  Shops,  Hydraulic  Section,  RocV  IsiWid  Ar  senal ,  Rock  Island,  Ill. 


I  DESIRE  TO  ASSIGN  TO  THE  UNITED  STATES  GOVERNME 
IDENTIFIED  INVENTION.. 


TURE  OF 


July 


NOTE:  Thamak. 
oparativenaau  otltha  jl 
acrlpttona,  tha  nfafcingj 
2.  BEFORE  THp  INv| 
MATTER  PROI 
CLOSED  (N  WR|t 
PRACTICED  FRI 
TO  WHICH  THE 
OR  DRAWINGS  W 


invention  generally  livolvea Ate  conception  or  discovery  followed  by  a  series  ot  acts  which  establish  the  correctness  or 
Depending  upon  fh«  natureJot  the  Invention,  these  acts  may  involve  the  making  ot  aketchaa,  drawings,  written  de- 

and  testing  ol  f  Apodal , I  he  c e/rylng  out  ot  a  process,  ot  the  production  ol  a  composition  of  matter.  _  _ _ _  _ 

SICikLe-I^TRIED  OUT  OR  PRODUCEtT (N  MODEL  OR  WORKING  FORM  OR  A  COMPOSITION  OF 

JAL  ELEMENTS  OF  THE  INVENTION  IN  ITS  OPERABLE  AND  PRACTICABLE  FORM  FULLY  OIS- 
ITCHES  OR  DRAWINGS  IN  SUCH  A  MANNER  THAT  THE  INVENTION  COULD  BE  PRODUCED  OR 
•T  HE  EXERCISE  OF  ANY  FURTHER  INVENTIVE  SKILL  BY  A  PERSON  WHO  IS  SKILLED  IN  THE  FIELD 
EST  □  YES  (&]  NO-  IF  THE  ANSWER  IS  "YES*'.  GIVE  THE  DATE  SUCH  DESCRIPTIONS,  SKETCHES 


GS-13 _ 

nit,  section,  branch,  dfvisi 


license  to  use  and  practice 


3.  WAS  A  MODE 
SITION  OF  MAT 
TOOK  PLACE. 


4.  IF  A  MODE, 
*  fa.)  IT  WAS. 
TO  TEST 
REASON 


HE  INVENTION  IS  A  PROCESS,  WAS  THE  PROCESS  TRIED  OUT;  OR,  IF  THE  INVENTION  IS  A  COMPO- 
i^OM  POSIT  I O  N  PRODUCED7  Q(|  YES  Q  no.  IF  THE  ANSWER  IS  "YES",  GIVE  THE  DATE  SUCH  ACTION 

Model  made  22  December  1961 _ _  _ 

A|tD  TESTED.  A  COMPOSITION  PRODUCED  OR  A  PROCESS  CARRIED  O 

ST  THE  OPERABILITY  OR  PRACTICABILITY  OF  THE  INV  ' 

S  OF  THE  INVENTION  TO  THE  GOVERNMENT'  YES  {^]  NO.  (c>  IF  IT  WAS  DONE  FOR  SOME  OTHER 

Ason. 


IRRIED  OUT.  WAS  IT  DONE  BECAUSE: 

NTION'  YES  □  NO  (b)  IT  WAS  DESIRED 


APPROXIMATELY  waw  MlirH  total  time  *as  cpfmt 
BY  YOU  PERSONALLY  IN  MAKING  THE  INVENTION? 


OWN  TIME  (out aide  working  hours j  !  GOVERNMENT  TIME  (working  Hours  In- 
IN  HOURS  g0  hQurs 


EXPLAIN  BRIEFLY  THE  USE,  IF  ANY,  OF  THE  FOLLOWING  ITEMS  IN  CONNECTION  WITH  THE  MAKING  OF  THE  INVENTION 

THE  USE  OF  GOVERNMENT  FACILITIES  (bulldlnga,  such  an  labor  at  orl  aa ,  .hope,  or  office  building  but  not  buildings  such  as  barracks 
recreation  buildings). 

None 


DAS  i 


Page  1  of  4  Pages 
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Invention  Rights  Questionnaire  (cont’d) 
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APPENDIX  X 


(continued) 


Invention  Rights  Questionnaire  (cont'd) 


110.  DESCRIBE  THE  DUTIES.  PROJECT.  OR  AREA  OF  WORK  TO  WHICH  YOU  WERE  ASSIGNED  AT  THE  TIME  THE  INVENTION  WAS  MADE. 
STATE  IN  SUFFICIENT  DETAIL  TO  MAKE  THEM  UNDERSTANDABLE. 

At  the  time  of  the  invention,  the  undersigned  was  assigned  to 
performing  feasibility  studies  in  hydraulic  shock  absorption 
of  air-dropped  rocket  launchers  and  allied  materiel. 


|  1  *.  STATE  ANY  FACTS  OR  CIRCUMSTANCES  NOT  COVERED  IN  Y' 
I  EITHER  THE  GOV  ERNMENT'S  OR  YOUR  RI4SHTS  IN  THE  INVEN 


(NOTE:  It  mm*  12  through  20  are  to  be  completed  by  the\»upervieor. 

12.  AS  THE  INVENTOR'S  SUPERVISOR  AT  THE  T I  ME  OF  THE  INVENTION.  WHAT  CONTACT  DID  YOU  HAVE  WITH  THE  INVENTOR  AND 

TO  WHAT  EXTENT  DID  YOU  HAVE  ACTUAL  PERSONAL  KNOWLEDGE  OF  THE  INVENTOR'S  DUTIES  AND  THE  SUBSTANCE  OF  HIS  IN- 

V  E  NT  ION  T 

The  inventor  is  a  member  of  the  section  which  the  undersigned 
supervises.  His  official  duties  were  assigned  by  the  undersigned. 

His  invention  was  worked  on  during  his  own  time. 


DAS  FORM  Z\ 


Page  3  of  4  Pages 
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Invention  Rights  Questionnaire  (cont’d) 


(continued) 


APPENDIX  XI 


Patents  Division 

Office  of  the  Judge  Advocate  General 
(Of  AG) 

from:  Assistant  General  Counsel 

Patent  Law  Division 

Army  Materiel  Command 

Serial  No. 

2.  NAME  OF  INVENTOR 

John  P.  Doe 

Ordnance  Engineer,  GS-  13 
Mechanical  Shops,  Hydraulic  Section 
Rock  Island  Arsenal 
Rock  Island,  Illinois 


DAS 


FORM 

A  PR  B  B  LL 
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REPORT  OF  INVENTIONS  AND  SUBCONTRACTS 

(Pursuant  to  “Patent  Rights”  Contract  Clause) 


Form  Approved 

Budget  Bureau  No.  22-R160 


INSTRUCTIONS  TO  CONTRACTOR 


Yhis  form  may  be  used  for  INTERIM  and  FINAL  reports,  and 
when  used  shall  be  completedand  forwarded  to  the  Contracting 
Officer  in  triplicate. 

An  INTERIM  report  shall  be  submitted  at  least  every  twelve 
]nonths,  commencing  with  the  date  of  the  contract,  and  should 
^include  only  those  inventions  and  subcontracts  for  which  com¬ 
plete  information  has  not  previously  been  reported. 


A  FINAL  report  shall  be  submitted  as  soon  as  practicable 
after  the  work  under  the  contract  is  complete  and  shall  in¬ 
clude  (a)  a  summary  of  all  inventions  required  by  the  contract 
to  be  reported,  including  all  inventions  previously  reported 
and  any  inventions  since  the  last  INTERIM  report;  and  (b) 
any  required  information  for  subcontracts  which  has  not  pre¬ 
viously  been  reported. 


.NAME  AND  ADDRESS  C 


•  CONTRACTOR 


Modern  Machine  Company 
Lansdale,  Pennsylvania 


2.  CONTRACT  NUMBER' 

DA-  36-  (H8-AMC'2 


‘3.  TYPE  OF  REPORT  (check  one) 

I  [  [a.  INTERIM  final 


SECTION  I  -  INVENTIONS  (“Subject  Inventions”  required  to  be  reported  by  the  “Patent  Rights”  clause) 


\*  ■  INVENTION  DATA  ( cheek  one) 

|  — |a.  THERE  WERE  NO  INVENTIONS  WHICH  REASONABLY  APPEAR  TO  BE  PATENTABLE 
XI  b-  LISTED  BELOW  ARE  INVENTIONS  WHICH  REASONABLY  APPEAR  TO  BE  PATENTABLE.  ANY  INVENTION  DISCLOSURES  WHICH 
HAVE  NOT  BEEN  PREVIOUSLY  SUBMITTED  TO  THE  CONTRACTING  OFFICER!  ARE  ATTACHED  TO  THIS  REPORT. 


(O 


NAME  OF  INVENTOR 


Michael  Scott 


*  For  sample 
see  Append!: 


fjrmatory  Licenses  or  Assignments, 
VIIA,  VIIB,  and  V1IC. 


fjA  TENT 
APPLICATION 
p  AL  NUMBER 

Kd  contrac¬ 
t's  DOCKET  NO. 


Ser  .No. 
9568 

Docket  No. 
301 


(v) 

CONTRACTOR 
MAS  FILED 
OR  WILL  FILE 
U.S.  PATENT 
APPLICATION 


(v) 

CONFIRMATORY 
LICENSE  OR 
ASSIGNMENT  HAS| 
BEEN  FORWARD¬ 
ED  TO  CONTRAC¬ 
TING  OFFICER 


YES 


X* 


NO 


SECTION  ||  -  SUBCONTRACTS.  (Cnntaining  a  11  Patent  Rights”  clause). 

5.  LISTED  B  EL^'Jk'fs  ‘  FORMATION  REQUIRED  BUT  NOT  PREVIOUSLY  REPORTED  FOR  SUBCONTRACTS.  (//  not  applicable,  writ  e*  None0 .) 

^^DATE  CLAUSE  DATE 

FURNISHED  TO  CON'  I 
TRACTIN4  OFFICER 


F  z^rv - 

V  j  Whir  AND  ADDRESS  O  F  S  U  B  C  O  N  T  R  A  C  TO  R 

SUBCONTRACT  NUMBER 

None 

SECTION  t  .  CERTIFICATE 


(ATE 


May  1961 


NAME  AND  TITLE  OF  AUTHORIZED  OFFICIAL  (Print  t 

Benjamin  Olson 

Vice  President  “  Engineering 
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OFFICE  SYMBOL  OR  FILE  REFERENCE 

SUBJECT 

Incentive  Awards  for  Invention  Disclosures 

AMCGC-L 

(AMC  Case  No.  63-37  ) 

DA 


Inventor(s):  George  Preston 


Present  Location:  2223  S.  Main  St.  Church,  Va, 


Present  Position  and  Grade 


Title  of  Invention:  Micr/ 


nics  Technician,  GS- 


er  Solder  Procedure 


Brief  Description  of/ Invention:  In  soldering  microminiature  joints, 
one  electrodfe  is  connected  to  the  printed  circuit  or  other  con¬ 
ductor  towhpch/  solder  is  to  be  applied.  The  second  electrode, 
a  thin  sAlvei  wire  .01  mm  diam.,  is  touched  to  the  spot  to  be 
soldqr^ejfc}..  Jh  surging  EMF  melts  the  wire  in  place. 


;h€  above  information  the  Inventor(s)  (is)  (are)  eligible 
accordance  with  the  provisions  of  AR  672-301,  dated 


'^CSEPHfeKEWER 
Assistant  General  Counsel 


FORM  OVIftC  REPLACES  DO  FORM  96,  EXISTING  SUPPLIES  OF  WHICH  WILL  BE 

1  FEB  CJ* fj7D  ISSUEO  AND  USED  UNTIL  t  FEB  83  UNLESS  SOONER  EXHAUSTED.  *  U.S. wunnent  mikting orncc ;  mz o-itstM 
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DISPOSITION  FORM 

OFFICE  SYMBOL  OR  FILE  REFERENCE 

SUBJECT 

for  Inventions  (AMC  Case 

Incentive  Awards 

AMCGC-L 

No.  63-37  ) 

(Patented  Case) 

TO  , 

Incentive  Awards  Review 

FROM  ^ 

General  Counsel 

DATE  .  .  ,  CMT  1 

16  Sept  63 

Committee,  AMC 

1.  The  Office  of  Assistant  General  Counsel  for  Patents  has  been  notified 
of  the  issuance  of  a  Patent  for  the  following  invention: 


DA 


2. 

for  a  cash 
20  of  A R 


Title  of  Invention:  Micro  Silver  Solder  Procedure 

Name  of  Inventor (s):  George  Presto; 

n 

Present  Location:  2223  S.  Mainv^c. ,  Falls  Church,  Va, 

Present  Position:  EleyOfironics  Technician,  GS-9 

Filed:  13  March  1963 
Issued:  21  June  1963 


le  above  information  the  inventor(s)  (is)  (are) 
accordance  with  the  provisions  of  Section  111, 

.  dated  4  November  1960. 


^OSEPlf  BREWER 
Assistant  General  Counsel 


eligible 

Paragraph 


FORM  OAQCi  REPLACES  DO  FORM  96,  EXISTING  SUPPLIES  OF  WHICH  WILL  BE 
1  FEB  62  ISSUED  AND  USED  UNTIL  »  FEB  63  UNLESS  SOONER  EXHAUSTED.  •  U-*.  «o»umiii.T  wihtimo  ornc*  .  m* 
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UNITED  STATES  ARMY  MATERIEL  COMMAND 

HARRY  DIAMOND  LABORATORIES 


WASHINGTON  25.  D.C. 


AMXDO-LP-1 12 -493 


6  August  1963 


SURJECT:  Incentive  Award  For  Invention 

(Invention  Disclosure) 


THRU: 


TO  : 


Commanding  General 
Army  Materiel.  Command 
ATTN:  AMCGC-PA 
Washington  25,  D.  C. 


(  Case  No. 

(HDL  Case  No .  0D-  296 


\ 


/ 


Incentive  Awards  Review  Committee 

1.  This  office  has  evaluated  th§  ^idcm*  if  led  invention 

disclosure  and  has  determined  that  the  AjJjventior  therein  described  falls 
within  the  provisions  of  the  following /pllragrapt  of  AR  672-301  dated  4 
November  I960:  A  I  _ 

u  19b(  1)  (a)  M  19b(  1)  U  19b  <2^ 

Inventor  (s) :  Geoi^  e^reston 

Present  Location:  2423  S .  Main  St » ,  Falls  Church,  Va. 

Present  Positiortvdn  Electronics  Technician,  GS-9 

Tiftle  of  I^v^ntior  :  Micro  Silver  Solder  Procedure 

tion  of  Inventic  %  In  soldering  microminiature 
is  connected  to  the  printed  circuit  or  other  con- 
:r  is  to  be  applied.  The  second  electrode,  a 
rr  m  diam.,  is  touched  to  the  spot  to  be  soldered, 
ts  the  wire  in  place. 

2.  AtcdrdTngly^  it  is  recommended  that  the  Inventor (s)  be  con¬ 
sidered  foA  fh  initial  cash  award  in  accordance  with  the  provisions 
of  paragraph  20  of  AR  672-301  dated  4  November  1960. 

FOR  THE  COMMANDER: 
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‘POHN  M.  SMITH.  JR 

Chief,  Legal  and  Patent  Services  Office 


cc:  HDL  Incentive  Awards  Committee 


JOSEPH  BREWER 

Assistant  General  Counsel 
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APPENDIX  XVI 


UNITED  STATES  ARMY  MATERIEL  COMMAND 

HARRY  DIAMOND  LABORATORIES 


WASHINGTON  25.  D.C. 


AMXDO-LP- 112-494 


6  August  1963 


SUBJECT;  Ineentivn  Awards  for  Inventions 
(Allowed  Case) 


(  Case  No.  ) 

(HDL  Case  No.  OD -296  ) 


THRU! 


TO: 


Commanding  General 
Army  Materiel  Command 
ATTN!  AMCGC-PA 
Washington  25,  D.  C, 


Incentive  Awards  Review  Committeje 


.  1.  This  office  has  been  notified  of/ the  issuance  of  a  /X  /  Patent 

7  /  Notice  of  Allowability  for  the  following  Invention: 

Title  of  Invention:  Micijo  Silver  Solder  Procedure 

Inventor (s)  :  George  Preston 

Present  Location:  12^2/3  S.  Main  St.,  Falls  Church.  Va. 

Present  Poeltlo.rj'ind  Grade:  Electronics  Technician,  GS“9 


Serial  No. 

Patent  JJo  ^4444 

)  Allowability 


AR  6/2-30 


Filed:  13  March  1963 
Issued:  21  June  1963 
Date: 


the  above  information  the  inventor(s)  is/are  eligible 


for  a  casm  award  in  accordance  with  the  provisions  of  paragraph  20  of 


4  November  1960. 


R  THE  COMMANDER.: 


JWHN  M.  SMITH, 


JR. 


Chief,  Legal  and  Patent  Services  Office 


cc:  HDL  Incentive  Awards  Committee 


CONCURRENCE^  a  A 

amcgc 

BREWER 

Assistant  General  Counsel 


67 

*  U.  s.  GOVERNMENT  PRINTING  OFFICE  :  1967  O  ~  255-012  (7995A) 


ENGINEERING  DESIGN  HANDBOOK  SERIES 

The  Engineering  Design  Handbook  Series  is  intended  to  provide  a  compilation  of  principles  and  fundamental  data  to 
supplement  experience  in  assisting  engineers  in  the  evolution  of  new  designs  which  will  meet  tactical  and  technical 
needs  while  also  embodying  satisfactory  producibility  and  maintainability. 

Listed  below  are  the  Handbooks  which  have  been  published  or  submitted  for  publication.  Handbooks  with  publica¬ 
tion  dates  prior  to  1  August  1962  were  published  as  20-series  Ordnance  Corps  pamphlets.  AMC  Circular  310-38,  19 
July  1963,  redesignated  those  publications  as  706-series  AMC  pamphlets  (i.e,  ,  ORDP  20-138  was  redesignated  AMCP 
706-138).  All  new,  reprinted,  or  revised  Handbooks  are  being  published  as  706-series  AMC  pamphlets. 


General  and  Miscellaneous  Subjects 
Number  Title 

106  Elements  of  Armament  Engineering,  Part  One, 

Sources  of  Energy 

107  Elements  of  Armament  Engineering,  Part  Two, 

Ballistics 

108  Elements  of  Armament  Engineering,  Part  Three, 

Weapon  Systems  and  Components 

110  Experimental  Statistics,  Section  1,  Basic  Con¬ 

cepts  and  Analysis  of  Measurement  Data 

111  Experimental  Statistics,  Section  2,  Analysis  of 

Enumerative  and  Classificatory  Data 

112  Experimental  Statistics  ,  Section  3  ,  Planning  and 

Analysis  of  Comparative  Experiments 

113  Experimental  Statistics,  Section  4,  Special 

Topics 

114  Experimental  Statistics,  Section  5,  Tables 

134  Maintenance  Engineering  Guide  for  Ordnance 

Design 

135  Inventions,  Patents,  and  Related  Matters 

136  Servomechanisms,  Section  1 ,  Theory 

137  Servomechanisms,  Section  2,  Measurement 

and  Signal  Converters 

138  Servomechanisms,  Section  3,  Amplification 

139  Servomechanisms,  Section  4,  Power  Elements 

and  System  Design 

170(C)  Armor  and  Its  Application  to  Vehicles  (U) 

25 2  Gun  Tubes  (Guns  Series) 

270  Propellant  Actuated  Devices 

290(C)  Warheads- -General  (U) 

331  Compensating  Elements  (Fire  Control  Series) 

355  The  Automotive  Assembly  (Automotive  Series) 

Ammunition  and  Explosives  Series 
175  Solid  Propellants,  Part  One 

176(C)  Solid  Propellants ,  Part  Two  (U) 

177  Properties  of  Explosives  of  Military  Interest, 

Section  1 

178(C)  Properties  of  Explosives  of  Military  Interest, 
Section  2  (U) 

210  Fuzes,  General  and  Mechanical 

211(C)  Fuzes,  Proximity,  Electrical,  Part  One  (U) 

212(S)  Fuzes,  Proximity,  Electrical,  Part  Two  (U) 

213(S)  Fuzes,  Proximity,  Electrical,  Part  Three  (U) 
214<S)  Fuzes,  Proximity,  Electrical,  Part  Four  (U) 

215(C)  Fuzes,  Proximity,  Electrical,  Part  Five  (U) 

244  Section  1,  Artillery  Ammunition--General, 

with  Table  of  Contents,  Glossary  and 
Index  for  Series 

245(C)  Section  2,  Design  for  Terminal  Effects  (U) 

246  Section  3,  Design  for  Control  of  Flight  Char¬ 

acteristics 

247(C)  Section  4.  Design  for  Projection  (U) 

248  Section  5,  Inspection  Aspects  of  Artillery 

Ammunition  Design 

249(C)  Section  6,  Manufacture  of  Metallic  Components 
of  Artillery  Ammunition  (U) 


Ballistic  Missile  Series 

Number  Title 

281(S-RD)  Weapon  System  Effectiveness  (U) 

282  Propulsion  and  Propellants 

284(C)  Trajectories  (U) 

286  Structures 

Ballistics  Series 

140  Trajectories]  Differential  Effects,  and 

Data  for  Projectiles 

160(S)  Elements  of  Terminal  Ballistics,  Part 

One,  Introduction,  Kill  Mechanisms , 
and  Vulnerability  (U) 

161(S)  Elements  of  Terminal  Ballistics,  Part 

Two,  Collection  and  Analysis  of  Data 
Concerning  Targets  (U) 

162(S-RD)  Elements  of  Terminal  Ballistics,  Part 

Three,  Application  to  Missile  and 
Space  Targets  (U) 

Carriages  and  Mounts  Series 

340  Carriages  and  Mounts--General 

341  Cradles 

342  Recoil  Systems 

343  Top  Carriages 

344  Bottom  Carriages 

345  Equilibrators 

346  Elevating  Mechanisms 

347  Traversing  Mechanisms 

Materials  Handbooks 

301  Aluminum  and  Aluminum  Alloys 

302  Copper  and  Copper  Alloys 

303  Magnesium  and  Magnesium  Alloys 

305  Titanium  and  Titanium  Alloys 

306  Adhesives 

307  Gasket  Materials  (Nonmetallic) 

308  Glass 

309  Plastics 

310  Rubber  and  Rubber-Like  Materials 

311  Corrosion  and  Corrosion  Protection  of 

Metals 

Military  Pyrotechnics  Series 

186  Part  Two,  Safety,  Procedures  and 

Glossary 

187  Part  Three,  Properties  of  Materials  Used 

in  Pyrotechnic  Compositions 

Surface-to- Air  Missile  Series 

291  Part  One,  System  Integration 

292  Part  Two,  Weapon  Control 

293  Part  Three,  Computers 

294(S)  Part  Four,  Missile  Armament  (U) 

295(S)  Part  Five,  Countermeasures  (U) 

296  Part  Six,  Structures  and  Power  Sources 

297 (S)  Part  Seven,  Sample  Problem  (U) 


